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Philosophy of ©:

Goals of ©

· A legally granted monopoly—gives holder exclusive right to make copies of particular intellectual property

· Old days of patronage mostly gone—creative people can’t work for free, need to go to mass mkt to get paid Old days hard to copy work, new technologies today make copying easier=less need to turn to original creator to enjoy work and creator not benefit economically

· Idea of Natural Rights—one has a moral entitlement to one’s work (usually associated w/common law countries like France) 

·  Idea of Incentive: People do creative work to get paid, need incentive

· Protect integrity of author’s creations as extensions of their personalities 

· Rights of authors to reap the fruits of their labors

· Authors should be rewarded for value of creations to society

Counterbalancing Interests:

· May lead to mediocre work?

· Could allow artists to charge a lot w/protected works

· Keep work from many people

· Hard for later artists to borrow from previous work

Basic Requirements for Protection:

*All work is protected under state law until © applies

· 1976 Act divides b/w state and federal protection at time of fixation of work; 

· 1909 Act at time of publication of work

· 1976 law is law now, but not retroactive, only effective as of Jan 1, 1978

1976 Act §102(a): “© protection subsists… in original works of authorship fixed in any tangible medium of expression, now known or later developed, from which they can be perceived, reproduced, or otherwise communicated either directly or w/aid of machine or device”

FIXATION (fixed in tangible medium of expression)

· “FIXED”—Need all 3: 

· 1) Embodied in copy or phonorecord 

· COPY = Material object other than phonorecords in which work is fixed from which work can be perceived directly or w/aid of machine;  Ex: book, paper, canvas, clay

· PHONORECORD = Material object in which sounds are fixed from which sounds can be perceived directly or w/aid of machine (ex: CD, tape, album, digital, etc.)

· 2) By or under authority of author

· If copy made w/o authority of author NOT fixed
· 3) Sufficiently permanent or stable to be perceived…for period of more than transitory duration

· Work is “fixed” if fixation of work being made simultaneously w/its transmission (communication of the work beyond place where sent from)
· Fixation and computers: 
· in 1980 §101 definition of copy applicable to computer programs §117
· entry of a work into random access memory of computer makes a “copy” and thus a “fixation” of a work
· title III of Digital Millennium Copyright Act, section 117 amended in 1998 to permit owners and lessees of computer hardware “to make or authorize making of a copy of a computer program if such copy is made solely by virtue of the activation of a machine that lawfully contains an authorized copy of the computer program, for purposes only of maintenance or repair of the machine”
· §1101: fixation for live music performances (bootlegging protection)
· grants performers rights against unauthorized fixation, reproduction of unauthorized fixation, transmission or sale of same
· Cases:
· White-Smith Music Publishing (1908): Court said piano roll not copy b/c not visually perceptible. This OVERRULED and in 1909 statute included “mechanical reproductions” of music and 1976 had “communicated w/aid of device”
· Midway Manufacturing(1982): D said video game not fixed b/c images/sounds change every time game played; Court—IS fixed b/c single images/sounds saved and brought up in various sequences all fixed on the silicon chip of the program.
ORIGINALITY (original works of authorship)

· NOT defined in statute, but old case law on originality included in definition today

2 Requirements

· 1) MADE FROM SCRATCH

· not copy of another’s work

· not demand “novelty”--can be “parallel” independent creation—a 2nd creator can individually create something that is the same; hard to find something purely novel in art

· CAN be derivative works, which are part copy, part something new—look at this right later

· 2) SOME MINIMAL DEGREE OF CREATIVITY

· Works w/goal of © to promote creativity—need some creativity to protect!

· Plus, if © basic/non-creative things, minute pieces of work, could take basic building blocks out of public domain and stifle future work 

· ex: brief words/phrases, slogans, single-word TM’s and titles generally not ©-able

· also directions, ingredients for a recipe not generally ©-able

· Ex: Magic Marketing—court found black stripe on envelope not have sufficient degree of creativity

· Ex: Sebastian (1988)—label on hair product ©-able, b/c some creativity, not just basic directions for use, but only THIN ©--only protect against basically exact same wording

· Ex: Burrow-Giles Lithographic v. Sarony—Oscar Wilde photo, found that photos are subject-matter of ©, set up frame/props/lights etc = “authorship” in taking a picture

· Prof says: A video of Rodney King beating also can be ©, many decisions built in, to videotape, which angle, kind of tape, etc.; general rule is mechanically produced film/tapes are protectable

· Other cases:

· Bleistein v. Donaldson Lithographing (1903)(S.C.)—hand-drawn circus posters ARE ©-able, not matter if used for advertisement—Holmes “picture none the less a picture b/c used for advertisement”; not court’s job to define quality of art, courts should practice “aesthetic non-discrimination” and not sort out good from bad art

IDEA/EXPRESSION DICHOTOMY

· § 102(b) © not extend to “any idea, procedure, process, system, method of operation, concept, principle or discovery”

· Baker v. Selden: Selden can’t © the ledger he created for a bookkeeping system

· © protects expression of ideas, not the ideas themselves (patent for ideas, too scarce to ©), so Selden can’t © his bookkeeping system

· if his idea (the system) can only be expressed in one way, the idea and expression MERGE into one thing, so to protect expression in forms is to also protect idea and © can’t do that THE MERGER DOCTRINE
· Other Blank Forms Cases:
· American Dental Ass’n (1997):  provide protection for forms that do communicate some information—not just blank forms but include system of ADA # classification

· ABR Benefits Services Inc.: “blank forms may be © if they are sufficiently innovative that their arrangement of information is itself informative”—blank form rule in Selden to be interpreted narrowly so as to allow protection for blank forms that organize info in a way that “conveys” information

· Bibbero Systems: Medical “superbill” case: superbills by D nearly identical to Bibbero’s, but not © protectable b/c blank forms, not convey any information until they are filled out, no expression there to protect

· Morrissey (1967):  Sweepstakes case--© not extend to basic set of rules for a sweepstakes entry b/c where “subject matter is very narrow so that requires if not only 1 form of expression, at best only a limited number, to permit ©in would mean a party, by ©ing a mere handful of forms, could exhaust all possibilities of future use of the substance”; here, P can’t complain even if his particular expression was deliberately adopted

· Beardsley (1958): © owner published pamphlets w/forms for a new type of insurance, competitor copied forms, court held: unlike essentially blank forms in Baker/Selden, these contained prose that was explanatory of his insurance plan; so © on forms may be protected against use of EXACT wording—THIN ©--and here language on Beardsely’s forms used by competitor “only as incidental to underlying idea” so © not infringed his ©

· Lotus v Borland (1996): Lotus menu command hierarchy for 1-2-3 spreadsheet is uncopyrightable “method of operation” and any expression in choosing and arranging command terms not ©-able b/c of the method of operation—describes how to operate the software 

· Note: judges in Lotus case influenced by fact that Lotus commands had become standard in spreadsheet field ad would be inefficient if vast population familiar w/Lotus had to learn different set of programs for new software—compare to QWERTY keyboard

· To extent one is author of utilitarian work (like sw), others may copy the utilitarian part of it 

· CCC Info Services v MacLean Hunter Market Reports: CCC rips off MHMR, says MHMR’s work (used car valuation charts) is only ideas and only 1 way to express it. Court disagrees—breaks “idea” into 2 subgroups, finds latter is case here:

· 1) Ideas that undertake to advance the understanding of phenomena or solution of problems (ex medical texts) get less protection;

· 2) ideas that are infused w/author’s taste or opinion (like baseball stats prediction form) get more protection

· **Prof: thinks this dichotomy of idea is debatable and may be better represented by “big idea” v. “small idea”

Types of Works Protected

FACTS AND COMPILATIONS 

· §101 definition, “compilation” is a work formed by the collection and assembling of preexisting materials or of data that are selected, coordinated, or arranged in such a way that the resulting work as a whole constitutes and original work of authorship. (includes collective works)(different from derivative work, which is somehow transformative)

· can’t just assemble facts, must be selected/coordinated/arranged as to create an “original” work of authorship

· can only claim originality in the way the facts presented

· NOT to protect sweat of brow

· Ex: Rockford map case
· Can include collection of preexisting material (anthology) or facts not individually ©-able (ex: directory, almanac, table)

· §103 Protection for compilation (or derivative work) extends only to material contributed by author of that work, as distinguished from the preexisting material employed in the work

· Feist Publications, Inc. v. Rural Telephone (1991): © protection for telephone directory white pages—only the compiler’s selection and arrangement may be protected, the raw facts may be copied at will; here, where arrangement alphabetical, nothing to protect—selection, coordination and arrangement not sufficiently original to trigger © protection; NOT protect “sweat of the brow”

· Nash:  Nash writes bios/books suggesting Dillinger not killed in shootout, CBS broadcasts movie “Dillinger Print” uses info from books in movie plot. Court: Historical Facts NOT ©-able, and Nash presented info as historical fact (though theories, presented as facts and thus put into public domain)

· Would be diff if Nash presented as fiction, then © OK

· If presented as fact, later shown to be fiction, estoppel from suing for infringement

· “Scenes a Faire”—cliché stock settings, phrases, costumes etc. that go along w/a particular topic/period of time, not ©-able generally b/c virtually impossible to write about particular historical times/topics w/o these devices

· can protect words used, or themes/structure

· Wainwright Securities—creative and original aspects of financial reports—ie financial analyses and predictions—are © protectable, taking more than just facts, taking most original parts 

· SIMPLE WORDS/PICTURES:
· Roth Greeting Cards—found that text of greeting cards too commonplace for © by selves, consider cards as a whole, including text, art work and association b/w text and artwork, and “concept and feel” of cards is substantially the same, would be recognizable by ordinary observer as being taken from P’s cards

· Sem-Torq: set of placards “for rent” “for sale” etc. not qualify as compilation, incapable of existing from its components, just 5 signs that individually not original enough to qualify for © protection

· Ex: Atari Games Corp. v. Oman (1989)--© office incorrect to refuse to register video game Breakout b/c where simple shapes selected or combined in a distinctive manner some creativity accorded, only need slight creativity, look at game in aggregate

· Ex: T-Shirt case, p. 140, thin © protection on T-Shirt A, T-Shirt B not exact copy, so no infringement (ideas/pics on t-shirt common/simple/not very original)

· Law Report Cases
· Matthew Bender v. West—creativity in selection and arrangement is a function of 1) the total number of options available, 2) external factors that limit the viability of certain options and render others non-creative, 3) prior uses that render certain selections “garden variety”; HERE, West’s collection and sequencing of info such as attorney information and addresses is inevitable, dictated by user’s needs

· Star pagination case: 8th circuit held star pagination to by ©-able, by copying it LEXIS had copied “arrangement” of volume; 2nd circuit said “no protection” – these disagree, and 8th cir pre-dated Feist, so focused more on sweat of brow than originality. Prof: decisions on page breaks NOT artifact of creative process in any way!

· CCC: Red Book, car pricing guide case (see above): “If merger doctrine allows wholesale copying of compilations of facts, then © protection for factual compilations is illusory” decides “type 2 ideas” (ones that include authors taste or opinions) should be excluded from merger doctrine

· Mason v. Montgomery Data—Dist ct erred in applying merger doctrine, ideas in maps can be expressed in number of ways; Mason’s maps had enough creativity in selection, coordination and arrangement of facts depict and pictoral/graphic nature of how express these facts are original and protectable

· *maps on-the-edge kind of case, sort of like phone-book facts in Feist
DERIVATIVE WORKS

· “Derivative Work” = “a recast, transformed or adapted work based on an underlying work”

· underlying work may/not be protected by ©

· if based on © work

· need license or is infringement; right to adapt a work is a protected right (§106)

· can’t get © on derivitve work made w/o permission

· if based on public domain work

· © only cover what new you add, not cover preexisting portions

· Q is when these works may get ©

· ex: Batlin & Son: underlying work = cast-iron Uncle Sam bank in public domain; derivative work =  plastic Uncle Sam bank, can’t get copyright----to demonstrate originality, author must contribute substantial, not merely trivial originality above and beyond existing work and change of medium to plastic and some tiny differences not enough

· Originality standard for derivative work seen as higher than for original work

· B/c want to ensure 3rd party copiers are copying the derivative work, not the original work; not withdraw things from public domain 

· To solve this problem, could provide only thin © to derivative works, but this not way it went

· Ex: Wizard of Oz case—underlying work=movie, dervative work=plate, derivative #2 = painting made by other based on plate painting—Q is if der #2 copied from original or der #1—messy q, so Posner says der work must be “substantially different from underlying work to get ©”

· Ex: Sherry’s towels case—towel #2 not different enough from towel #1 (which lost its ©) to get its own ©

· Ex: hand of God—bad case, no originality for mini copy of Rodin statue, but gave © b/c of great skill in creating mini version

· Lee v. A.R.T. co: Mounting of note card on a tile not a derivative work, not visually different, must be substantially different; (here get §109 first sale principle, buying the “tangible embodiment” of the note card means you can use it however you want, resell it is OK

OTHER NARROW CATEGORIES OF WORKS W/PARTICULAR DIFFICULTY

Pictorial, Graphic and Sculptural Works

· §113: subject to provisions b and c, exclusive right to reproduce a © pictoral, graphic or sculptural work in copies under §106 includes right to reproduce the work in or on any kind of article, useful or otherwise

· b) not give owner of © in a work that portrays a useful article greater or lesser riths w/respect to making, distribution or display of useful article so portrayed

· ex: Copyright in drawing or model of a car NOT give artist exclusive right to make cars of the same design

· c) In case of work lawfully reproduced in useful articles that have been offered for sale or other distribution to the public, © does not include any right to prevent the making, distribution or display of pictures or photos of such articles in connection w/ads or commentaries related to the distribution or display of such articles, or in connection w/news reports

· General Q: © not protect “useful articles” – these for patent system

· Design of useful article sculptural if design can be separated from its utilitarian aspects

· “Useful article” = has intrinsic utilitarian function (*other than to portray its own appearance- like pig snout mask only useful to portray pig snout) or is part of useful article

· So Question is IS IT USEFUL??

· Costumes: for appearance, but also to clothe/keep warm, so can = useful, a gray zone

· Nose masks: only useful to portray it’s appearance, so not “useful article” (Masquerade Novelty)

· Mazer v. Stein—lamp base figurine, original works of art do not cease to be ©-able, as works of art, when they are embodied in useful articles. Not matter if: potentially patentable; the artist intended it as commercial design for mass production; the aesthetic value of the design (or lack thereof); or fact it was mass-produced and sold in its useful embodiment

· Salt cellar of Cellini: primary purpose seems to be decorative

· Jewelery: not useful ©-able

· Clothing: not ©-able in general

· Toys/Dolls: ©-able

· Games: case law says rules of game not ©-able, written/visual materials can be protected

· Belt buckle—Kieselstein-Cord: may be considered as jewelery, esp. b/c could wear on chain as necklace, here rise to level of creative art

· If something IS useful, may get a © on parts of it

· If NOT useful,  ©-able

· IF IS useful, then ask: Does it have separable aesthetic features? Can be physically separable (jaguar hood ornament, can come off car) or conceptually separable (belt buckles or mannequin forms)

· Tests:

· Primary Aspect (Kieselstein-Cord)—is the primary aspect of object utilitarian or aesthetic? (this test very subjective)

· “Use Test”—if primary use to decorate/aesthetic or is primary used for underlying practical purpose? 

· Market Test (Nimmer’s Test)—if object stripped of utilitarian function, would it still have a market (but revolutionary art would not sell, or people may see utilitarian objects as art)

· Wholly Unnecessary Test (Barnhart)—ex: belt buckle distinguished from Barnhart forms b/c ornamental surfaces “not required” by utilitarian functions, could be seen as “superimposed” on utilitarian belt buckle

· Newman’s Dissent in Barnhart—can it stimulate in mind of ordinary, reasonable observer a concept that is separate from the concept evoked by its utilitarian function (ex: I see a chair, no, it’s a sculpture)(this dissent, so not law)

· Brandir—what was artist’s motivation?

Architectural Works

· Work of architecture can be fixed in 3 ways

· 2-dimensional drawings and blueprints = fully ©-able

· 3-dimensional models = fully ©-able

· Buildings themselves = historically not ©-able as utilitarian; EXCEPT to extent design elements that can be separable (not building as a whole)

· Any building substantially completed BEFORE Dec. 1, 1990

· Infringement to copy plans by tracing, copying or otherwise replicating

· NOT infringement to build the building (arch plans tell us how to do something useful, no © on that useful thing, like in Selden, see Demetriades v. Kaufman, p.227)

· NOT infringement to build a copycat building from looking at an existing building

· Buildings substantially completed AFTER Dec. 1, 1990 (1989 US joined Berne convention, said member states protect arch, US failure to protect completed works of arch not in compliance. Got Arch Works © Protection Act of 1990)

· STILL: limits of 102(b) apply, get NO © protection for utilitarian portions of arch design

· Changes

· §101—New definition of architectural work added “a building”

· Arch work = design of bldg as embodied in any tangible medium of expression, including a building, arch plans, or drawings. The work includes the overall form as well as the arrangement and composition of spaces and elements in the design, but does not include individual standard features

· What can be protected?

· Overall form

· Arrangement and composition of spaces and elements in the design, includes selection, coordination or arrangement of individually unprotectable elements; new, protectable design elements in otherwise standard, unprotectable building; interior architecture

· NOT individual standard features, like common windows, doors, other staple building elements (but not exclude any individual features that reflect architect’s creativity)

· NOT highway bridges, cloverleafs, dams, pedestrian walkways 

· Yes to habitable structures like house and office buildings, churches, pergolas, gazebos and garden pavilions that are used, but not inhabited by humans

· Yes to shopping mall, but not individual units within (though 2-dim store plans can be © protected)

· Added arch works as protectable subject matter under §102(a)

· Thus no longer considered sculputural works, © not evaluated under “seperability test”

· Instead, test is: 1) arch work should be examined to determine if there are original design elements present (including overall shape or interior arch); 2) if so, are they functionally required? 3) if not functionally required, work is protectable w/o regard to physical or conceptual seperability

· Thus, “aesthetically pleasing” overall shape of arch work now protected

· §120: Limitations on Protection of Arch Works

· §120(a)-- pictorial representations (photos, pics, paintings) of arch work not © protected IF building ordinarily visible from public place.

· Ex: Tourist in US city takes photo of bldg, reproduces it in postcard and sells postcards, no © protection against this

· a 3-dimension sculpture of bldg would fall under © protection)

· §120(b)— owners of building are allowed to make alterations to or demolish the building w/o consent of © owner or author
· NOTES

· If house burns down, owner needs to get permission from archetect to rebuild same house if plans ©. Can get permission and pay royalty OR get an “assignment” so he owns © to the house and can do anything, rebuild, let others build it, etc.

· If found liable for © infringement, usually can pay damages, injunction and may have to destroy infringing articles. W/arch buildings, last remedy usually not available
Fictional Characters

· Literary Characters

· Historically, courts reluctant to protect literary characters, but modern trend = more protection

· Ex: Stallone: rocky characters are © protectable; though prof says not really about the character development being enough, but b/c movie treatment used characters in relationship w/Rocky, took them as an ensemble, more STORY protection

· Ex: Nichols—Q is if character is sufficiently developed, not just general characterizations; L. Hand said: “the less developed the characters, the less they can be ©”

· Ex: Warner Bros (Maltese Falcon)—distinction b/w character who is “mere chessman” or is really “the story in and of itself,” is the story

· Some highly developed characters = Sherlock holmes, Tarzan, Superman

· TV Industry: finite #  of “stock” characters, need to use a lot, so protection constrained

· IN SUM: NO bright-line tests for fictional character protection

· Cartoon Characters: more easily ©-able than literary characters b/c have drawn, physical appearance”, courts highly protect, only issue is how similar cartoons can be

· Ex: Detective Comics: superman’s attributes more than “general and unoriginal prototypes of heros”, took the pictoral and literary details when created “Wonderman”

Governmental Works

· Includes: statutes, legal decisions, reports, memos, coins/stamps, films, software, buildings

· §105: © protection not avail for work of US gov, though gov may hold ©’s transferred to it

· why not? To promote wide public dissemination where work has public value; ensure access to the law (statutes and cases, etc.); ensure open access to what gov is doing; gov employees already paid/incentive to create there and we paid for it in taxes

· But not black/white: Q arises: Who are Gov Employees? What about contractors or work gov employees do on own time

· For “work prepared by office or employee of the US gov as part of that person’s official duties”

· When gov agency commissions work for its own use merely as alternative to having one of own employees prepare the work right for © should be denied

· Post office, amtrack, etc. are partly supported by fed gov, but stuff is ©-able

· State gov stuff? Statutes and cases make law not ©-able (Banks v. Manchester), rest on case by case analysis

· Ex: Suffolk City—maps case, look at if 1) gov’t agency has need for economic incentive to create the work (unclear, so hard to know in advance if state/local gov work is © or not) and 2) whether public needs notice of work to have notice of law; created maps were sufficiently original in selection and compilation, can present ev in case to have ©, not restricting initial access, just subsequent redistribution of © works

Obscene Works

· Mitchell Bros: Obscenity is NOT affirmative defense to infringement, obscene nature of work not render it any less a copyrightable “writing”; protection of wheat also requires protection of much “chaff”

OWNERSHIP/AUTHORSHIP OF WORKS

Initial Ownership

· §201(a) default provision on ownership; vests initially in authors or authors of work

· General rule: author is party who actually creates the work, that is, the person who translates an idea into a fixed, tangible expression

· complexity: when author not the one who “fixes” the work 
· ex: Lindsay (Titanic) case: Court held that Lindsay was author under © act
· Lindsay exercised control, conceptualized film
· Fact that Lindsay did not literally perform the filming not defeat claim, he created storyboards, gave specific directions to crew on angles/lighting, so final footage = “product of his original intellectual conceptions”

· ex: dictate poem to another to type, here one who conceptualizes work=author

· ex: (given in Lindsay) one who compiled info and conceptualized map author even though hired printing co to print final form for him since printers not “intellectually modified or technically enhanced the concept” articulated by him or “change the substance” of his original expression

· ex: Geshwind (in Lindsay) P NOT author when his contributions to final animation piece were “only minimal”

· “amanuensis= one who fixes words or notes written by another

Initial Ownership: Works Made for Hire
· 201(b): when works made for hire, © ownership goes to employer or person for whom work prepared, and, unless parties have expressly agreed otherwise in a written instrument signed by them, owns all of rights comprised in ©

· Why have works made for hire doctrine?

· Incentive for cos to take economic risk to create new work

· People creating work already get paid to do work

· This is bargain employers/employees make

· Q: when is it a work made for hire? §101 Work for Hire = 

· §101 (1) work prepared by an employee W/IN SCOPE OF EMPLOYMENT; OR

· §101(2) Work ordered or commissioned for contribution to:
· 1)  a collective work, 2) part of a motion picture or other audiovisual work, 3) a translation, 4) a supplementary work (work prepped for pub as secondary adjunct to work by other author to introduce, conclude, illustrate, revise or comment on, etc.), 5) a compilation, an 6) instructional text, 7) a test, 8) answer material for a test, 9) an atlas
· AND  if parties EXPRESSLY AGREE in a WRITTEN instrument SIGNED by them that  it’s a work for hire
· ***SHORTCUT: if NOT employee under common law of agency (see below), AND NOT assigned © in writing and/or NOT one of magic 9 things, one commissioning work NOT get ©
· §101(2) COMMISSIONED WORKS: must be assigned in writing and one of 9 things

· Lulirama: radio jingles not part of 9, not audiovisual work b/c no visual component

· Posner: contract in writing should precede creation of property to count, though 2nd circuit disagrees (Playboy Enters), says can have oral or implied agreement, can be put into writing after work done

· §101(1) EMPLOYEE-CREATED WORKS: are they employee, and was it in scope?

· Are they an employee?
· CCNV v. Reid: Fight over © ownership of nativity sculpture; Reid was physical creator/sculptor; CCNV/Snyder supplied materials, $ and ideas.

· NOT a “commissioned 101(2) work; b/c sculpture not one of 9 categories of specially ordered or commissioned works in §101(2) and no written agreement b/w parties establishes it as a work for hire

· Found not 101(1) work either b/c Reid not employee but independent contractor 

· Said may be “joint authors”

· Issue: how to define “employee”, 4 views:

· Work is prepared by employee whenever the hiring party retains the right to control the product (S.C. rejects)

· When the hiring party has actually wielded control with respect to the creation of a particular work (S.C. rejects)

· Common law agency meaning

· Only employee when “formal, salaried” employee

· Court: goes w/agency law test, has several relevant factors, no one factor is determinative:

· Hiring party’s right to control the manner and means by which the product is accomplished

· Skll required

· Source of tools

· Location of the work

· Duration of the relationship b/w the parties

· Whethere the hiring party has right to assign additional projects to the hired party

· Extent of hired party’s discretion over when and how long to work

· Method of payment

· Hired party’s role in hiring and paying assistants

· Whether work is part of the regular biz of the hiring party

· Whether hiring party in biz

· Provision of employee benefits

· Tax treatment of hired party
· Aymes v. Bonelli: Aymes created computer programs for B; A generally worked alone, B not skilled himself enough to write program; gave A rights; NOTED: “every case since Reid that has applied agency test has found hired party to be independent contractor where hiring party failed to extend benefits or pay social security taxes

· Carter v. Helmsley-Spear: court: sculptors = employees b/c bldg owner who hired them to make sculptures could and did assign addtl projects to them w/o extra pay, paid payroll and taxes, paid weekly salary and provided life/health/vacations benefits. *note: court reserved consideration of issue that their K w/bldg owner reserved © in the sculpture to sculptors

· Was Work Made w/in Scope of Employment?

· Restatement 2 of Agency give guidelines, putative employer has burden to show that:

· 1) work was of the type which the individual was hired to perform

· 2) his or her creation of the work occurred “substantially w/in authorized time and space limits of job”

· 3) work was actuated, at least in part by purpose to serve interests of putative employer

· ex: Avtec: computer program, A was not salaried, program not directly related to any specific task he was performing during duty hours, later had miniscule amount of compensation and direction when refining program irrelevant b/c © ownership determined at moment work created

· ex: Cramer: computer program developed by bank’s director of IS dept work for hire b/c w/in his area of responsibility and motivated at least in part by purpose to serve cos interests and done w/in authorized time/space limits of his job (though after hours, he regularly worked long  hours for job)

· ex: Food Lion: undercover reporters film made while posing as meatwrappers not w/in scope of employment  b/c videotaping not normally part of such jobs

· Teacher Exception: p. 278, well-established exception for teachers have control over work product

Joint Works/Co-Authorship

· 2-Prong Test:

· 1) INTENT to be co-authors: do 2 (or more) parties both wish to have status of co-authors or create work jointly owned (not just creating a collaborative work)

· intent tricky, usually circumstantial evidence, including billing and credit, decisionmaking, and the right to enter into K’s

· in Larson, clear circumstantial ev that Larson considered himself sole author (billed himself as such on programs, title)

· In Childress, the way people “bill” or “credit” names on a work is key evidence

· Editors contribute to novels, but not joint authors

· 2) NATURE OF CONTRIBUTION: did each contribute ©-able expression? More than de minimis quantatively and not just “ideas” but text/words/etc.

· *if 1 party contributes ideas and other expression, one who contributes expression gets © (like in Childress) b/c congress empowered to protect expressions, not ideas

· each’s expression must be independently ©-able

· Q of if you can own sole © on part you created is Q raised but not decided in Larson

· If you pose for photo, not a co-author

· Rights of Co-Authors:

· Either may exploit work independently w/o permission of other

· But can’t do anything that may ruin its value

· And other party is entitled to “an accounting”, get ½ profits other makes

· Ex: if co-authors, author A makes new version of book w/ some new material, may use and exploit joint work, not infringer and new book NOT joint work b/c not intended B to be a joint author of new work (B should get some compensation, a reasonable royalt for % work that was theirs)

Transfer of © Ownership

· §101 definition: A “transfer of © ownership is an assignment, mortgage, exclusive license, or any conveyance, alienation or hypothecation of a © or of any of the exclusive rights under © whether or not it is limited in time or place of effect, but NOT including NON-exclusive license.

· Thus is divisible, can transfer different portions of total rights

· Purchaser of subdivided rights is owner to that right, can sue to protect it; but someone w/nonexclusive license can’t sue for infringement

· Transfer of physical copy of work (like CD) not transfer any © rights, so for ex, one who commissions oil paining, artist keeps ©, you can’t take pics of painting, put it on Christmas cards w/o permission

· §204: A transfer of © ownership, other than by operation of law (court ruling, etc.), is not valid unless conveyance in WRITING and signed by owner of rights conveyed (or their authorized agent)

· nonexclusive license need not be in writing, can be implied/oral

· no exception for moviemakers to not have transfer in writing (Yogurt case—Effects Association v. Cohen) (though found nonexclusive license there)

· §201(e): Involuntary xfer, can take © in bankruptcy, liquidate to cover debts. But if one never xfered © from ORIGINAL creator, gov’t can’t seize it and claim as theirs. If a right has not been previously transferred, no action by gov can remove rights from author!
· Recordation

· §205: 

· (a) recordation is optional; 

· (b) you get certificate when record, = proof; 

· (c) recording gives constructive notice if specifically describes work so others can find it in reasonable search and © registration already made for the work

· (d) rules for priority b/w conflicting xfers (for exclusive licenses) = “1 month grace and then a race”

· 1st person xfered to has 1 month grace period to record (2 mos if foreign country) and wins all contests during that month, after that, race for who records first

· even w/o time limits, 1st transferee may prevail if 2nd had notice of earlier xfer or otherwise not in good faith or had not taken their transfer “for valuable consideration or on the basis of a binding promise to pay royalties” or failed to record

· 205(d) is used over state methods of perfecting security interests in © ownership (p. 305, Peregrine), so person taking security interest in ©’s should record w/© office to protect interests

· (e) conflict b/w xfer of ownership for nonexclusive license

· WRITTEN nonexclusive license prevails if © owner give © to someone else when came 1st or came in good faith before recordation of xfer and w/o notice of it

Scope of Grant (p. 306)
· Q is what rights are included in xfers

· NOT come up w/assignments of © b/c then get all rights; only w/licenses

· Cohen v. Paramount Pictures Corp: a license conferring right to exhibit a film “by means of TV” does NOT include the right to distribute videocassettes of the film, the language of license not include exhibiting film using “new technology” such as videocassettes

· Boosey/Disney (rite of spring): construes language to include new technology, construes license broadly; should construe license to allow licensee to properly pursue any uses that may reasonable be said to fall w/in the medium as described in the license. Here: terms of agreement can be reasonably read to limit Disney’s license to use song only in theatrical performance (so use in movie when release to video probably OK)

· Rosetta: Authors gave Random House exclusive right to publish their books in book form. Later, gave right to publish in e-book form to other. RH sues, says part of its exclusive rights. Court: sides w/authors. Why? Says 1) if license passive “reproducer” read narrowly, licensee actively creating new work using licesns interpret more broadly for them; 2) policy to encourage new technology as well if not better served letting authors retain works b/c can take best advantage of new technologies

· Q: Should grantor be able to benefit from $ from new technologies if neither party could forsee it

Arising Under © or Contract Law (p. 323)

· In Boosey and Bartsch ourt found Q of scope of xfer under state contract law rather than federal © law, but not every claim involving © and contracts is under state law

· Ex: where © act requires xfers be made in writing, is for © §204 to decide if meets standard of writing

· Ex: where author claims grantee exceeds scope and thus infringed ©, under © law

· Bassett: Fed v. State law test—suit arises under © act if 1) complaint seeks a remedy expressly granted by the statute or 2) asserts a claim requiring construction of the statute. Here: “arise under” © law b/c alleged infringement and sought relief under the statute. **Look to complaint/relief sought rather than defenses**

Collective Works: Xfer of Ownership

· Include anthologies, case books, law review issues, newspapers, etc.

· §201(c): 

· © in each separate contribution to a collective work is distinct from © in the work as a whole, and vests initially in the author of contribution.

· In the absence of an express xfer of © or any rights under it, the owner of © in a collective work is presumed to have acquired only the privilege of reproducing and distributing the contribution as part of that particular collective work, any revision of that collective work, and any later collective work in the same series

· NY Times v. Tasini: Times licensed issues of papers in DB format, freelance writers whose work included sued for © infringement. S.C. –finds for writers; DB’s reproduced the contributions in format different from whole collective works of papers, could search and view articles w/o seeing them in context of the whole.

· **Times case scenario not likely to happen now, Times and most other publications require authors to expressly grant them © rights in article to publish it in other media, grant papers “electronic rights” to articles

Duration of ©
HOW LONG WILL THE © PROTECTION LAST??

· Why have limit?

· B/c if not expire ©, have nothing in public domain, deprive future authors of raw materials
· B/c const calls for “fixed period”
· Purpose of © is to incent authors/creators to create work, not need perpetual © protection to do this; first years of © quite valuable, can be less so over time
· Good to have limit based on death of author-so all works by one author go into public domain at same time; though means you have to find out when author died--§302(d) helps here by giving place where you can record deaths of authors; PLUS if 95 years after publication or 120 years from creation, assume author is dead if nothing shown to contrary

· What are the limits?

· WORKS CREATED ON OR AFTER JAN 1, 1978
· A) Life of author + 70 years (50 under 1976 act, plus 20 from sonny bono act). This the currently effective term §302(a)
· B) Joint Works = life of last living author + 70 (§302(b)
· C) Works for Hire/Anonymous/Pseudonym (§302© = 95 years from publication OR 120 years from creation, whichever expires 1st. (Shortcut: P + 95 if published w/in 25 years of creation OR Creation + 120 when left unpublished form more than 25 years)
· *note, if anonymous work and author is ID’d b/f end of such term, falls back to A or B)
· WORKS CREATED PRIOR TO JAN 1, 1978
· 1) Work in Public Domain pre 1978
· Stay in public domain
· 2) Work created but unpublished or © as of Jan 1, 1978
· §303: Get same terms as §302 above 
· BUT can’t expire before Dec 31, 2002 in any case
· AND if published on/or before Dec 31, 2002 shall not expire b/f Dec 31, 2047
· SO: Look at L + 70, if that is past, expires in 12/31/02 if never published, if pub b/f 12/31/02 expires 2047. If L + 70 NOT passed, get whichever is later.
· *note: distribution of phonorecord b/f Jan 1, 1978 not = publication of music contained within
· HYPOS:
· Created 1908, found in 1920, never published, expires 12/31/02 (1908 + 70 = 1978, but can’t expire b/f 12/31/02)
· Same, if published b/f 12/31/02 expire 12/31/47
· Created 1781, author died 1798, never published; 1798 + 70 = 1868, but can’t expire b/f 12/31/02
· Created 1952, author died 1990, © expires 2060 (L+70)
· WMFH created 1940, never published, set to expire 1940 + 120 = 2060
· A wrote in 1937, died in 1940, never published: due to expire in 1990 (under orig 50 year plan) but can’t expire b/f 2002, so expire then except then is in © in 1998, so get L + 70 of sonny bono act, which is 2010 (1940 + 70) (not get push to 2047 b/c not pub b/f 12/02)
· 3) Work ©-ed but in its 1st 28 year term on Jan 1, 1978 304(a)—Works published  b/w 1950 and 1977
· Always get 1st 28-year term, renewal retained but elongated for 67 years (for total 95 yr term, 28+67)

· 1950 – 1964: retains renewal device §304(a). Renewal term elongated to 67 years but have to affirmatively renew
· 1964-1977: get automatic 67-year renewal (so anything starting to expire 1st term in 1992 to 2005)
· HYPOS:
· Work gets © in 1952, set to expire in 1980, if you didn’t renew = public domain; if you DID renew, old statute get you 1980 + 28 = 2008, but then 1976 act and sonny bono get you 67 year extension, so 1980 + 67 = 2047)
· Work pub in 1965, set to expire in 1993, but post-1992 automatic renewal so get 1993 + 67 = 2060
· PART 2 TO WORKS IN THIS SECTION: WHO GETS THE RENEWAL???
· 4 special kinds of works, proprietor gets 67 year renewal right: 1) posthumous works; 2) WMFH; 3) work initially © by corporate body; 4) periodical/encyclopeia/composite works
· Rest: renewal goes to 1) author; 2) widow; 3) kids; 4) executor or next of kin if no will
· Built to give authors second bite at apple, reverts to author in 2nd term, even if assigned to someone else for 1st 

· However: author can assign away rights for 2nd term, valid if author still alive at time of beginning of 2nd term; if author dead, reverts to 1) spouse, 2) kids, 3) executor or next of kin if no will (* even if author grants rights to someone else in will, © statute overrides that, can’t take away second bite rights)

· Ex: Fred Fisher: author can assign renewal right sduring first term of ©, but if not alive to renew, not own © anymore and can’t K away what not own

· 4) Work created, in their second renewal term on Jan 1, 1978: 304(b) – Works published 1906 – 1949
· 95 years from pub only if work still covered by © in 1998 when S.Bono act passed; otherwise 75 years
· HYPOS: 
· Work pub in 1940, renewed in 1968, set to expire in 1996, so NOT in renewal term in 1998, so gets 1940 + 75 =2015, but then covered in 1998, so get extra 20 years anyway, = 2035
· pub 1910, renewed 1938, © would expire in 1966 but extended to 1978, when got pub + 75, so due to expire in 1985
· pub 1930, renewed 1958, © would expire in 1986, so pub plus 75 is 2005; but then covered in 1998, so get extra 20 years, 2025
· RENEWAL RIGHTS AND DERIVATIVE WORKS

· Stewart v. Abend: If renewal right not vest before author dies, assignee can’t use ©’d work NOR deriviative works that include ©’d work (Rear Window movie infringing on short story, not got renewal rights) ---BUT then Congress passed §304(a)(4) Permissive Renewal: 

· even though is automatic renewal now, if don’t file permissive renewal, then derivative works made under license during 1st term can continue to be used (though can’t make new DW’s with it).

·  If you DO file to renew, get same result as Stewart/Abend; 

· if you don’t file and author still alive, too bad, you assigned away DW rights it still counts; 

· if you don’t file and author dead, you had a chance to file permissive renewal to get more $ or take DW rights away and missed it.

· Pygmalion: 1913, Shaw writes P the play, 1941 Shaw renews, w/1976 act, © until 1988; 1938 DW (P the movie) produced under license from Shaw, © on this never renewed, falls into public domain; 1978 still © in P the play, D wants to distribute the movie (which is in public domain). Court: NOPE, only what is original to the movie is in the public domain, can’t distribute movie b/f 1988 when play goes into public domain w/o infringing

Termination of Xfers
· After 1976 Act, 2nd bite at apple no longer available w/no renewal term, so included in statute provisions for © authors to terminate transfers

· 2 Term of Xfer Provisions in 1976 Act:

· 1) §203—Grants (note, not creation, but grant/transfer) made on/after 1/1/78

· Step 1) Is it a WMFH (If so, CAN’T terminate)

· Step 2) Was it a grant made by AUTHOR (MUST be, cant terminate grants made by successor owners or made in author’s will)

· Step 3) WHO can terminate?:

· If JOINT WORK, need majority of authors (so 2 of 2, 2 of 3, 3 of 4, 3 of 5, etc)

· IF SOLE AUTHOR and alive, must be author

· IF SOLE AUTHOR and dead, can be:

· Widow and no kids = widow

· Widow and kids = split termination rights, 50% widow, 50% kids who split “per stirpes” and need majority vote

· So widow 3 kids, kids each get 1/3 of 50% or 16 2/3 %; to get majority, need widow and 1 kid

· If widow, 3 kids, kid B dead but has 3 kids, B’s kids split his share, each get 5 8/9 %, and need majority of B’s kids to vote B’s share; to get majority need widow and kid A or kid C or 2 of B’s 3 kids to get B’s share.

· Kids can NEVER have majority w/o widow’s 50% vote

· If NO widow or kids, goes to author’s executor/trustee/personal rep/administrator

· Step 4) Termination window

· Can terminate during 5-year period beginning 35 years from date of grant (G + 35 to G + 40)

· Exception: when grant covers right of publication of work, then = either 35 years from publication or 40 years from grant execution, whichever is earlier (so if it takes more than 5 years to publish after grant, can terminate after 40 years from grant)

· MUST file NOTICE w/in 10 to 2 years prior to effective date selected w/in 5-year termination period. (so earliest notice G + 25 and latest G + 38) (once you file notice = terminated)

· THE ABILITY TO TERMINATE CAN’T BE GIVEN AWAY IN ADVANCE 304(c)(5)  (solves Fisher problem), 

· but publishers can get around this if can get work considered WMFH (marvel case); go back to author b/f termination can happen, revoke previous grant, get new one to start clock again (Pooh case); OR make derivitive work b/c DW’s made can continue to be utilized (just can’t make any new DW’s)

· 2) §304(c)--Grants (note, not creation, but grant/transfer) made before 1/1/78

· w/s. bono act, © renewal period extended from 28 years to 67 years, but orig renewal was 28 years, bonus years added, 304(c) lets authors get benefit, get back bonus period not contemplated when grant made

· 5 Q’s to Ask:

· Step 1) Is this renewal grant that vested in grantee (not statutory heirs?) (must be)

· Step 2) Was grant made by author or statutory heirs? (MUST be)

· Step 3) NOT a WMFH

· Step 4) Timing of window, 5 year period begins 56 years from publication (the period of 2 28-year terms)(P + 56 to P + 61)

· Step 5) WHO can terminate?

· Grant by author, author or heirs can terminate

· Grant by wife—she must survive to terminate, same w/kids/statutory heirs

· A subsequent executor can assert rights of dead executor

· NOTE ALSO 304(d): added as part of Bono act, to let people recapture 20 year extension IF in 1998 their right to terminate had already expired under 304(c) (so P + 59 expired, in other words, P before 1939)

· Can terminate at P + 75 to P + 80

· Ex: pooh case, work made in 1924, term 1 ends in 1952, term 2 in 1980 but © extension, so © due to exire in 2019 (P + 95). Under 304(d) can terminate b/w 75th and 80th year, so 1999-2004 (if not shown new grant was made)

PUBLICATION AND FORMALITIES

Publication under 1909 Act

· History: 

· 1909 statute took after C/L where state law protected work indefinitely as long as it was unpublished. Publication divested work of state law protection, and got fed © protection IF you published w/proper notice.

· This had pitfall b/c if anything wrong w/your notice, lost fed and state © protection and work goes into public domain

· And 1909 statute never clearly defined “publication” so left to the courts

· Why matter today? B/C may be looking at work that dates back before 1976 act, and if didn’t have proper notice, may be in public domain

· Q 1: IS IT PUBLICATION UNDER 1909 ACT?

· Is the work/potential publication pre-1978? (If not, use 1976 act standards, notice not necc)

· Is it a public performance by itself? (this NOT = pub as supported by case law)

· Is it phonorecord of musical work? (Congress added 303(b) to 1976 Act, “the distribution before Jan 1, 1978 of a phonorecord not = publication of the musical work embodied therein”, to correlate w/fact that in 1909 act, phonorecord not = copy b/c not visually perceptible)

· Is it a “display”? –if display usually not pub, seems transitory like performance, however IF public can take pictures of it or make pictures of it, then court usually found was publication.

· Is it “limited publication”? If so, this not = publication (must be “general publication”:

· Keys: give to limited group, for limited purpose, w/no right for further distribution

· Ex: MLK—public performance of I Have a Dream speech not publication, b/c transitory and not easy for public to make copies of it; distribution of speech to media not pub either—given to small specific audience/limited group; for a limited purpose with no right of further distribution (though news media further distribute, media an exception)

· Ex: Academy of Motion Pic Arts and Sciences—1929-41 distributed Oscar statuettes w/o notice; found limited publication b/c only went to limited grp of winners for limited purpose of recognition and though free right to resell Oscars if they want to , only 1 ever sold and that after winner died and academy bought it.

· If not above, is General Publication: Did it have proper notice??

· Fatal to © if altogether omitted

· W/one exception: §21 of 1909 statute: if sought to comply but by “accident or mistake” omitted notice from a particular copy or copies. Not lose ©, but prevent recovery of damages against an innocent infringer misled by omission of notice on those copies.

· Notice to be on each copy published or offered for sale

· Some courts would overlook minor departures in placement or inaccuracies in names, some not

· Was US © lost under 1909 when work first published w/o notice of © outside US?

· Twin Books (Bambi case) 9th cir app ct said NO

· PUBLICATION UNDER THE 1976 ACT

· Now have definition of “publication” = dist of copies or phonorecords of work to the public by sale or other xfer of ownership, or by rental, lease or lending. The offering to distribute copies or phonorecords to a group of persons for purposes of further distribution, public performance or display = publication. A public performance or display of a work does NOT itself  = publication

· Different: Distribution of phonograph records = pub of recorded work and the sound recording

· Different: provides in act that pub performance not = publication

· House floor statement: work of art that exists in one copy, not published when that single copy sold or offered for sale in traditional way (art dealer, gallery or auction house)

· THOUGH © PROTECTION UNDER 1976 ACT STARTS AT CREATION, IT DOES NOT NOT DO AWAY W/PUBLICATION TOTALLY:

· §104 – unpublished works protected irrespective of nationality of author; while published works nationality at time of 1st publication is relevant

· §107 – fair use doctrine applied less generously to unpublished works

· §108 – libraries are given wider exemptions in photocopying of unpublished works

· §302(d),(e) – duration of protection for anon and pseudonymous works and WMFH figured from date of publication or creation

· §303 – works created b/f 1978 but not yet published given statutory protection for L + 50 (or 70 depending on dates)

· §407 – deposit for Library of Congress mandatory once works published

· AND: PUBLICATION CONNECTED TO ISSUES OF NOTICE – SEE BELOW

NOTICE:

· Why have notice?

· Places in public domain work that no one is interested in copyrighting

· Informs public whether particular work IS copyrighted

· Identifies © owner

· Shows date of publication

· Timeline:

· 1) Pre-1978: Draconian: don’t have proper notice, can lose © protection (see above)

· 2) 1978 – 1989: post 1976 amendments but pre-Berne convention, special rules

· 3) 1989 on: GOT RID OF NOTICE REQUIREMENTS WHEN JOINED BERNE CONVENTION IN MAR. 1989

· Notice Requirements For “Decennial works” – published b/w 1/1/78 and 3/89

· In 1976 Act, wanted to preserve notice b/c valuable, but induce use w/o causing outright forfeiture for errors or omissions

· §401: notice shall be place on all publicly dist copies from which work can be visually perceived as set forth in this section

· §402: NOTICE for SOUND RECORDINGS

· phonorecord NOT a copy of song, so no notice required to protect © in song; but to protect © in the actual sound recording (so that is infringement to duplicated recorded sounds) required ‘P’ be placed on each phonorecord publicly distrib in US or elsewhere by authority of © owner

· §403: WORK published in copies and phonorecords that consists “preponderantly of one or more works of US gov’t

· required © notice detailing what was protected (commentary, illustrations, etc. added by © owner) v.  the unprotected gov work so public not mislead to think whole thing was protected and not to be copied

· this permissive as of 1989, but if not there, can be defense to certain remedies

· §404: © for COLLECTIVE WORKS

· a  separate contribution can bear its own notice, but also the notice requirements for that contribution can be satisfied by using a single notice applicable to collective work as a whole, even though © holders of collective and individual works therein may not be the same

· a person mislead by such a confusion who deals w/wrong person in getting © permission to use individual contribution can use §406(a) defenses for mistakes in name placed in © notice

· §405: Distribution of such works w/o notice is not invalidating  © if comes into one of these exceptions:

· De Minimis: notice omitted from only a small number of copies or phonorecords distributed to the public

· CURE 405(a)(2): Registration for the work has been made before or is made w/in 5 years after publication w/o notice, and a reasonable effort is made to add notice to all copies or phonorecords that are distributed to public in US after omission has been discovered

· *Hasbro Bradley v. Sparkle Toys: can cure lack of notice even if it was deliberate

· Someone Else Messed Up: Notice omitted in violation of an express requirement in writing that, as a condition o f the © owner’s authorization of the public distribution of copies or phonorecords they bear the proscribed notice.

· Also: protection NOT affected by removal of notice w/o authorization of © owner from publicly dist copies or phonorecords

· EFFECT of OMISSION ON INNOCENT INFRINGERS: any person who infringes in reliance on authorized copy/phonorecord where © notice omitted, NO liability under 504 for actual or statutory damages for acts committed before receiving actual notice that registration for work has been made under §408 IF prove mislead by omission; court MAY allow/disallow recovery of infringers profits AND MAY enjoin continuation of infringement OR require infringer to pay © owner reasonable license fee on terms set by court

· §406: ERROR IN NAME OR DATE

· error in name: where wrong name, validity and ownership of © not affected

· However, any person who innocently infringes has complete defense IF proves that mislead by notice and began undertaking in good faith under purported transfer or license from person named therin UNLESS before undertaking began:

· Registration for work was made in name of owner of © OR

· A document executed by the person named in the notice and showing ownership of © had been recorded

· Person named in notice liable to account to © owner for all receipts from false licenses/transferes made under that ©

· Error in DATE: 

· When year in notice EARLIER than year pub 1st occurred, any period computed from year of 1st pub under §302 is computed from year in notice

· When year in notice MORE THAN 1 YEAR LATER than year 1st pub, work is considered to have been published w/o notice, and governed by §405 provisions

· Omission of Name or Date: work considered pub w/o notice and governed by §405 provisions

· Incentive For Notice on Post-March 1, 1989 Works

· No more notice requirements for protection, but still have incentives to provide it

· §401(a) and 402(a) no longer require placement of notice on publicly distributed copies and phonorecords, but © may be placed on copies and ‘P’ may be placed on copies and phonorecords of sound recordings; form to do so stays the same

· 401(d) and 402(d) provide incentive for notice though:

· Deterrent to infringement -- 401(d): evidentiary weight of notice—if notice of © in specified form appears on published copies to which D in © suit had access, then NO weight given to such a D’s defense based on innocent infringement

· except as provided in last sentence of 504(c)(2)

· When §401 and 402 made optional on March 1, 1989, §405 and §406 amended to preserve their force and effect w/respect to copies and phonorecords “publicly distributed by authority of the © owner between Jan 1, 1978 and March 1, 1989)

· Q: what about a work distributed w/o notice b/f  March 1, 1989, omission discovered b/f that date, at least on court said to avoid forfeiture of © must register w/in 5 years and make reasonable efforts to add notice to after-distributed copies. (Garnier v. Andin)

Deposit and Registration
**CAN DO §407 and §408 at same time 

1) §407 DEPOSIT:

· Originally intended to preserve a legal record of ID of works in which protection claimed

· In 1909 Act was a prerequisite for securing registration and bringing infringement

NOW

· To augment Library of Congress

· Anyone who publishes MUST deposit copy w/LOC w/in 3 months of publication

· Failure NOT jeopardize ©, but mandatory to do it, can be enforced w/fines if not comply

· Mandate deposit of  2 copies of “best edition” as defined , BUT if burdensome (large sculptures, expensive jewelery, frequent publishers, confidential like LSAT answers or trade secret) CAN submit identifying material like photos instead of actual copy

2) §408: REGISTRATION

· Gov uses to create formal record of claim of ownership

· PERMISSIVE—not required

· Entails filling out form, paying fee ($30)

· Can register wheter published or unpublished

· Allows for “group registration” so single fee/filing for a group of works w/ some common thread (like pics took all on same day)

· Incentives to Register

· §411: © registration prereq to suing for infringement

· only applies to US parties/works, foreign works not need to register

· if © office refuses registration, you can still sue, but must tell register of © you are suing and register may come into suit

· §410: © registration = presumption of © validity

· shifts burden of proof to D, w/o it, burden of proof for © validity is on you

· §412: NO award STATURORY DAMAGES (can get actual damages) for:

· infringement in unpublished work commenced before effective date of registration

· infringement of © commenced after 1st publication and before date of registration UNLESS registration made w/in 3 months after 1st pub of work

· **Unlike §411, foreign parties NOT exempt here

RIGHTS OF A © OWNER

THERE ARE 5 ½ EXCLUSIVE RIGHTS UNDER © IN §106

1. Right to reproduce the © work in copies or phonographs

2. Right to Distribute copies/phonos of work to the public by sale/other transfer of ownership/rental/lease/loan

3. Right to prepare derivative works based on it

4. Right to Publicly perform the work

5. Right to publicly display the work

6. ½ right—to perform © work publicly b means of a digital audio transmission

1. Reproduction Rights
To prove infringement P need to prove 2 things:

* most courts use shortened test: access + subs sim = infringement, say subs sim covers resemblance and implied it only relates to protected expression

· 1) Proof that D copied the © work;

·  Need 1 of 3 choices

· 1) Admission/eyewitness testimony to copying

· 2) Proof of access to P’s work + probative similarity b/w the works (resemblance)

· for access, 

· if ev is that D sent work to P’s company (like song to record co) that is big, may need additional evidence that the specific person/group w/in the corporation read/heard the treatment

· “Actual viewing test”  v. “oppty to see test”—courts are split on which is necessary, just opp to see, or more stringent actual viewing test.

· For probative similarity/resemblance, NOT need to relate to the portion of P’s work that is ©-able to = copy (yes for improper appropriation); not need to have taken much for = copy (again, do for IA)

· 3) Strking Similarity—so close that it is highly unlikely to not be a copy is in itself evidence of access, so not need separate ev of access

· this more viable argument where works are complex, coincidence less likely

· also more viable if not similar to anything in public domain (ex: pig dolls not look like real pigs)

· ex: Harrisongs: Harrison wrote song “my sweet Lord” at castle in France, sounded a lot like “he’s so fine” song by ©-holder P. Court: ev of access, b/c he’s so fine a big hit, widespread availability/played, Harrison a pop musician and likely to have heard song; ev of probative similarity = proof of infringement. If he “subconsciously” copied song is good enough for infringement.

· **NOT need any INTENT to copy: see George Harrison case; though bad intent may enhance damages

· What about amount of copying needed? – de minimis exception to liability if take only trivial amount of material; 2 paragraphs in long book can be enough, however; in music sampling, beat/hook enough b/c qualitatively a lot, often instantly recognizable

· 2) Proof that the copying = an “improper appropriation”

· A) Substantial similarity 

· Can be FRAGMENTED LITERAL SIMILARITY

· See this often in music cases

· OR COMPREHENSIVE NON-LITERAL SIMILARITY


· See often in books, movies and plays where is similar characters, situations, etc. but no identical dialogue

· Judged based on “ordinary observer” – unless set out to detect disparities, would be disposed to overlook them and regard aesthetic appeal as the same

· Sometimes, though, some stuff ordinary observer would not understand enough to see similarities, like computer code or choral arrangements and need expert 

· Sometimes a certain audience targeted, like Barney/purple dinasour costume case, where targeted at kids, adults would say different, kids see only Barney

· 2 different approaches to testing for subs similarity:

· 1) dissection/subtractive approach

· take out un-©able sections 1st (ideas, unoriginal, public domain, etc.), and then compare P w/D’s work.

· Danger: take out all, end up w/nothing left even though arrangement of elements might be protectable; if go to extreme, every work = putting together unprotectable elements

· This approach common in software cases, like in Computer Associates case.

· 2) totality approach

· compare works as whole for similarity

· danger* may be overprotecting

· B) of protected expression

· Expression NOT idea copied

· Original and creative elements copied 

· EXAMPLES

· Copying:
· Arnstein v. Porter:  similarity b/w P’s (complaining) songs and D’s (accused) songs and sale of 1 million records of P’s song raised sufficient poss that Porter had access to anc copied from songs to merit trial on issues; copying usually Q for jury

· Heim v. Universal Pictures: similarities b/w songs owed to their common reference to Dvorak’s Humoresque, and P’s version not distinctive enough to prove D copied from him rather than Dvorak

· Selle v. Gibb: Bee Gee’s not copy from P’s song, though similarities, no cred ev of Bee Gee’s access to P’s song while they in France and it played only at local weddings

· Ty: bean bag pigs “strikingly similar” and not shown to be like anything in public domain, like real pigs, court found such striking similarity to justify conclusion copier had access

· Ticketmaster: In INTERNET cases, not always clear any copying has occurred: hyperlinking not = copy; take facts from Web site and put on yours, only taking facts, is OK; URL is a fact

· Improper appropriation:

· Rosenthal, jeweled bee case: court found not infringement to make jeweled bee pin b/c though may be close on Q of copying, OK b/c not improper appropriation. Was substantial similarity, but NOT protected expression b/c IDEA of bee jeweled pin ok to copy, not many ways to express, so to protect expression also to protect idea, goes too far; no greater similarity b/w P and D’s pins than inevitable from use of “jeweled bee pin” idea.

· Note: dissent said not subs similar, which would defeat merger argument above!

· We want there to be competition in bee pins, “idea” is a label court can pull out when want to protect competition in an idea

· Katzman, SAT case, court said Katzman tests copied from ETS tests

· Raises Q if court granting too broad monopoly over “idea” for the types of  basic math and logic questions that are on tests, idea/expression q. may not be many ways to express types of ideas testing on in question form.

· Nichols v. Universal Pictures, Irish/Jewish ethnic plays: L. Hand said comedy about ethnic clash and kids falling in love is just a “vein” of comedy and = IDEA

· In work, esp plays, # of general patterns, point at which such abstractions where they are no longer protected, since otherwise the playwright could prevent use of his ideas, and NO ONE has ever been able to fix that boundary 

· Computer Associates: 2nd cir said for SW use dissection approach, “filter” out nonprotectable stuff first then compare; 9th circuit for SW said use totality; most other types of specific works get totality approach

· Idea Group: similarities in parites games were in IDEA not Expression, not protectable 

· Ringgold: P authorized making of poster featuring her quilt, not auth inclusion of poster on set of TV program; court: de minimis, poster seen only fleetingly—substantial similarity requires copying both quantitatively and qualitatively sufficient, in case w/visual works, quantitative component of subs similarity also concerns observability of copied work—the length of time work is observable in allegedly infringing work, focus on it, lighting on it, prominence, etc. 

· Visual Works

· Steinberg: Moscow on the Hudson: access conceded and clear resemblance

· Visual style here protectable as an element of expression; though style on own not usually protectable, must be style + something else

· Deliberate difference sleazy, admit skating close to line, but if different enough, not meet substantial similarity test

· Kisch photograph: w/photos, infringment not only to reproduce photo, but also to rephotograph using exact same scene/lighting/etc.; when some differences b/w works more difficult case
· AUTHORS REPRODUCING WORKS IN WHICH THEY NO LONGER OWN ©
· Gross: D took photo young woman, sold all rights in photo to someone else, 2 years later reposed same young woman in similar photo; court: exercise of artistic talent used in 2nd photo only to copy 1st = infringement

· Franklin Mint: artist is free to use same source material in second pic as used in 1st
· Issue: one more likely to duplicate own’s work, use same style, hard to rectify

· LIMITS ON REPRODUCTION RIGHT:

· §121—arch works: not infringe of © to take photography or illustration of arch work visible from public place

· §108—libraries: gives not-for-profit libraries reproductive rights

· a)must do 3 things not to infringe: 1) library not for profit;  2) must be open to public or non-affiliated researchers (excludes law firms); 3) all copies must bear © notice

· b) and c): copies for libraries own collections: unpublished works: make up to 3 copies of unpub works for preservation/security or deposit for research use in another library; digital formats made can’t be posted online outside of library; published works—3x, but must be damaged, lost or stolen or format obsolete. Just be out of print and unavailable, digital material not posted outside library

· d)&e) copies for patrons, see text

· f) nothing in this § impose liability for © infringement by others using library as long as there is notice

· §117—copies of software, allows copies to be made in 3 circumstances:

· 1) making of add copies provided program read into RAM as part of the running of the sw

· 2) archival copies (back ups)

· 3) machine maintenance or repair

· §114/§115 limits on reproduction of sound recordings

· sound recording has 2 works 1) musical composition, 2) sound recording

· sound recording of forest noises only 1, the sound recording

· audiovisual works, like soundtrack in movie NOT = phonorecords
· §114—scope of exclusive rights in sound recording

· not include performance rights

· 1) right to duplicate sound recording in copies/phonos that directly/indirectly recapture the actual sounds fixed in that recording

· limit on reproduction rights to only forbid DIRECT mechanical duplication , so could hire artist and have them sing song the same not infringe

· 2) right to prepare deriv work in which actual sounds fixed in sound recording rearranged, remixed, etc.

· could have artist sing duet, etc., just NOT mechanically reproduce sounds

· §115—scope of exclusive rights in nondramatic musical works; compulsory license for making and distributing phonorecords

· this is about musical composition, not sound recording

· © holder must grant you license to record and make/distribute phonorecords of the work (cover the song) IF:

· © holder has already distributed work to public in US w/permission of © owner

· AND must pay royalty fee and notify © holder before you distribute/sell phonos (can be after you make them)—royalty fees set by © office today, now 8 cents per song or 1.55 cents per minute, whichever greater

· WHY compulsory license? © holder in composition already took bite at apple, can’t veto others making covers; keep certain recording cos from having monopoly

· HARRY FOX AGENCY

· Represents © owners, grants licenses to those who want to cover songs, at © office statutory rate

· USED TO also license other reproduction rights, including sync lisc (using song in movie) but not anymore, now have to clear the rights and negotiate w/ each © holder

· Getting a “mechanical license” to make physical objects embodying songs

· COPYING BY END USERS

· Prev to 1990’s, such behavior ambiguous, thought legal, but no statute allowing it

· Then b/c of digital audio tape, fear of making perfect copies, Congress passed “Audio Home Recording Act”

· Illegal to sell DAT recording device w/o copy protection system (can only copy from original)

· Royalty payment in connection w/sale of DAT machines and blank DAT tapes paid to record industry

· EXPRESSLY prohibits infringement actions “based on noncommercial use by consumer making digital or analog recordings” §1008, p. 417 soft book

· ***KEY: §1008 NOT include recordings on computer b/c computer not a digital recording device, primary use NOT to record music (may be ok as fair use, but not §1008 protected)

· AHRA set precedent for legislation covering video copying; Digital Mill © Act, title 17, §120(k) says all video equipment must have copy protection in it, so you can copy off TV and basic cable, but NOT copy DVD’s, videos, pay-per-view content, codifies S.C. holding in Betamax that said copying TV is OK.

Adaptation Rights/Right to Prepare Derivative Work §106(2)

· Used to not have this as exclusive right, translations etc. were OK to make

· **MOST cases don’t sue for unauth deriv work, but infringement of reproduction right. Use this when it is a NON-LITERAL copy, no to little reproduction, then resort to this alternative

· **when someone makes non-literal copy violates both reproduction and adaptation right (ex: reproduces yet modifies plot structure) But court tends to look at this as a whole **DON’T DO 2 Sepearate Analyses on TEST

· if substantial similarity doesn’t make senese (like Duke Nukem) look at if adaptation right

· overlaps reproduction rights, but broader: reproduction requires fixation in copies or phonorecords, where prep of derivitive work, like ballet, pantomine or improvised performance may be infringement though nothing fixed in tangible form.

· Must be: based on ©’d work, incorporate ©’d work in some form

· NOT include detailed commentary on work or programmatic musical composition inspired by a novel

· Horgan: (Nutcracker ) P = estate of Balanchine, who choreographed Nutcracker ballet; D = publisher Macmillan, photographers and author who made book w/pictures of ballet in it; Q—is this reproduction? A: Filming it would be, copying choreographic notation would be; but photos are still, hard to call it a copy of a dance. Q2: Is it a DERIVATIVE work? Dist ct said no b/c can use still pics to recreate performance, App ct said YES—not need to be able to recreate ballet, only need to be substantially similar to = adaptation

· “My Favorite Things” poster—NOT a copy of song, not even a non-literal copy, may be adaptation

· MicroStar (Duke Nukem): gamers can create new levels, post on Internet, MicroStar downloaded 300 levels, burns onto and sold CDs. Q: Is this Derivative work?? To be need

· 1) exist in concrete/permanent form AND

· 2) substantially incorporate protected material from pre-existing work

Here:  CD had MAP files of levels burned into CD, permanently fixed on CD = derivative work, incorporates story of Duke Nukem into new levels, similarly a book on DN would be derivative work also

Compare: to Galoob case, game genie, which changed game when plugged into it, but had no part of game on its own, NOT incorporated into permanent form. (compare to holding pink cellophane in front of screen)

***NOTE: is this court’s requirement of alteration of underlying work to be in “concrete or permanent form” included in 1976 Act? Is it good policy? Questionable, b/c what about improvised performances or pantomimes etc. based on work, House Report on this says these can be infringements, though they are not concrete!! (p 511)

what about rights of users who created levels??

· Lee v. A.R.T. Co: Lee has ©-ed cards, sold w/her authorization. A.R.T. buys them and mounts on ceramic tiles. Q: Is this unauthorized derivative work? Court: NO

· Not a derivative work, not change the work, only the mode of display

· Need originality, changed somehow from original work that is more than trivial difference from underlying work

· Mounting cards on tiles not seem more than trivial change

· “Def of derivitive work that makes criminals out of art collectors and tourists is jarring despite Lee’s gracious offer not to commence civil litigation.

· (lee prob just wanted to control presentation of her work—SEE MORAL RIGHTS BELOW)

· Futuredontics: D’s website links to F’s website, surrounding its info w/a frame that Ids D and links to D’s other web pages. Q: is this reproduction of F’s website? Or just “lens” to look at site through? Not like Mirage; Galoob not foreclose P from establishing that D’s website incorporates F’s web page in some “concrete or permanent form” or that the framed link “recasts or duplicates” F’s web page. Not conclusive if is derivative work or not, go to court.

· National Geographic: D arranges and complies articles from NG mag and sells them in book form to public; obtains all material by purchasing copies of mags; court: This = © infringement. Statute also gave NG exclusive right to complie, adapt or arrange its © articles and = unlawful compliation, adaptation or arrangement. Though D owned material, not owned right to make these unauthorized uses.

· Issue—is there “compilation” right in §106(2)?

· If D had purchased and then resold issues as is or individual torn-out articles, presumably would NOT have infringed © by “first sale” doctrine

Public Distribution Right

· §106(3)/109(a)

· right to distribute copies or phonorecords of the copyrighted work to the public by sale or other transfer of ownership, or by rental, lease or lending

· © owner has right to control 1st sale of work

· any unauthorized public distribution of copies or phonorecords that were unlawfully made would be infringement

· rarely receives separate attention, usually key question is if wheterh copies D sold were infringing, if reproduction right is violated, then sale (distribution) of infringing copies is infringing as well. If making copies licit, distributing them often no violation as well

· Sometimes, however, only distribution right at issue, when only dealing w/distributor of unauthorized copies (not one who made it), ex: Columbia Pictures p. 544; or where reproduction happened in Australia but distributing them in US, ex: Psihoyos.

· Public Distribution Through Digital Technologies

· Not legislatively decided, but federal courts seem to have resolved issue to say: under §106(3) the affirmative act of making a work available through an electronic network for end-user downloading; the dissemination of © works over digital networks effects a distribution of copies (Playboy Enters); and a website operator “distributes copyright works by allowing its users to download and print copies of electronic image files” 

· By contrast: Religious Tech. –court held online service provider’s role in making allegedly infringing material available to public was truly passive

· In sum: these decisions say: a bulleting board or webpage operatior or online service that ORIGINATES infringing content may be held to have distributed copies, one who operates a websit whose conent it can supervise or control may also be distributing copies; BUT the more the digital service resembles a “mere conduit” for material originated or controlled by others, the less likely it is distribution of copies

· Chief Limit, 109(a) – 1st sale doctrine, once buy it, own it, and can sell as you like

· Fawcett Publications: D purchased secondhand copies of P’s comic books, bound them together w/other comics and resold; Court: D has not multiplied copies, just resold under different cover; exclusive right to vend limited to first sale, no restriction on future sale of the copy
· NO Digital First Sale Doctirine—giving digital copy entails making new copies; no guarantee senders would systematically delete copies on their computers; actually reproduction if you think about it (p 549)
· Record Rental + Computer SW Rental Amendments of 84 + 90

· 1984: Record Rental Agreement

· targeted at stores renting albums and blank cassettes to make copies

· could argue stores facilitating making of copies in violation of rights to copy (contributory infringement) but too much bother to sue all the stores, so in 84 added 109(b) –“Can’t rent phonorecords for profit”

· 1990: Computer Software Rental Amendments

· similar situation w/software rentals and blank disks, prohibits rental of software

· *one thing CAN be rented: audio-visual works (movies) (remember as of 2005, DVD players set up as to disable making copies), video games also

· too hard to copy books, though prob sell more books if no libraries, some European countries offer public lending rights schemes where pay royalties

· public lending right

· some countries (mostly European) have public lending right, where authors get royalty based on circulation of their books in public libraries
· Droit De Suite: artists share in profits from all future sales of works, in CA and some other countries
· §602 – Exclusive Right to Import and its relationship to Distribution Right—is it limited by 1st Sale Doctrine??

· Importation into US, w/o authority of © owner, of copies or phonorecords of a work that have been acquired outside US is infringement of exclusive right to distribute copies/phonorecords under Section 106, actionable under §501

· 3 EXCEPTIONS:

· 1) gov’t exempt

· 2) import for private use of importer, can order by mail one copy, bring several copies that fit in your luggage

· 3) import by/for scholarly, educational, religious purposes for limited purposes described

· Quality King: © labels on L’anza’s shampoo bottles, sell in US costly in salons, sell same in other countries cheaper, foreign co purchased, imported and resold in US at discount stores for cheap “grey market”; L’anza unhappy b/c ruins its price discrimination scheme, what D doing called “arbitrage”; so L’anza trying to use © laws to stop. Issue: Is §602 limited by §109 first sale doctrine??

· D argue: we bought legally, can sell as we wish

· S.C. rejected L’anza’s arguments, so says SOME limitation on §602

· Ginsberg concurrence: this “round trip” manufactured in US, so first sale applies

· Question: Does §109 include work produced outside US or is lawfully made only made in US??

Public Performance and Display Rights

PUBLIC PERFORMANCE
· §106(4) © owner has exclusive rights, in the case of literary, musical, dramatic and choreographic works, pantomimes, and motion pictures and other audiovisual works, to perform the © work publicly 

· What = “Perform Publicly??”

· Perform = recite, render, play, dance, or act work directly or by means of device

· Includes turning on TV or radio = performance

· One act (ex: radio or TV broadcast) can = multiple performances

· Publicly = 

· 1) perform or display it @ place open to public

· 2) transmit or otherwise communicate performance or display of work to place open to the public

· “Perform Publicly”= 

· 1) perform at place open to public, includes where is cover charge, like theaters

· also includes taxis, phone booths and pay toilets as all open to public

· 2) perform any place where subs # of persons outside normal circle of family/friends is gathered. This called “semi-public” place, includes private clubs and organizations like Elks club, law school classroom 

· weddings/bar mitzphas are questionable b/w private and public

· 3) To transmit to public place, ex: transmit Stones performance to football stadium on jumbotron

· 4) To transmit to semi-public place

· 5) To transmit to public, whether they receive it in same place or in separate places at same time or different times (ex: TV broadcast)

· ONLY applies to certain © material as listed above in statute

· Ex: pantomine based on painting or sculpture not protected b/c no performance right for these types of works (may be a derivative work!)

· Grey Areas:

· Aveco: rents videos and provides rooms for public to watch videos in, = infringement of public performance right b/c viewing booths = public places 

· * Columbia Pics sued Aveco b/c not sell as many videos to stores if rentals back on shelf in 2 hours vs. 3 to 5 days!

· Aveco could bargain w/Columbia for right to do this

· Performing Rights Societies: ASCAP and BMI

· © owners appoint ASCAP as non-exclusive agent, empowered to grant performance licenses

· Radio stations, others, can go to these to obtain licenses to play music, not as pricey or difficult as going to each © holder individually; and hard for © owners to monitor all radio stations

· Usually get “blanket license” to use any song in ASCAP inventory

· Users include: local radio stations, TV stations, TV networks, airplanes, bars/restaurants, cruise ships, elevators, stores, music on hold/phone

· DJs/Bands—usually the venue itself gets ASCAP/BMI licenses; performers at risk to be liable as infringers, should inquire if facility has current license

· Priced at 1.5 to 1.7 % of annual revenues for radio stations

· Dissatisfied licenses of ASCAP can go to court and get adjudication of licensing fee if not think it’s fair

· Money from ASCAP licenses divided up based on play of diff songs/artists, get logs/data from networks, random sampling at other places

· ASCAP NOT license reproduction rights (Harry Fox and © owners do), so if want to make movie and show in theater, need license from © owner to reproduce on audio part of film and publicly perform it

· Performance rights in sound recordsing—one who made sound recording has NO performance rights! ASCAP $$ goes to composers and music publishers, not artists, record cos (unless artist composer)

PUBLIC DISPLAY

· §106(5): Owner of © has exclusive rights, in the case of literary, musical, dramatic and choreographic works, pantomimes, and pictoral, graphic, or sculptural works, including the individual images of a motion picture or other audiovisual work, to display the © work publicly

· Limited to PUBLIC display

· Limited to above-mentioned works, NOT sound recordings

· Not so important, limited by a 1st Sale Doctrine in 109© (much like 106(3) distrib right limited by 109(a))

· Owner of any copy may display it publicly w/o infringement

· Swallows almost all of display right

· EXCEPTIONS where applies

· When don’t OWN, but have copy of work on loan, then need © owner permission (NOT work owner’s permission!)

· When copies not legally made

· Owner right to display limited to it be visible to people present @ same location of copy and 1 image at a time (???)

· Thus: transmission w/o license not OK

· If filming in area where will get on film such works, must clear the rights

· Will likely take on more importance w/display on Internet, whether or not a copy, is certainly a display

1995/1998 AMENDMENTS

· Digital Performance Right in Sound Recordings Act

· For 1st time ever, gave limited performance right to SOUND RECORDINGS (vs. rights for composers, owners of © in songs)

· 106(6): when performed in DIGITAL format (digital audio transmission)

sending digital transmissions a distance

· 1) by conventional radio means, broadcasting a digital radio signal

· 2) over cable (like music channels I get on digital cable)

· 3) through satellite (same w/satellite TV)

· 4) on your computer

· WHY?? Traditional right to make $ from sound recording from selling records and radio play = advertising for sales; but by mid-90’s, digital ability to listen to music changes this, higher quality, can get music on demand; saw us moving towards “jukebox in sky” where not own any actual records/CD’s, so if no performance right, record cos and performers make no $$!!

· BUT THIS RIGHT LIMITED IN §114(d) EXEMPTIONS

· In 1995, 4 categories:

· 1) Not subscription, Not interactive, like smoothjazz.com is OK

· 2) Not subscription, Interactive—no one does this, but would need to negotiate licenses w/© owners

· 3) Subscription, Not interactive, like Comcast digital music get compulsory licenses, which © owners can’t veto

· 4) Subscription, Interactive, jukebox model BAD, need to negotiate licenses w/© owners, threat to phonorecord sales b/c can listen to what you want when you want

· In 1998, modified, so that category 1 only includes broadcast transmissions by FCC licensed broadcasters in local service areas over FCC facilities

· Smoothjazz.com would no longer qualify for exemption b/c worldwide webcast, so now need compulsory license

· Digital Broadcasts exempt, but Webcasting must pay license, whether projecting conventional radio programming over Internet or creating own programming and broadcasting on Internet

· 114(2)(c): 9 conditions to get compulsory license when in category 1, key 3 are:

· can’t publish in advance program guide for music plan to play (b/c makes it easier to record)

· can’t exceed “sound recording performance complement”, which is 3 diff selections by same phonorecord/album w/in one hour OR more than 4 selections by the same artist or compliation of phonorecords sold together

· can’t cause or induce making of phonorecord by transmission recipient

FURTHER LIMITATIONS ON RIGHTS OF PUBLIC PERFORMANCE AND DISPLAY §110

· NOTE: Some limits apply to 1 right or another, some to both, not necc to every category of work

· §110(1) performance OR display of a work (all works) by a) instructors or pupils, b) in course of fact to face teaching activities, c) in classroom or similar place devoted to instruction

· ex: Prof showing us yogurt film

· the copy MUST be legally made (and you’d have to have reason to know not lawfully made)

· §110(3) performance of nondramatic literary or musical work, dramatico-musical work of religious nature OR display of work in course of services @ place of worship

· ex: can present religious opera, but not secular opera

· minister can quote from Newsweek during sermon

· §110(6) Performance of nondramatic musical work by gov body OR nonprofit agricultural or horticultural org in course of annual agricultural or horticultural fair

· §110(7) performance of nondramatic musical work by vending establishment open to public at large w/o any direct or indirect admission charge where SOLE purpose of performance is to promote retail sale of phonorecords or music equipment

· ex: Best Buy, Tower Records

· NOT include audiovisual works, though stores do this!!

· §110(8) and (9) Apply to audiences w/disabilities (sight/hearing impairment)

· 8) performance of non-dramatic literary work (books) by or in course of transmission primarily directed to blind or other handicapped

· 9) performance on SINGLE occasion of a play, 10 years after its publication for blind or other handicapped people

· §110(10) performance of nondramatic literary or musical work at/for non-profit veterans or fraternal org

· American Legion, any war veterans assoc, Rotary Club, etc. fundraisers (dinner dance w/admission for charity)

· §110(2) Distance learning: Performance of nondramatic literary or musical work AND limited portions of any other work; display of work in amount comparable to that typical in course of live classroom

· can’t be purely self-study

· not-for-profit (not bar-bri, yes to GWU)

· must be directly related to and of material assistance to teaching content

· reception reasonably limited to students enrolled in classes or gov officers/employees

· the transmitting body or institution has © policies

· Must make it impossible for recipients to store on their machines or send it to other people (when digital transmissions)

· §110(4) Performance of non-dramatic literary/musical work when non-profit, performers not paid, AND no direct/indirect admission charge OR proceeds for charity

· *not pay performers b/c if they are paid, composers/authors should also be paid!

· Ex: boom box on beach: is a public performance, not transmission, but NO purpose of commercial advantage, no admission, NOT = infringement under 110(4)

· Reading Post to friends also OK

· Law Revue show: non-dramatic musical work, Not transmitted, performers not paid, IS admission charge, NOT really for charity, so questionable if protected (note also creating unauth derivative works, though may be fair use)(**Nothing in 110 protects making derivitive work)

· §110(5) HOMESTYLE EXEMPTION

· if you are place of biz, can’t qualify for 110(4), but exempted when make broadcast audible/visible using equipment of type typically used in a home

· codification of judicial exception to performance right where if someone turns on radio in public place of biz for their customers and not non-profit, if it is simple home-receiving set, S.C. case Aiken (radio on counter of take-out food not = performance); when 2 years later 1976 act repudiated Aiken and said this = performance; reinstates result of Aiken

· Includes TV and Radio; ONLY includes broadcasts (no tapes/DVDs/CDs)

· Cases under this turn on issues:’

· What = “homestyle” equipment?

· Should this be about more than equipment, such as size of store or its ability to pay licenses or number of stores owned where play?

· Ex: Edison bros case where had single apparatus per store but multiple stores, court said OK = number of radios/TVs per location, not per D!

· Court also said sq footage of store not matter, clear statutory language not include sq footage; and not matter if can afford license

· Court ALSO said it won’t consider if this is in line w/Berne convention, “congress seems to think so!)

· But then, BMI, ASCAP not happy, go around threatening stores w/lawsuits, so get AMENDMENTS TO 110(5) IN 1998

· ONLY applies to radio, not TV (except music on TV)???

· Establishes safe harbors based on square footage, a bright-line test; not necc infringement if not meet these limits, but not need to litigate, safe if you do

· Not food/bar, less than 2,000 sq feet; food/bar less than 3,750 feet

· If bigger than these sq feet, audio perf only, not more than 6 speakers, not more than 4 in any one room or outdoor place; or audiovisual, not more than 4 audiovisual devices, not more than 1 in any room

· In 2000-2001, ASCAP-like org in Ireland (IPRO) comes along says 110(5) too greatly exempts stores and restaurants and violate their © rights and instigates dispute under WTO says US in violation of TRIPPS; found 110(5) in violation, Congress still NOT done anything to change law

· Some say counting larger broadcast audience from stores/restaurants = double counting, b/c as radio/TV stations get bigger audiences get bigger ad revenues and ASCAP already gets paid a % of TV/Radio stations’ revenues

· §111: compulsory license for cable retransmission of distance signals (ex: Comcast brings Atlanta network into DC homes must pay compulsory licensing fees

· §119: same for satellites retransmission (direct TV)

· §116: “jukebox” public performances—provides for negotiations b/w jukebox owners and © owners w/fallback for arbritration w/CARPS

· §118: Public Broadcasting, like jukebox, voluntary negotiations w/fallback arbitration

Secondary © Liability

· Vicarious Liability and Contributory Liability

· Vicarious need 3 things

· 1) MUST be some actual direct infringement by someone over which you have

· 2) have right of control

· 3) direct financial benefit

· Fonovisa: Cherry Auction flea mkt where vendors selling infringing materials, found mkt had 1) right to control vendors (b/c could kick them out at any time under K) and 2) had financial benefit (b/c customers come to buy illegal cheap CDs and paid cover to get in, and more came, more parking, more snacks bought, so = vicariously liable.

· Ex: landlord: rents you space, walk away and not know what you do, NOT vicariously liable b/c no right to control what you do there

· Ex: dancehall: operator of venue has control, not a lease, can control band performing plus directly financial benefit from paying guests

· Contributory Infringement, need:

· 1) MUST be some actual direct infringement by someone over which you have:

· 2) Knowledge

· knowledge component has time factor: need to have knowledge at time when could do something or give material aid w/knowledge

· 3) Inducement/Facilitation/Material Contribution

· induces, causes or materially contributes to infringing conduct of another, encouragement or providing tools

· Fonovisa: clear Cherry Auctions had knowledge and said had “inducement’ b/c provides items (support and services/space) necessary for infringement to take place

· Q: to what degree those provide technology exposed to vicarious/contrib. Infringement?

· Ex: Law firm w/photocopiers, employees make copies infringing, is firm liable? A: copy machine has substantial non-infringing uses, so not = inducement

FILE SWAPPING

· Students/endusers swapping files are infringinging, involves making reproductions NOT included in 1008 (b/c computer) arguable not fair use; ok if owner gives permission or music in public domain

· NAPSTER/GROKSTER/ETC.

· Courts use standard tests for P2P file sharing contrib. Infringement and vicarious liability

· Napster – easiest case of liability: machines stored “index” of files listing songs on computers logged onto Napster, continuous involvement, stronger right of control to throw people off or remove © works from index

· Grokster—hardest case of liability: searches computers out there to find songs, basically created a SW program and gave it away. Like Sony who invented VCR, which could infringe but also capable of non-infringing uses (ex: transmit data files w/co-worker, send outlines to classmates)

· Aimster—middle situation, J. Posner said one factor = ratio of Legal to Illegal uses (ex: hammers usually legal, grenades usually illegal)

· Intellectual Reserve v. Utah Lighthouse Ministry:  Court finds anti-mormon group that posted URLs where people can find Mormon’s ©-d handbooks online responsible for contributory infringement (direct infringement = visitors to site make copy on their computers when view doc, encouragement to infringe by group = publication of Web addresses.)

· Netcom: Netcome online service provider, disgruntled Scientologist posted their ©-d secret documents on online bulletin board through Netcom—Court: No vicarious liability b/c no financial benefit to Netcom from posting of documents; YES contributory liability b/c service is more than leasing premesis b/c ongoing ability to patrol and throw offenders off system is contribution and had knowledge b/c notified by Scientology

AFTER NETCOM,  ISP’S NERVOUS, CONGRESS ANSWER WITH DIGITAL MILLENUM © ACT

· §512(a) (p 288 in soft book) creates 4 safe harbors for ISPs, not liable for sending or temporarily holding stuff on systems IF (need all 5)
· 1) the transmission NOT initiated by ISP
· 2) transmission carried out w/o selection of material by carrier
· 3) or selection of recipients by ISP
· 4) don’t keep copies
· 5) transmitted w/o modification
· **can be outside safe harbor and still not liable, 
· ex: might filter out swears, which = modification, and still be OK
· 512(b) System caching, intermediate and temporary storage of material on system not liable
· 512(c) Information Residing on Systems @ Direction of Users (Web Hosting)
· SP not liable for storing @ direction of user material on system IF SP (all 3):
· 1) NOT have actual knowledge material is infringing or know circumstances where infringement apparent OR if know of problem, promptly act
· 2) NO financial benefit directly attributable to infringing activity
· 3) Upon notice of claimed infringement responds expeditiously to remove or disable access “THE NOTICE AND TAKE DOWN PROCEDURE”
· but note, §512(g), protections for subscriber to get material back up, “counter notification”—requires SP to put material back up in 10 days unless © owner files suit
· Notice need not be perfect, just need to substantially comply w/notification requirement, infor “reasonably sufficient” to permit the SP to locate the material; w/multiple works, not all must be identified, only representative list, ALS Scan (p. 804)
· 512(d) Information Location Tools—like search engines
· SP not liable for monetary relief or, except as provided in subsection j, for injunctive or other equitable relief, for infringement of © by reason of the provider referring or linking visitors to an online location containing infringing material or activity by using information location tools, including a directory, index, reference, pointer, or hypertext link, if the SP:
· Not have actual knowledge material/activity infringing
· Is not aware of facts or circumstances from which infringing activity apparent
· Upon obtaining such knowledge or awareness, acts expeditiously to remove or disable access to such material
· Does not receive financial benefit directly atrib to activity where has right/ability to control
· Upon notification of claimed infringement responds expeditiously to remove, etc…
· Here, again, have “counter-notification”
TECHNOLOGICAL PROTECTION MEASURES (p. 807 –835)

· Works disseminated in digital form partic susceptible to unauthorized copying b/c easy to copy and good quality
· Thus, Chapter 12 of DMCA outlines measures to protect against unlawful copying
· ISSUES: overprotection on access?? In effect, extending © to cover “use” of works of authorship (p. 811)
· Distinguishes b/w measures used by © owner to control initial access to the work and measures that prevent subsequent copying from a lawfully acquired copy
· 1201: circumvention of © protection systems p.808
· Technological Protection Measures 
· Applies to effective safeguards, including those based on encryption, scrambling, authentication or some other measure that requires the use of a “key” provided by © owner
· 1201(a)(1)(A) Illegal to hack past access control
· 1201 (a)(2) Illegal to traffic in access control circumventing technologies
· Illegal to traffic in copy control circumventing technologies
· 1201(d): exceptions to prohibition on circumvention of tech protections of access
· nonprofit libraries

· law enforcement activities and security testing

· reverse engineering

· encryption research

· screening devices to protect minors from material on Internet

· protection of personally identifying information

· §1202: Copyright Management Information
· can be simple, high tech or hidden (digital watermarks)
· facilitates self-help, makes it easier to find out who the infringer was (automatically search the Web)
· Lowers transaction costs to find from whom to obtain the license, etc;
· No false info
· No removing, altering info, distributing, publicly performing if you know of the removal and that it’ll induce infringement
· Example: Movie credits, you could remove/alter if you cut it out, this is excepted for radio and TV and for performer and author
MORAL RIGHTS:
· In France/Germany, art seen as extension of personality, natural law to protect creator in changes to work that would effect their reputations

· Why moral rights??

· 2 key moral rights:

· Right of attribution (have work attributed to you)

· Right of integrity (no alterations offensive to you and your work/reputation)

· Moral Rights in other countries include:

· Droit de Suite: right to participate in economic gain from work, get % of $$ each timework is sold as it grows in value (** California has law like this!)

· Right of Recall: lets you withdraw work from public if your sensibilities change

· Moral Rights in US:

· Berne Convention said must giv creators moral rights, US scoured its law to show we did, case used is Gilliam v. ABC:  ABC licensed MP show from BBC, cut out 27 minutes, MP sued, court: ABC exceeded scope of BBC’s authority to license to it b/c BBC had no rights to alter the show.  US argued that American way to protect moral rights is to say use exceeds scope of license or make a derivitive work

· 1990, doubt meet Berne, introduce Visual Artists Rights Act (VARA) §106(a) (p. 534)

· EFFECTIVE AS OF JUNE 1, 1991 (Though applies to works of visual art created prior to this date IF title to work had not been transferred from the author b/f that date.)

· Q: what about work altered b/f June 1, 1991? NOPE< only outlaws the mutilation, not continued display of mutilated work, and mutilation happened b/f effective date

· Right ONLY given to works of VISUAL ART, and can only be enforced by the artist, whether or not he is the © owner (may be waived by author, not xfered)

· Limited edition paintings, sculpture, lithographs and photographs, no more than 200 copies, each signed and numbered

· NOT poster, map, globe, chart, book, magazine, database, motion picture, technical drawing, diagram, model, applied art (2 or 3 dimensional ornamentation that is affixed to otherwise utilitarian objects), etc.

· NOT anything used for ads/packaging

· Not any WMFH

· NOT any work not allowed © protection

· §106(a) rights include:

· (1)(A) claim authorship

· (1)(b) prevent use of name on art not create

· (2) prevent use of name as author in event of distortion, mutilation, or other modification of work that would be prejudicial to reputation (any intentional distorition etc is violation of that right)

· (3)(A) prevent any distortion etc. of work, and any intentional distortion, etc. is violation of that right

· (3)(B) prevent destruction of work of recognized stature; and any grossly negligent or intentional destruction of work is violation of that right

· State Protection of Moral Rights: p 539

· Wojnarowicz: under NY statute found distributing flyers with cropped copies of P’s work, saying they were by him violated NY moral rights statute. Prob would not be liability if not attributed to author b/c issue was that they presented as complete works by P selectively cropped versions of his originals, could harm his reputation, bad attribution.

FAIR USE -- §107

· §107: “Fair Use of a © work, including such use by reproduction in copies or phonorecords or by any other means specified by that section, for purposes such as criticism, comment, news reporting, teaching (incl mult copies for classroom use), scholarship or research, is NOT an infringement of ©”

· the examples here are examples only, not exhaustive or proof is fair use if one of them

· §107 con’t: “In determining whether the use made of a work is fair use, factors to consider include:

· 1) The purpose and character of the use, including whether such use is of a commercial nature or for nonprofit educational purposes

· A) is the use TRANSFORMATIVE (part of a new work) or merely reproductive? If transformative, tips in favor of fair use

· Examples of transformative work = parody, history, biography, criticism, etc.

· Ex: book review quoting 1 paragraph = new work, transformative

· Parody = targets orig work and author, not society in general, makes fun of it, author’s value system

· Ex: Campbell (pretty woman case), parody, = transformative

· Ex: pic of Demi Moore used in naked gun ad, court said parody and fair use

· Parody not have to be funny – see the Wind Done Gone

· Examples of non-transformative work = Craft, p. 651, where in writing bio, took from subject’s writings too much: takings too numerous and too little instructional justification, “critical use” of material needed for argument or analysis v. “decorative use” to make your work read better using subject’s good writing

· B) COMMERCIAL V. NONCOMMERCIAL USE

· When non-commercial use, more likely to be found fair use

· Ex: Princeton U. Press, close call on whether making coursepacks passive reproduction (photocopies) or transformative (making an anthology); close call on commercial/non-commerical b/c copy shop charges fee, but also sort of steps into shoes of student/professor

· Ex: Napster: argued what students doing = FU b/c sampling to see if they want to buy CD and non-commercial in nature; Court: NO, effective substitue for buying song and is commercial (evasion of payment by private party = commercial)
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· 2) the nature of the ©’d work
· A) Primarily FACTUAL OR CREATIVE?
· More factual = thinner ©, more subject to reproduction of facts contained which are not protected expression, more likely FU

· *most digital cases deal w/music, which is creative, so cuts against FU

· in cases of parody, not useful factor, b/c to work, parody usually parody well-known expressive works

· B) PUBLISHED OR UNPUBLISHED

· If original work is unpublished, harder to be FU, though unpublished by itself is not dispositive

· Ex: Harper & Row: 

· Nation paper published excerpts from unpublished Gerald Ford book, scoops Time mag which had paid for exclusive right to prepublication use of excerpts,

· Factors FOR nation: for valid purpose of news reporting, a matter of public interst, transformative b/c in larger story

·  S.C. said fact unpublished key, original creator has long-recognized and important right to control when/how work presented to public and had plan of how to present to public (diff if not planned to publish at all); ALSO—a lot of the meatiest quotes, took qualitatively a lot from the book

· This case led many lower courts to say if unpublished, no FU, so got amendment to §107 saying by itself being unpublished not dispositive

· Raised issue, if not FU, conflict w/ 1st amendment and free speech for press, said was news; court said nope, 1st amendment protected by FU and idea/expression dichotomy, you can communicate facts, just not words/expressions; plus, © is there to create incentive for creation in the first place
· 3) the amount and substantiality of the portion used in relation to the ©’d work as a whole

· Usually not interested in what % of D’s work P’s work constitutes, but % of P’s work D took; More D uses, more it counts against D (not protect D by putting lots of stuff around P’s work that D stole)

· Includes both

· Quantitative analysis

· Qualitative analysis – ex: Harper & Row took qualitatively most important part of the book, though not quantitatively a lot

· 4) the effect of the use upon the potential market for or value of the ©’d work

· Thought by many courts to be most important factor, most likely to hurt aim of © to promote creative work b/c hurts economic incentive

· Covers actual and potential markets

· “if everyone did what I’m doing, would I be ok w/that?”-in other words, if this practice became widespread, what would economic impact be is Q courts ask

· ex: Napster: Napster said its use had positive effect on mkt, led to more CD-buying, but this not account for potential mkt for music downloading

· same reason why not fair use to make movie from book, may promote book sales, but usurps mkt. to make movie of book 

· **KEY: Ask, is D’s use good or poor substitute for P’s work? Like in Ariba v. Kelly: thumbnail pics poor quality, not good substitute for Kelly’s high-resolution images, this = good for D.

· ISSUE: get problem of circularity: P not like b/c wants to charge royalties for what D doing, and D says, that is why we are litigating, to see if you can charge royalties. Ask, does D have any intent to go into mkt D was in? If so, get past circularity.
