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I. The Creation and Purpose of the Federal Circuit

A. Incentives

1. Distrust of monopolies creates difficult inventiveness test for patents (“Flash of genius”)

2. Amorphous Sup. Ct. jurisprudence leads to circuit conflicts, forum shopping

3. Specialized courts sought to bring uniformity and predictability

B. Drawbacks and Criticisms-Some senators and ABA and Hruska Commission

1. Provides forum for judicial activism

2. Congress passing the buck to a new forum rather than clarifying patent law

3. May sacrifice diversity of opinion and different strains of geographical philosophy and thought

4. All litigants have to go to distant Washington D.C.

5. Will encourage creation of many other “specialty courts”

6. Attacks the problem of inconsistent Federal appellate decisions on a piecemeal rather than national basis

7. May sacrifice system of generalists with broad experience and background applied to each body of law

8. Loss of cross-pollination

9. Capture of a court by one class of litigants or viewpoint

10. Inhibits orderly common law development of jurisprudence

11. Specialization leads to job dissatisfaction among judges

12. Easier for legislative, executive branches to control because easier to predict how judges will decide in one specialty than across the board.

13. Court will be more likely to identify with the government’s program because it is their specialty

C. Responses

1. Court actually reduces specialization because it consolidates two specialized courts and jurisdiction extends to new areas plus

2. Congress can deal with plans to add more specialized courts as proposals arise and hear objections then

3. The Act is “a sensible accommodation of the usual preference for generalist judges and selective benefit of expertise in highly specialized and technical areas.”

4. Congress has created single issue courts with exclusive subject matter jurisdiction before (often as Art I courts, e.g., tax court)

5. In practice, Fed. Cir. has not become specialized as feared and statistics show no particular advantage to any litigant

6. Caseload of regional circuits has effected quality of jurisprudence

7. Some specialization and technical knowledge helps with uniformity, quality—patent law is more rational, predictable, easier to apply

8. Practice shows judges from different geographic areas and educational backgrounds, specialties.

9. Nonregional subject matter court not the same as “specialized” court of “experts”.

10. Regional circuits have de facto division of labor along subject matter lines

11. Avoids dysfunctional fragmentation, provides more effective management of judicial resources, adds flexibility

12. Judges with too diverse caseloads stereotype cases in each area, seeing little variation within each subject, while courts with special subject matters see the diversity within a single subject and looks at merits with care and consideration.

13. Litigants can travel more easily today (and court can sit in other places once or twice a year)

14. Quick development of common law may not be bad

D. Creation

1. 1789—Judiciary Act of 1789

a) establishes through Art III 3 levels of courts-District, Circuit, and Supreme Court

2. 1891—Creation of regional circuits

3. 1926—U.S. Customs Court (changed to Court of Internat’l Trade in 1980)

4. 1929—Court of Customs and Patent Appeals (Art. III)

a) jurisdiction over appeals from PTO

b) no jurisdiction over appeals from infringement actions in district court

c) therefore could not provide uniformity to patent policy

5. 1952—Patent Act of 1952

a) First general reform of the patent system since 1870

b) Replaced subjective invention test with an objective test for nonobviousness

c) § 103 obviousness test required courts to compare claimed invention to prior art at time of invention from vantage point of one of ordinary skill in the art to avoid subjectivity and hindsight

6. 1966—Supreme Court

a) Trilogy of Cases Graham v. John Deere [417],  Calmer, Inc. v. Cook Chemical Co. (in John Deere)U.S. v. Adams [437]

b) Applied § 103 obviousness test as correct test for patentability (although later decision dicta suggested “synergism” as part of test reintroducing confusion)

7. 1972—Hruska Commission

a) Notes forum shopping and loss of patent incentive

b) rejects recommendation of a specialized appeals court for patent cases

8. 1978—Office for Improvements in the Administration of Justice

a) proposes to merge of Court of Claims and CCPA

b) rejects arguments that court might create law out of American mainstream jurisprudence

9. 1982—U.S. Claims Court  (Art I)

a) created to handle trial jurisdiction of the Court of Claims

b) handles Tucker Act: tax, contract, gov’t employee pay, constitutional takings, and civil actions in united states not exceeding $10K (little Tucker Act).

10. 1982—Fed. Cir.

a) Created in Federal Courts Improvement Act of 1952

b) Adopts the law of its predecessor courts as binding precedent in South Corp. v. U.S.
c) Rarely sits en banc (unlike CCPA) but when does can overrule any prior ruling of Fed. Cir. or predecessor courts

d) Has jurisdiction over tax, internat’l trade, intell. prop., federal personnel, federal procurement, 5th Amend. takings claims, military review cases, Indian claims, and other Tucker Act cases

e) Hears appeals from

i) Bd. of Pat App and Interf (PTO) (BPAI)

ii) Trademark Trial and Appeals Board (TTAB)

iii) District court patent cases

iv) U.S. Court of Internat’l Trade

v) ITC final determinations under § 337  Tariff Act

vi) Findings of Sec. Of Commerce on imports (questions of law)

vii) Merit Systems Protection Board (MSPB)

viii) Agency boards of contract appeals.

E. Historical Standard of Invention

Hotchkiss v. Greenwood [409] (1851)

-Hotchkiss contended Greenwood infringed his patent for doorknobs mad of clay or porcelain instead of wood

-Court finds that: A patent will not be held valid if it merely improves and old device by the substitution of  materials better suited to the purpose of the device

-“[U]nless more ingenuity and skill . . . were required . . . , there was an absence of the degree of skill and ingenuity which constitute essential elements of every invention.  In other words, the improvement is the work of the skilful mechanic, not that of the inventor.” [411]

-Test later criticized by Learned Hand  “as fugitive, impalpable, wayward and vague a phantom as exists in the whole paraphernalia of legal concepts.”

Cuno Engineering Corp. v. Automatic Devices Corp. [413] (1941)


-“The new device, however useful it may be, must reveal the flash of creative genius, not merely the skill of the calling

Great A&P Tea Co. v. Supermarket Equip. Co. [413] (1950)

-Great A&P sued Supermarket for infringement of its patent on a rack to move groceries along a supermarket counter to the checking clerk

-A patent will not be valid if the patentee merely brings together segments of prior art, with no change in their respective functions.

-“A patent for a combination which only unites old elements with no change in their respective functions . . .obviously withdraws what is already is known into the field of its monopoly and diminishes the resources available to skillful men.  Th[e] patentee has added nothing to the total stock of knowledge, but has merely brought together segments of prior art and claims them in congregation as a monopoly.”

II. Jurisdiction of the Federal Circuit

A. Tucker Act and Contracts Disputes Act

1. Fed. Cir. does government contracts because historically jurisdiction of Ct. of Claims.

a) Concern for protecting public fisc analogous to aims of giving Fed. Cir. patent law juris.

i) uniformity

ii) insulation from juries/ local discrimination

b) Ct. of Claims eased  burden on Congress to appropriate funds for government contract disputes without leaving to district courts/ juries

2. The Court of Federal Claims ("CFC") is the primary forum for suits against the United States, and the Tucker Act is the most important mechanism of CFC jurisdiction

a) The primary text of the Tucker Act [FN33] confers jurisdiction on the CFC, provides:    The United States Court of Federal Claims shall have jurisdiction to render judgment upon any claim against the United States founded either upon the Constitution, or any Act of Congress or any regulation of an executive department, or upon any express or implied contract with the United States, or for liquidated or unliquidated damages in cases not sounding in tort.

b) Waiver of sovereign immunity in cases limited to money damages-statute must be money mandating

U.S. v. Testan (1976)

- a suit against the United States in the Court of Claims by government attorneys seeking to have their employment reclassified at a higher pay grade and an award of back pay

- government employees contended that they were receiving the salary of the civil service grade GS-13 positions to which they had been appointed.  They alleged that they performed the same work as employees  who were serving in civil service grade GS-14 positions, which garner higher salaries than the salaries the claimants received.  According to the claimants, the payment of higher salaries to GS-14 employees violated the principle of the Classification Act which required classification of civil service positions in a manner assuring "equal pay for substantially equal work."  The claimants requested the Court of Claims to award them the difference between the GS-13 and GS-14 level salaries. 

-the attorneys claimed that the Classification Act gives rise to a claim for money damages as a result of an erroneous classification

-the Supreme Court rejected an argument that the Tucker Act itself waives sovereign immunity for any claim invoking a federal statute, holding instead that "the Tucker Act is merely jurisdictional, and grant of a right of action must be made with specificity

-Statute under which claimant is seeking relief must expressly mandate payment of money for violation thereof because waiver of sovereign immunity must be express

- the Supreme Court found "no provision in the Classification Act that expressly makes the United States liable for pay lost through allegedly improper classifications”

-Back Pay Act was money-mandating but did not apply because claim arose under Classification Act

-the Act provides no money remedy for false classification; the only remedy is proper classification

-the Supreme Court  did not reach the merits of the plaintiffs' claims

-the Classification Act was not a statute upon which a claim within the jurisdiction of the Court of Claims could be founded and, therefore, that the court lacked jurisdiction to hear the suit. 

-the Court noted that the equal pay for substantially equal work principle was located in the Classification Act's "purpose" section

-no provision in the statute permitted an award of back pay to a person who had been erroneously classified. 

-the plaintiffs had not been appointed to positions at the GS-14 level and, in accordance with the established rule for federal employees, were not entitled to the benefit of a position until appointed to that position.  

- neither the Classification Act nor its legislative history indicated that Congress intended to alter the general rule

3. Contracts Disputes Act along with Tucker Act sends government contract disputes to the Fed. Cir.

a) no need for statute w/ money-mandating  provision because the contract itself is money-mandating

b) Governs most express contracts with the government

c) Can be appealed to the Board of  Contract appeals or Court of Federal Claims

i)          litigant first submits claim to contracting officer

ii)     
         After deemed or actual denial by C/O, decision in writing appeal to Ct. Fed. Cl. w/in 1 yr.

iii)             Same law in Bd. or Ct of Fed Cl but Bd. is quicker

iv) Subcontractors not covered (must sue contractor who sues government)

v)              Only applies to contracts with executive branch agencies

G.E. Boggs & Assoc. v. Roskens (Fed. Cir. 1992)

-( worked on plant under contract with the Syrian gov’t. U.S. lent Syria the money for the contract through Agency for International Development

- after terrorist attacks  Congress decided to cut off the AID program and permitted AID to adopt as a contract of the United States any contract with a U.S. firm that would otherwise be terminated.  The AID administrator decided to adopt Syria's contract with G.E. Boggs, and Boggs agreed. 

-The parties then negotiated the amount due Boggs for termination, and, when Boggs was unsatisfied with AID's offer, it filed a claim before the Armed Services Bd. of Contract App. 

- The Board found that it did not have jurisdiction under the CDA because the contracts were not agreements between Boggs and an executive agency of the United States Government for the procurement of property. 

- The Federal Circuit agreed, holding that it has no jurisdiction to hear an appeal from a final decision of a board of contract appeals unless that decision is based on the CDA which only applies to contracts entered into by an executive agency for:

    
"(1) the procurement of property, other than real property in being;

    
(2) the procurement of services;

   
(3) the procurement of construction, alteration, repair or maintenance of real property; or

   
(4) the disposal of personal property." 

-The contract as adopted by AID did not fall into any of these categories, and although it was a "contract of the United States," there was no traditional buyer‑seller relationship between AID and G.E. Boggs because AID was not required to adopt G.E. Boggs' contracts. 

-AID's sole purpose in doing so was to mitigate G.E. Boggs' loss on the terminated contracts, not to acquire property, goods, or services. 

-the court found that the policy supporting the CDA, which was designed to encourage contractors to supply quality goods and services to the U.S. Government, was not affected by excluding this type of contract from the reach of the CDA

-Ct remands to Ct of Fed Claims because the Tucker Act applies to express or implied contracts while the Board needs the CDA to exercise jurisdiction

4. Implied  Contracts

a) Tucker Act confers jurisdiction over implied in fact contracts because essential contracting elements except writing-Offer, acceptance, consideration, OMIBB, and for gov’t contracts additional requirement of official having authority to bind the government.

b) No Tucker Act jurisdiction for implied in law contracts (quantum meruit or unjust enrichment) because no meeting of the minds although government benefits and in equity government would pay damages for value conferred, Ct of claims has no jurisdiction so there is no remedy for value conferred upon the gov’t.

City of El Centro v. U.S. (Fed. Cir. 1990)


-INS officers chasing fleeing aliens when their van crashes, escorts them to city hospital

-Hospital worker overhears INS agent saying when asked who will pay “you and me” implying taxpayers through the government

-fails as an implied in fact contract “no consideration”, “no promise certain or expressed promised by agent authorized to bind the government” and the duty is on the promisee to determine if the agent is authorized to bind the government in writing with amount specified

-Harsh rule because of vast number of government employees who could all bind the government in contracts.

-Also does not fit emergency authority exceptions because the aliens were indeed cared for the only issue was payment and gov’t needs duty to handle emergencies to have implied authority to obligate gov’t funds

-no consideration was present because government had no duty to care for the aliens, INS duty only care for “detained” aliens and hospitalized aliens were not detained and aliens benefited not the government.

5. Sovereign Acts and Unmistakability Doctrines

U.S. v. Winstar (1996)

- the government attempt to shift over $ 10 billion of these costs to private parties whom it had induced to acquire failing S&Ls. 

-The government had allegedly reneged on its promises to afford these parties favorable regulatory treatment by passing the Financial Institutions Reform, Recovery, and Enforcement Act (FIRREA) which disallowed counting supervisory goodwill toward regulatory capital requirements which it allegedly contracted to allow

-the acquirers sought monetary damages and the government invoked the sovereign acts and unmistakability doctrines -- which preserve the government's sovereign right to legislate for the public good -- to avoid liability. 

-both parties concede there existed a contract and it had been breached.

-the Court held the government liable for breach of contract concluding that neither the unmistakability doctrine nor the sovereign acts doctrine shielded the government from liability

-the United States law of domestic sovereign contracts limits the ability of the United States government to enforce contracts affecting "sovereign powers", even if there has been an express waiver of sovereign immunity.

-rationales:

a) First, as a theoretical matter, it is questionable whether one government may bind future governments with respect to the exercise of essential powers


b)     Second, as a practical matter, it is questionable whether the government should be understood or permitted to surrender its ability to act for the public good and for its own preservation.

-the "unmistakability" doctrine: a rule of contract interpretation that requires a contractual limitation on "sovereign power" to be unambiguously stated. The "sovereign power . . . governs all contracts subject to the sovereign's jurisdiction, and will remain intact unless surrendered in unmistakable terms." 

-the Sovereign Acts Doctrine-a sovereign may not, in any event, "contract away an essential attribute of its sovereignty.'" 

-Both doctrines respond to the view that the ability to act in the public interest is a critical attribute of sovereignty.

- The first limitation requires that any surrender of power not be found by implication. The second suggests that such surrender will not be recognized, even if plainly intended. 

-Ordinarily, United States law permits the United States government to enter into binding obligations on the same footing as private parties. Thus, given a waiver of sovereign immunity, courts will enforce against the government ordinary agreements limiting or requiring government action, such as contracts to pay money or provide insurance.  However, courts are more hesitant when the alleged breach stems from an exercise of a general sovereign power to act in the public interest.  

-Here however the government was targeting the contracts specifically, essentially breaching by legislation; the abrogation of the contracts not for the general public benefit as evidenced by legis. history.

-The precise contours of "sovereign powers" implicating the unmistakability doctrine may be unclear, but the category at least includes regulatory and taxing powers. It is argued that because such sovereign powers are of great importance to the government, one should not assume that in entering into a commercial contract the government bound itself not to exercise them. A truer interpretation of the contract may be that the government undertook the stated obligations subject to its general regulatory and taxing powers

-A sovereign contract should ordinarily be viewed not as a surrender of sovereign power, but as an assumption of the risk that the sovereign will act adversely to the contracting party and as an agreement to pay damages should such adverse acts occur. 

-The award of money damages, unlike an injunction, does not prevent the exercise of sovereign powers, and thus there is no need to invoke any protection for them.

- In the context of Winstar, enforcement of the contract did not prevent the United States government from applying its new regime of thrift regulation, including to the complaining parties. Enforcement only required the government to compensate the complaining parties for any losses they might sustain from having to operate under the new system. "These contracts . . . do not purport to bind Congress from enacting regulatory measures . . . . The contracts have been read as solely risk-shifting agreements and respondents seek nothing more than the benefit of promises by the government to insure them against any losses arising from future regulatory change. They seek no injunction against the application of the law to them."

6. Little Tucker Act

a) Under the Little Tucker Act, Congress gave district courts concurrent jurisdiction with the Court of Claims to hear money claims up to $10,000 arising out of contract, the Constitution, a statute, or a regulation.

Litzenberger v. U.S. (Fed. Cir. 1996)

-Appellant arrested for possession of 2/3 ounce marijuana and his vehicle was impounded.  He later pled guilty and was fined $490.

-3 weeks later his car was sent to the FBI who sent him a notice that day and 2 weeks after the transfer explaining procedure for contesting forfeiture.  When he failed to do so, the FBI informed him they administratively forfeited his car to the U.S. gov’t pursuant to the Controlled Substances Act.

-Appellant filed a Little Tucker Act lawsuit arguing that forfeiture violated due process because of inadequate notice, the 8th amendment proscription against excessive fines.  District Ct. granted the U.S. summary judgment.

-Fed. Cir. notes that the Little Tucker Act does not create substantive right of money damages-need money-mandating provision.

-The refund of a penalty improperly exacted pursuant to an Act of Congress is a substantive right for money damages and because appellant alleges the FBI improperly assessed and exacted a penalty pursuant to the Controlled Substances Act and would be entitled to damages if a court found so in judicial proceedings contemplated by the act, the district court properly exercised jurisdiction under the Little Tucker Act.

-Litzenberger failed to assert his Eighth Amendment claim in the exclusive method  required by the Act through filing an  ownership claim and waived his opportunity to assert the claim and the 8th Amendment claim should have been dismissed.

-The 5th amendment claim however could be heard, but his notice was adequate so the district court was affirmed.

-Court declined to determine whether or not 8th amendment is money mandating.

B. Takings

1. Fed. Cir. handles takings claims because analogous to other claims against the government

2. 5th Amend. falls w/in the Tucker Act because 5th Amend. is money-mandating: “. . . nor shall private property be taken for public use without just compensation.”

a) society places burden on individual property-owners so fairness requires society bear burden of cost

b) 5th Amend. does not prohibit takings just provides for compensation

3. Imminent domain—when gov’t takes property this way only issue generally whether compensation enough so district courts can determine-permanent physical occupation is a per se taking regardless of public interest involved

4. Collateral effects: examples dam floods, overflights, regulatory excesses

a) gov’t does not intend to take property but gov’t action deprives owner of meaningful use/enjoyment of property

b) regulatory takings balance

i) economic impact

ii) interference with investment-backed expectations

iii) character of the gov’t action

5. classified as legal issue although ad hoc analysis of factual issues, balancing employed to determine whether compensation is “just” and elusive border between “private” and “public” because don’t want gov’t subject to whim of juries

6. Stat. of limitations: 6 years from accrual of taking which is the point where liability is fixed; for regulatory takings final gov’t action must occur

7. Tortious conduct is not a taking (e.g. a one-time flood); taking must be the result of lawful gov’t action. Property must be taken for public use.

Florida Rock Industries v. U.S. (Fed. Cir. 1994)

-The plaintiff had purchased a 1,560‑acre wetlands parcel shortly before the enactment of the Clean Water Act in 1972, with the sole purpose of mining the underlying limestone. When Florida Rock began mining without a Section 404 permit, the Army Corps of Engineers issued a cease and desist order. Florida Rock stopped mining and began negotiations with the Army Corps of Engineers for a permit. When the permit was denied, Florida Rock filed suit, alleging uncompensated regulatory taking of the land. 

-The Federal Court of Claims twice ruled that the denial of the Section 404 permit by the Army Corps of Engineers constitutes a taking and awarded Florida Rock monetary compensation.

-question of how to approach regulations that diminished the overall market value of property without completely destroying any traditionally recognized discrete property interest

-The Federal Circuit vacated the judgment and remanded for the second time for consideration whether Florida Rock had a valid takings claim. The Court rejected the Court of Claim’s finding that the denial of the permit prohibited all economically beneficial uses of the land and held that a partial deprivation of property rights, measured in reduction of the market value, could constitute a compensable "partial" taking.

-Although the Supreme Court had not decided yet on the fate of partial deprivations in the context of a takings claim, the Circuit Court answered in the affirmative the question whether "the denial of certain economic uses" could amount to a taking of property and whether "some," but not a total, reduction of the market value of the property could have such a severe impact that it would entitle the plaintiff to receive fair compensation.

-The Court held that a balancing test should be used in order to probe whether the regulation went over the threshold that separates an enactment legitimately diminishing the value of the property from a partial taking. 

-Test: (1) "the economic impact of the regulation on the claimant," (2) "the extent to which the regulation interferes with investment‑backed expectations," and (3) "the character of the Government action."  Lucas stood for the proposition that, in cases of total economic deprivation, no balancing of factors is necessary to determine if a taking has occurred.

- Thus, on remand, the Court of Claims would have to balance "competing values" and ascertain, aside from the economic impact on the owner, whether the government overstepped its police power boundary by unfairly allocating the constraints on property ownership to the single owner when the benefits of the regulation are enjoyed by the public at large. As for the economic impact, the lower court will have to determine, based on the fair market value, the extent of the property value reduction resulting from the denial of the Section 404 permit.

-In Florida Rock, the court suggested that a regulation may negatively impact the right to use only if the regulation is for the benefit of the common good, including the plaintiff, and if the negative impact is equitably spread across all beneficiaries of the regulation

-Then the Florida Rock court suggested that, to determine whether less than full devaluations amount to partial takings, courts should examine whether legislatures were "responsible" and "reasonabl[e]" in regulating the use of property. Courts should then reject partial takings claims when regulations result in "shared economic impacts"  and landowners derive benefits from the very regulations that inhibit the use of their land.

-However, the mere fact that a regulation legitimately promotes the public interest will not automatically relieve the government from takings liability, as "the takings clause already assumes the government is acting in the public interest." 

-the proper inquiry is whether the regulation reasonably benefits the plaintiff without unduly singling him out for the benefit of the community.

-Majority recognizes property as bundle of rights: right to exclude, right of use of enjoyment and that property loses value but a compensable taking interferes with these rights.

-The decision was followed by a strong dissent, authored by the Circuit's chief judge. Essentially, the dissent argued that mere loss of value is not a cognizable takings claim "within the meaning of the Fifth Amendment" and that the Supreme Court never held that such a claim could require compensation. Consequently, the majority observation that the entire fee interest was not taken should have ended the litigation. Since rights in land depend on state law, and "value" is not a property right under Florida law, the dissent argued that by allowing such a claim, "takings jurisprudence would become a novel type of Fifth Amendment tort claim for regulatory injury to the landowner ..."  The dissent also mentioned that under Lucas, when less than all of the economically beneficial use of the land is lost, an appropriate ad hoc inquiry would focus on whether a taking occurred and not whether a total or partial taking took place.

-Additionally, the dissent pointed out that under Supreme Court precedent, taking is an "all or nothing proposition." A taking can be found only where there is "confiscatory disparity" between the property rights and value before and after the regulation. Consequently, where only a portion of the wetlands acreage is affected, the owner cannot claim a taking of the fee interest. Moreover, the pertinent value in assessing the change in the property value is the value of the land prior to the permit denial with all the applicable federal and state wetlands regulations in place and not the value of the land before enactment of the regulations.

8. Patent takings:  28 U.S.C.  § 1498(a):  “Whenever an invention described in and covered by a patent of the United States is used or manufactured by or for the United States without license of the owner thereof or lawful right to use or manufacture the same, the owner’s remedy shall be by action against the United States in the United States Claims Court for the recovery of his reasonable and entire compensation for such use and manufacture.”

Motorola, Inc. v. U.S. (Fed. Cir. 1984)

-Motorola had sold to the Marine Corps 30 units of the patented invention, none of which were marked with notice of Motorola's patent rights. More specifically, Motorola had sold to the Marine Corps 30 units of the patented invention, none of which were marked with notice of Motorola's patent rights. The Corps subsequently published a request for proposals to supply an additional 112 units. Motorola filed a response to the request which referred to the patent, but the Corps awarded the contract to another firm. Several years later, Motorola sued for patent infringement  for the alleged unauthorized use by the United States Marine Corps of the patented radar transponder

- In its defense, the United States argued that the claim was barred because the plaintiff had failed to notify the United States of its prospective infringement in accordance with a provision of the Patent Act, 35 U.S.C. 287, that governs the use of patent notices on patented articles

-The Claims Court granted summary judgment for the United States, on the ground that Motorola had failed to adequately notify the Corps, in accordance with 35 U.S.C.  287, that its use of the subject invention would constitute an infringement.

-The Federal Circuit rejected this defense, concluding that section 1498(a)  actions are not identical to infringement actions under the Patent Act, and that the defense set forth in 35 U.S.C. is not incorporated into section 

-1498(a) action is one in which "the patent owner is seeking to recover just compensation for the Government's unauthorized taking and use of his invention, . . .[t]he theoretical basis for his recovery is the doctrine of eminent domain."  As a consequence, in a section 1498(a) action "the United States is not in the position of an ordinary infringer, but rather a compulsory, nonexclusive licensee." 

C. Veterans appeals and MSPB

1. After an ALJ makes a decision a civil servant can appeal to the Merit Systems Protection Board and a veteran to the regional office of the Bd of Veterans Appeals.   Bd of Vet. App. Decisions appealable to Ct App for Vet. Claims which are then appealable to Fed. Cir. MSPB decisions directly appealable to Fed. Cir.

2. Stds of rev

a) Veterans:  questions of law only

b) MSPB: substantial evidence, arbitrary and capricious, or errors of law

Jones v. West (Fed. Cir. 1999)

-Veteran who did not appeal a regional office of the Dept. of Veteran Affairs denial in 1962 of his application that connected his psychiatric disorder with his military service

-The Board of Veteran Appeals later connected the condition with his foreign military service 1993 based on new and material evidence, but did not extend the effective date to the regional office decision, instead limiting to the date of the application to reopen his claim. 

-The veteran filed a claim of clear and unmistakable error in the 1962 decision which the regional office denied then appealed  to the Bd.  which held the claim insufficient as a matter of law then appealed the Bd. decision to the Ct. App. For Veterans Claims which affirmed and then appealed to the Fed. Cir.

-The Fed. Cir. can only review questions of law from the Ct. App. For Veterans Claims.

-a veteran who appeals a regional office’s final decision and the Bd. affirms can only collaterally attack the Bd.’s decision not initial regional office’s decision because the Bd.’s decision subsumes the regional office decision under 38 CFR § 20.1104.

-The court agreed with the veteran that regulation did not provide for subsuming final unappealed regional office decisions, but says that the doctrine of “delayed-subsuming” is applicable

-The Bd. could subsume an unappealed final regional office decision in a later decision even if the claim of clear and unmistakable error was not raised or argued by the appellant to the Bd.

-The ct. holds that because the 1993 decision which reviewed de novo the entirety of the evidence before the regional office in 1962 subsumed the regional office’s decision even on unappealed final decisions on grounds not argued to the Bd. , the regional office’s decision was rendered immune from an attack based on clear and unmistakable error.

-The veteran could attack the Bd’s decision on the same ground directly to the Bd.

US v. Fausto (1988)

-a former employee of the Fish and Wildlife Service sued in the Claims Court to obtain backpay for an alleged wrongful suspension.  He alleged that the Court had jurisdiction under the Tucker Act, 28 U.S.C. § 1491, based on the Back Pay Act, 5 U.S.C. § 5596.  

-The the Civil Service Reform Act did not grant the employee a right to appeal his discharge to the Merit Systems Protection Board because he was classified as a "nonpreference eligible in the excepted service."  The employee, therefore, filed suit in the Claims Court under the Back Pay Act.  This remedy was available to employees of plaintiff's classification before Congress passed the CSRA.  The Back Pay Act permits federal employees to recover back pay if their agency unjustly discharges them

-The Claims Court dismissed the action for lack of jurisdiction on the ground that the Civil Service Reform Act of 1978 (CSRA) comprised the exclusive remedy for civil servants affected by an adverse personnel action and precluded judicial review of Fausto's claim under the Tucker Act.  

-the Federal Circuit reversed, holding that, although the CSRA had not afforded an administrative right of appeal to Fausto because he was a "nonpreference excepted service employee," the statute did not preclude such individuals from seeking Claims Court review traditionally available under the Tucker Act.  The Federal Circuit's decision was based upon the finding that Congress had been silent on the issue of what type of review was appropriate for adverse actions taken against nonpreference excepted service employees under the CSRA and upon precedent holding that, as a matter of statutory construction, repeals by implication are not favored and Congress is presumed to have intended judicial review of agency actions unless there is a persuasive reason to believe otherwise.  
-The Court reversed, stating that the CSRA's lack of a provision for administrative or judicial review of a decision to suspend a nonpreference member of the excepted service was more than Congressional silence. 

-it held that in the context of the entire statutory scheme, including the purpose of the CSRA, the entirety of its text, and the structure of review established by the Act, the omission of any right of review displayed a clear Congressional intent to deny this class of employees any of the protections of the Act‑‑including judicial review.   In particular, the Court noted the attention Congress paid to nonpreference excepted service employees throughout the Act and that, even in the particular Chapter at issue, preference eligible excepted service employees were covered.

-the Court held that Congress carefully weighed all relevant factors and decided to revoke certain employee's Back Pay Act remedies when it passed the CSRA. 

-The dissent could find neither expressed nor implied legislative intent to repeal the preexisting remedy.

D. International Trade

1. History

a) Bd of General Appraisers-1890

b) ITC-1916 –6 commissioners, 3 from ea. party appointed by the Pres. for 9 yr. terms. Chair for 2 yrs.

c) US Customs Ct.-1926 made Art III Ct. 1956

d) US Ct of Int’l Trade-1980-Chief and 8 judges

e) Int’l Trade Admin (Dept. of Commerce)-1980

2. Procedure:

a) Customs (Dept. of Treas)-enforces customs, tariffs for dumping, determines classification issue (e.g., whether a thermos is luggage)

b) Int’l Trade Admin –determines whether dumping occurring and sets dumping margin-complex econ. calculation factoring in taxes/subsidies to find difference in foreign market value and U.S. price and the difference becomes a duty which customs adds.

c) ITC-determines whether dumping poses threat of material injury to domestic industry

d) U.S. Ct. of Int’l Trade -reviews the record for substantial evidence.

Zenith Elec. Corp v. U.S. (Fed. Cir. 1996)


-ITA found companies selling TVs at less than fair value


-ITC affirmed rejecting appellants claimed overhead expense and labor rate adjustments in their Final Determination.


-Ct. of Int’l Trade affirms finding substantial evidence to support ITA’s decision


-Fed. Cir. affirms applying substantial evidence standard.

-Concurrence argues that std. of review required by Atlantic Sugar inappropriate.  Applying substantial evidence standard anew with no deference to Ct. of Int’l Trade

a) gives disappointed litigants another bite at the apple when reviewing court not likely to reverse which just encourages litigators to use expense and delay

b) wastes judicial resources, deflecting attention from more substantive  issues

c) causes the expert body (Ct. of Int’l trade) to abdicate its responsibility to review record knowing its work will be repeated by the Fed. Cir. who won’t appreciate, accord any deference to extensive review.

-Concurrence surmises that Atlantic Sugar decided early in Fed. Cir. career when adopted std. of review  CCPA applied to most cases and that substantial evidence std required by statute only applies to the Ct. of Int’l Trade not the Fed. Cir.

-But counterargument is Congress can remedy by statute if it so desires.

Gerald Metals, Inc. v. U.S.
-The Federal Circuit vacated and remanded the decision of the U.S. Court of International Trade (CIT) which had sustained the determination of the International Trade Commission that the U.S. industry was materially injured by reason of less‑than‑fair‑value (LTFV) imports of pure magnesium from the Ukraine. 

-Noting that both material injury and causation by the LTFV imports were required to sustain the ITC's determination, the Federal Circuit found that substantial evidence on the record did not support the CIT's analysis of material injury "by reason of" the LTFV imports. 

-The Federal Circuit noted that the statute (19 U.S.C. § 1677) requires more than a "minimal or tangential contribution to material harm caused by LTFV goods." In the present case, the records showed the availability of fairly‑traded and freely substitutable pure magnesium from the former Soviet Union in a market with a relatively steady demand; thus, the domestic industry's expectation of being able to raise its prices after an antidumping duty order had been issued for imports of pure magnesium from Canada was not realistic. The Federal Circuit noted that these other factors should have been considered by the CIT. According to the Federal Circuit, the CIT applied an incorrect legal test by finding that any contribution to material injury by the LTFV imports was sufficient to satisfy the causation requirement.

-Although some dumping occurred there was no sufficient facts to show causal nexus between it and the injury to domestic industry which was more likely due to growing world supply.

U.S. Shoe Corp. v. U.S. (Fed. Cir. 1997)

- Congress imposed the Harbor Maintenance Tax (HMT) as part of the Comprehensive Water Resources Development Act of 1986.  The Act imposes an ad valorem tax equal to 0.125 percent of the value of the commercial cargo involved in any port use of federally maintained navigable waterways.  Money collected pursuant to the Act is transferred by Customs to the Harbor Maintenance Trust Fund for disbursal upon further appropriations by Congress.  U.S. Shoe paid the HMT on articles exported for the period April 1 through June 30, 1994. -It then brought suit in the Court of International Trade for the refund of these payments on the ground that the HMT, as applied to exports, is unconstitutional. 

-Neither party disputed that the Court of International Trade possessed exclusive jurisdiction, pursuant to 28 U.S.C. section 1581, to hear a suit for a refund of the HMT. The only dispute relating to jurisdiction was whether subsection (a) or subsection (i) of section 1581 applied. 

-The United States argued that section 1581(a) conferred jurisdiction over this dispute and that the date of payment constituted a protestable event that started the time within which an exporter could seek judicial review.  Therefore, asserted the government, there could be no jurisdiction because U.S. Shoe did not file a timely protest.

- U.S. Shoe argued that acceptance of payment by Customs was not a protestable decision and therefore that subsection (a) could not apply.

- the Court of Appeals, hearing the case as a five‑judge panel, ruled that the Court of International Trade correctly exercised jurisdiction under 28 U.S.C. section 1581(i) and concluded that the HMT violates the Export Clause because it is a tax on exports rather than a user fee. 

-the court sat as 5 judge panel as allowed by their organic statute because the CIT sits in panels of 3 and CCPA traditionally sat in panels of 5 and prevents en banc review in some cases (court less inclined to rehear).

-Customs' passive collection of money in the amount required by statute could not be considered a decision because prior case law indicated that Customs must engage in some sort of decision‑making process in order for there to be a protestable decision. 

-The Export Clause provides that no tax or duty shall be laid on articles exported from any state, and the Supreme Court recently held that the Export Clause does not permit "the imposition of a generally applicable, nondiscriminatory federal tax on goods in export transit." Thus, if the HMT is a tax on goods in export transit it is invalid.

-The HMT statute repeatedly refers to the HMT as a tax, and it is codified in the Internal Revenue Code.  However, the government argued that these facts were not dispositive and that the HMT was actually a user fee. 

-Applying the rule of Evansville‑Vanderburgh Airport Auth. Dist. v. Delta Airlines the court focused on whether the HMT was based on a fair approximation of use. 

-  U.S. Shoe argued that the HMT was not a fair approximation of the cost of the benefits received by exporters because its amount bore no relationship to the size or weight of the vessel.  Also, there was no correlation between the amount of fees collected at a particular port and the expenditure of funds from the Harbor Maintenance Trust Fund to maintain that port.  In addition, U.S. Shoe asserted that the HMT was not consistent with a true user fee because so many users were exempted. 

-The government relied on several cases in which similar user fees had been upheld

-the court  found those cases not dispositive because in each the payer of the fee was the direct beneficiary and did not agree with the government's claim that the fair approximation of use referred to the value of the benefits received, rather than the costs of the benefits received.  Therefore, since the HMT was not based on a fair approximation of use and, as such, was not a permissible user fee, it must be a tax. 

-The court disposed of the government's contention that the HMT is not levied against exported articles and therefore, is not unconstitutional. The court pointed out that the HMT is imposed on an ad valorem basis at the time the exported goods are loaded on the vessel, thus, making the exporter, rather than the manufacturer, pay the tax

-The court believed the Supreme Court's recent affirmation of the breadth of the Export Clause justified a narrow construction  and considered that the power to regulate commerce cannot completely override the effect of the Export Clause. The court concluded that U.S. Shoe was properly granted summary judgment and a refund of the HMT amount paid. 

-  Circuit Judge Mayer dissented, considering that the HMT was a user fee and therefore did not violate the Export Clause.  Noting the responsibility of the courts to avoid constitutional questions, he said that where an otherwise acceptable construction of a statute would raise serious constitutional problems, the court should construe the statute to avoid such problems unless such a construction is plainly contrary to the intent of Congress.  By construing the HMT as a user fee, the court could avoid the question whether the assessment violates the export clause.  Judge Mayer also urged the court to look not only to statutory language, but also to the design of the statute as a whole and to its object and policy. The Senate and House Reports characterize the HMT as a means to repay costs related directly to the servicing of commerce, rather than as a measure for raising revenue.  Thus, the legislative history supports interpreting the HMT as permissible under the Export Clause.

E. Appeals from the PTO

1. Trademark

Kenner Parker v. Rose Art Indus. (Fed. Cir 1992)



-the "DuPont factors

(1) The similarity or dissimilarity of the marks in their entireties as to appearance, sound, connotation and commercial impression.

(2) The similarity or dissimilarity and nature of the goods or services as described in an application or registration or in connection with which a prior mark is in use.

(3) The similarity or dissimilarity of established, likely-to-continue trade channels.

(4) 
The conditions under which and buyers to whom sales are made, i.e. "impulse" vs. careful, sophisticated purchasing.

(5) 
The fame of the prior mark (sales, advertising, length of use).

(6) 
The number and nature of similar marks in use on similar goods.

(7) 
The nature and extent of any actual confusion.

(8) 
The length of time during and conditions under which there has been concurrent use without evidence of actual confusion.

(9)
The variety of goods on which a mark is or is not used (house mark, "family" mark, product mark).

(10) 
The market interface between applicant and the owner of a prior mark:



(a) a mere "consent" to register or use.

(b) agreement provisions designed to preclude confusion, i.e., limitations on continued use of the marks by each party.

(c) assignment of mark, application, registration and good will of the related business.

(d) laches and estoppel attributable to owner of prior mark and indicative of lack of confusion.


(11) The extent to which applicant has a right to exclude others from use of its mark on its goods.

(12) The extent of potential confusion, i.e., whether de minimis or substantial.

(13) Any other established fact probative of the effect of use.

-Kenner Parker owned five federal registrations, four of which were incontestable, for the mark PLAY-DOH for modeling compounds and related accessories. Kenner Parker opposed Rose Art's application to register FUNDOUGH as a trademark for the same kinds of products - modeling compounds and related accessories.  

-The Trademark Trials and Appeals Board of the PTO dismissed  Kenner Parker's opposition.  It held that there was no likelihood of confusion between FUNDOUGH and PLAY-DOH.  The Board treated the fame of Kenner Parker's mark as a liability. It relied on a statement made by the Federal Circuit in B.V.D. Licensing Corp. v. Body Action Design, Inc. to the effect that "the fame of a mark cuts both ways with respect to likelihood of confusion. The better known it is, the more readily the public becomes aware of even a small difference."  The Board reasoned that confusion tended to be unlikely because the public was able to detect the dissimilarities in the marks. 



-The Federal Circuit disagreed, sidestepping its B.V.D. statement. 

-The Federal Circuit criticized the Board for misreading the B.V.D. case and taking the statement out of context. The court emphasized that it had consistently afforded strong trademarks "a wider latitude of legal protection than weak marks" and cited cases to prove it.   The noted that "the holding of B.V.D., to the extent it treats fame as a liability, is confined to the facts of that case." 

-It noted the public policy rationale that trademarks benefit producers who build up goodwill in their trademarks and consumers who rely on them.  Kenner Parker had in vested massive amounts of money to establish PLAY-DOH goodwill, and consumers recognized the mark as symbolizing superior products for children.  It would be absurd to decrease the protection of a trademark at the same time a company succeeded in increasing the fame of the mark.  Thus, the court reasoned, as the fame of a mark increases, so too does the protection against similar marks.

- Kenner Parker filed its opposition based on likelihood of confusion under section 2(d) of the Lanham Act, and the Federal Circuit dutifully reviewed the likelihood of confusion factors set forth in DuPont The court observed that famous or strong marks enjoy a wide latitude of legal protection and that after trademark fame and consumer trust are established, the mark is often subject to exploitation. A competitor can quickly obtain economic advantage by trying to "snuggle as close as possible to a famous mark," a proximity the court simply was not willing to accept.  The court issued a blunt warning: "A strong mark ... casts a long shadow which competitors must avoid." It went on to describe the protection afforded famous marks in an inverse formula: "As a mark's fame increases, the Act's tolerance for similarities in competing marks falls." 

-Once the Federal Circuit found that the PLAY-DOH mark was famous in Kenner Parker, it applied other relevant DuPont factors to find likelihood of confusion.  In analyzing the similarity of PLAY-DOH and FUNDOUGH, the court explained that the prefixes PLAY- and FUN- conveyed a similar impression, especially in the context of a child's plaything.  Furthermore, the suffixes -DOH and -DOUGH sound alike, and "doh" is a simplified spelling of "dough."  The Federal Circuit also observed that in the context of a far less famous mark, FUN FACTORY, the Board had properly concluded that PLAY FACTORY was confusingly similar. The court went on to state that the marks were used on practically identical, inexpensive products, sold in practically identical channels of trade, to buyers not exercising a great deal of care.  Finally, the court reaffirmed the longstanding doctrine that any doubt about confusing similarity should be resolved against the newcomer.


2.     Patents

In re Zurko (Fed. Cir. 1998)

- In 1990, applicant Mary E. Zurko applied for a patent on improved ways of maintaining a secure environment in computer systems

-The patent examiner rejected Zurko's claims, inter alia, as obvious in light of the UNIX and FILER2 prior art references

- On appeal from the patent examiner's rejection, the Board agreed, the Board rejected Zurko's argument that the use of a trusted (as opposed to untrusted) path to seek and receive verification from the user before command execution constituted a non-obvious advance over the prior art

-The Administrative Procedure Act ("APA") sets forth a standard for judicial review of federal agency determinations.  The Federal Circuit applied the same standard of review in appeals from both the U.S. district courts and the USPTO.  The court reviewed questions of law de novo  and questions of fact under a clearly erroneous standard.  With regard to the Federal Circuit's review of the USPTO's factual findings, the clearly erroneous standard is more stringent than the APA's arbitrary and capricious or substantial evidence standard

-Zurko appealed the Board's decision to the Federal Circuit, which ultimately concluded that the decision should be reversed.  

-The Federal Circuit noted at the outset that obviousness is a legal question based on underlying factual determinations.  Furthermore, the court indicated that what a prior art reference teaches and "whether it teaches toward or away from the claimed invention are questions of fact."  

-Reviewing the references cited by the Board, the Federal Circuit held that neither UNIX nor FILER2 teaches communication with the user over a trusted pathway.  The Federal Circuit ruled that the Board impermissibly used hindsight in evaluating the claimed invention.  The court thus held that the Board clearly erred in finding that the prior art teaches, either explicitly or inherently, the step of obtaining confirmation over a trusted pathway .

- The Federal Circuit, en banc, determined that it would adhere to its traditional standard of review, rather than apply the standards prescribed by the APA.  

-First, the court noted that the substantial evidence or arbitrary and capricious standards of reviewing agency factual findings under the APA would require the Federal Circuit to review the Board's decisions on the Board's reasoning.  In contrast, the clearly erroneous standard would dictate affirmance of the Board's findings so long as the Federal Circuit lacked a definite conviction that a mistake had occurred.  Moreover, such a determination would require the court to review Board decisions on the Federal Circuit's reasoning.  Thus, the present Federal Circuit standard of review differed from those prescribed by the APA both in character and the degree of deference contemplated. 

-The Federal Circuit acknowledged that Congress had specifically contemplated exempting the work of the Patent Office from the purview of the APA, but ultimately did not take such action.  Nevertheless, the Federal Circuit interpreted the history of the APA as suggesting that Congress drafted the APA to apply to agencies generally, but that it did not intend the APA to alter the review of substantive USPTO decisions by the courts. 

-the common law apparently recognized several standards before 1947, including "clear error and its close cousins."  The more searching clear error standard of review that the Federal Circuit has applied in lieu of the substantial evidence standard of the APA represents an "additional requirement" noted in the cases before 1947.  Accordingly, the Federal Circuit concluded that it will continue to apply the clear error standard under the exception in section559 of the APA

-Through its choice of standard, the court hoped to "encourage administrative records that more fully describe the metes and bounds of the patent grant than would a more deferential standard of review."  Finally, the Federal Circuit advocated that the clearly erroneous standard would "preserve the confidence of inventors who have relied on this standard in prosecuting their patents," "promote consistency between [the court's] review of the patentability decisions of the board and the district courts in infringement litigation," and "help avoid situations where board fact finding on matters such as anticipation or the factual inquiries underlying obviousness become virtually unreviewable."

Dickinson v. Zurko (1999)

- On writ of certiorari, the Supreme Court, by a six to three vote, reversed the en banc judgment and held that the Federal Circuit must use the APA's standards to review the PTO's fact-findings

-The Court's opinion, written by Justice Breyer, first addressed the Federal Circuit's claim of exception under section559. The Court read section559 as requiring that any exception to the APA's review standard be clearly stated, lest the APA's purpose of bringing uniformity to the judicial  review of agency decisions be frustrated.  

-In this case, the Supreme Court found that no such clear exception existed because none of the cases cited by the Federal Circuit as embodying the pre-APA review standards supported the idea of a preexisting less deferential standard.  The Court reached this conclusion because the specific meanings given to the standards used in the cases cited by the Federal Circuit were not firmly established before the adoption of the APA and prone to divergent use by the courts.  The pattern in those cases indicated that the courts deferred to the PTO's expertise, thus suggesting the use of the more deferential standards. 

-Having considered the CCPA's explanations, the origins of the review standards, and the different wording of the CCPA's standards, the Court concluded that the Federal Circuit's less deferential standard did not amount to "an additional requirement" under 5 U.S.C. 559

-The Court then turned to the other arguments made in favor of the Federal Circuit's decision. Addressing the argument that any change to the less deferential review standard would disturb the public's reliance, the Court decided that the creation of an exception under section559 would be more disruptive, since such a precedent would invite other agencies and courts to depart from the APA's uniform requirement. 

-The Court downplayed the practical effect of a change in the Federal Circuit's standard by pointing to the Court's inability to find another case where the outcome depended upon the standard used.  Next, the Court dismissed as unimportant the argument that its ruling would force the Federal Circuit to use different review standards depending on whether a litigant appealed the Board's decision directly or indirectly.  The Court did not believe that litigants would take the more costly indirect route through the district court in order to obtain a less deferential judicial review of the PTO's determination. 

-Finally, rejecting the argument that a less deferential standard would promote better agency fact-findings, the Court found no reason  [*217]  for subjecting the PTO to a standard different from those applied to other agencies

-Chief Justice Rehnquist, joined by Justices Kennedy and Ginsburg, dissented. They argued that, because section559 embodied Congress's intent to bring uniformity to and to raise the standard of judicial review over agencies, the case turned on whether the CCPA used that less deferential "clearly erroneous" standard before Congress passed the APA.  In making that determination, the dissent urged the Court to defer to the Federal Circuit rather than to the PTO.  In addition, the dissent disagreed with the majority's interpretation that section559 included a "clear statement" requirement.  Finally, the three dissenting justices adopted the Federal Circuit's rationale as part of their dissent.

-Majority surmises that there is really no difference in the standards and recognize the court will likely find a way to review the whole record by characterizing an issue as a question of law rather than fact.

3. PTO-District Court Appeals

Fregeau v. Mossinghoff (Fed. Cir. 1985)


-Pre Zurko but standard that still applies to appeals from district courts

-Applicant sued in district court challenging PTO’s Bd. of Appeals determination that his invention for a method for enhancing the flavor of a beverage through a magnetic field was unpatentable because it lacked utility due to inoperative ness.  The district court affirmed the Bd.

-The appellant argued that the district court should have made a de novo review of the evidence before it.

-The Fed. Cir. determines that “the applicant does not start over to prosecute his application before the district court unfettered by what happened in the PTO.”

-The ct. notes that when it hears a board decision the standard of review is clearly erroneous and “a difference in result in this court is not logically justifiable, if the evidentiary record before the district court is the same as that before the board, simply because of the review route chosen.”


-Any reference in the jurisdictional statute to de novo review  is for the provision allowing the introduction of new evidence.

-The conclusions of appellant’s taste sensitivity tests were unclear and that physical property changes evidenced by objective tests were de minimis.  The expert appellant relied on did not present the type of evidence convincing in the scientific community, so it was not improper to find the opinion of one expert insufficient to overcome the PTO’s determination.  

-The record did not reveal clear error by the district court in finding the invention inoperative.

F. ITC Patent Appeals

Corning Glass v. U.S. ITC (Fed. Cir. 1986)

-Section 337(a) of the Tariff Act of 1930, as amended, prohibits unfair methods of competition and unfair acts regarding imports as follows: 

Unfair methods of competition and unfair acts in the importation of articles into the United States, or in their sale by the owner, importer, consignee, or agent of either, the effect or tendency of which is to destroy or substantially injure an industry, efficiently and economically operated, in the United States, or to prevent the establishment of such an industry, or to restrain or monopolize trade or commerce in the United States, are declared unlawful, and when found by the Commission to exist shall be dealt with, in addition to any other provisions of law, as provided in this section.

-In this case, Corning and Sumitomo were actively engaged in the manufacture and production of optical waveguide fibers for sale in the United States.  Complainant Corning charged respondent Sumitomo with direct infringement of Corning's patent on certain optical waveguide fibers and with the unauthorized importation and sale of fibers manufactured abroad using a patented process for making optical waveguide fibers. 

-The Federal Circuit found that the imported Japanese products were infringing upon a valid, enforceable patent. Nevertheless, the court did not believe that there was sufficient injury to constitute a violation of section 337. 

- In the initial determination, the ALJ found that the infringement by the imported products did not tend to destroy or injure the relevant industries.  In reaching that conclusion, the ALJ held that the relevant market in the United States had been expanded and would continue to expand faster than the capacity of the domestic industry to meet consumer demands. Thus, any infringing importations by the respondent would have no effect on the sales or prices of the domestic producers. n109 Furthermore, the imports were likely to diminish in the years to follow. 

-The Commission affirmed the ALJ's finding that Sumitomo's infringing imports had no tendency to substantially injure the relevant domestic industries even though the imports infringed the complainant's patents. 

-On appeal, the Federal Circuit recognized that it was totally within the province of the ITC to define the meaning of the statutory requirements needed to invoke section 337. The court, therefore, deferred to the Commission's determination that an unfair method of competition must have "the effect or tendency to destroy or substantially injure a domestic industry in the United States

-Citing Textron,  Corning argued that Sumitomo's importation of infringing products would result in "conceivable losses of sales." 

-The Federal Circuit, however, reiterated its understanding  that section 337 was not intended to function as a mere international extension of private rights under the patent statute.  Rather, a complainant must demonstrate more than mere infringement of its patent before the unique remedies of section 337 are available.  Section 337 was not intended to benefit directly the particular complainant but was intended to protect the United States domestic industry of which the complainant is a member. 

-Even if Corning constituted the entire United States domestic industry, the injury provision is not satisfied by any injury but by an effect or tendency "to destroy or substantially injure the domestic industry."  "Congress has directed that the remedy of Section 337, involving as it    does the act of the sovereign enclosing our borders to certain imports, be exercised only in those instances where at least there is proof of a tendency to substantially injure the subject industry."

-Nevertheless, Corning also argued that based upon the past sales of Sumitomo, the domestic industry had been substantially injured. n121 Sumitomo's sales of infringing imports apparently totaled several million dollars. The Federal Circuit, however, agreed with the ITC that "significant" required inquiry beyond the amount of lost sales.  For instance, a comparison of lost sales to total sales suffered by the domestic industry provided a more accurate reflection of the actual injury to the domestic injury rather than considering only the lost sales.  Thus, the Federal Circuit refused to ignore the injury requirement and affirmed the ITC decision that no violation had occurred even though the patents were infringed.  

G. Patent Jurisdiction from District Courts

Atari, Inc. v. JS&A Group (Fed. Cir. 1984)

-The chips in the Atari cartridges are Read Only Memory (ROM) which can be neither reprogrammed nor erased.  Atari copyrighted the cartridge programs as audiovisual works. JS&A, an electronics retailer, began marketing its Prom Blaster device and blank cartridges for use with the device in the fall of 1983.  This device allowed a consumer to make a duplicate copy of a Atari 2600-type cartridge onto a blank cartridge.  JS&A marketed the device as a way to make back-up copies of 2600-type games.  JS&A also sold game cartridges and granted the right to copy and sell those games to the purchasers of Prom Blaster.

- Atari filed suit against JS&A alleging contributory copyright infringement,  patent infringement, unfair competition, deceptive trade practices, fraud, state unfair competition, and misappropriation.  The district court granted a preliminary injunction enjoining JS&A's contributory copyright infringement.  

-Atari moved under Federal Rules of Civil Procedure 13(i) and 42(b) for an order separating the patent count for trial and judgment.  The sole purpose for this motion was Atari's desire that any appeal from the copyright injunction be brought before the Seventh Circuit and not the Federal Circuit.  The district court granted Atari leave to separate the patent count.

-JS&A filed notice of appeal of the preliminary injunction order in the Federal Circuit.  Atari moved to transfer the appeal to the Seventh Circuit, alleging that the Federal Circuit lacked jurisdiction to hear the appeal.  The CAFC elected, sua sponte, to consider the transfer motion en banc.  The CAFC denied the motion to transfer the appeal and held that the case was properly in that court.  The court also held that the law of the Seventh Circuit would apply to non-patent issues. 

-28 U.S.C. §  1295(a)(1) provides:

(a) The United States Court of Appeals for the Federal Circuit shall have exclusive jurisdiction 

(1) of an appeal from a final decision of a district court of the United States, the United States District Court for the District of the Canal Zone, the District Court of Guam, the District Court of the Virgin Islands, or the District Court for the Northern Mariana Islands, if the jurisdiction of that court was based, in whole or in part, on section 1338 of tills title, except that a case involving a claim arising under any Act of Congress relating to copyrights or trademarks and no other claims under section 1338(a) shall be governed by sections 1291, 1292, and 1294 of this title. 

-Section 1338 provides: 

(a) The district courts shall have original jurisdiction of any civil action arising under any Act of Congress relating to patents, plant variety protection, copyrights and trade-marks.  Such jurisdiction shall be exclusive of the courts of the states in patent, plant variety protection and copyright cases. 

(b) The district courts shall have original jurisdiction of any civil action asserting a claim of unfair competition when joined with a substantial and related claim under the copyright, patent, plant variety protection of trade-mark laws. 

-The court noted that because a statute defines the jurisdiction of the Fed. Cir., the plain language of the statute is the clearest indication of the court's jurisdiction Because the complaint stated a claim for patent infringement as well as a claim for contributory copyright infringement, the statutory exception did not apply in the instant case

-The court flatly rejected the contention that the separation order affected its jurisdiction.  First, the separation order under Rule 42(b) is procedural, not substantive and therefore does not affect jurisdiction.  Second, Rule 42(b) does not sever claims but merely separates the claims temporarily.  Third, there was no authority for the use of Rule 42(b) to route appeals to different circuits.  Fourth, despite the separation order, there was only one case.  All that the separation order changed was the sequence and timing of the trial.

-The Fed. Cir. determined that its "potential subject matter jurisdiction to hear any appeal in this case arose under the statute when Atari filed its complaint seeking an exercise of the district court's jurisdiction on its patent claim under §  1338."  The court stated that the time of filing of the appeal is not the proper time to determine appellate jurisdiction because the statute predicates jurisdiction on district court jurisdiction and district court jurisdiction is measured at the outset of the case and Fed. Cir’s jurisdiction was unaffected by later events

- The court pointed out that the critical question was whether the district court's jurisdiction was based on section 1338.  Relying on past decisions,  the court held that no matter what the complaint indicated, the nature of the suit could indicate that jurisdiction was actually based on section 1338.  Jurisdiction was determined by the nature of the allegations in the complaint filed.

-Noting that the legislative history supported the idea that trivial or frivolous patent claims added only to manipulate appellate jurisdiction should be separated by the district courts,  the court found no indication of a frivolous or trivial patent count.  The court found it incongruous to suppose that Congress supported the idea of appellate forum shopping by allowing separation of non-trivial patent claims

- Looking at the four problems which Congress sought to avoid, the court concluded that the only way to meet all the intentions of Congress was for the CAFC to hear the appeal but to apply Seventh Circuit law to the copyright issue.  The court stated that if the appeal was transferred to the Seventh Circuit, the problem of  Fed. Cir. appropriation would be avoided.  The problems of bifurcation, specialization and forum shopping, however, would not be avoided.  If the Fed. Cir. heard the case but did not apply Seventh Circuit law, forum shopping would be encouraged and the Fed. Cir. would begin to appropriate other issues.  The Fed. Cir.  thus denied the motion to transfer the appeal and held that Seventh Circuit law would be applied. 

-Reviewing past decisions which applied the law of other circuits, the court stated that "[t]he concept of a circuit looking in this case to the established, discernable law of the involved circuit is unique, but no more unique than is this court and the congressional pioneering that created it."  The court ordered the parties to submit briefs on the merits in view of the Seventh Circuit law.  The panel was to sit as though it was a panel of the Seventh Circuit. 

- Two separate opinions, concurring in result, indicated that the case should be decided on the narrow issue at hand and that the broad dicta of the opinion was unwarranted.

Biodex Corp. v. Loredan Biomedical Inc. (Fed. Cir. 1991)

-Jury found one of appellant-assignee’s patent invalid the other not infringed.  On appeal appellant argued the verdicts were not supported by substantial evidence.  The defendant argued that appellant did not preserve the issues for appeal by filing a post-verdict motion in the district court.

-The court noted that their practice had been to defer to regional circuit law when the precise issue involves interpretation of FRCP, local rules of the district court, or substantive legal issues not within their exclusive subject matter jurisdiction when reviewing cases arising under the patent laws in order to facilitate consistency in future trial management.

-Court explains however that “[w]hen there is an essential relationship between our exclusive statutory mandate or our functions as an appellate court and the relevant procedural issue may be committed to our jurisprudence.”

-Court determines that uniformity is better served by applying its own law to the issue involved because a district court would not be serving two masters because the availability of appellate review is irrelevant to the conduct of the trial or any decision on substantive legal issue that may arise during trial and their national jurisdiction will add uniformity and predictability for a nationwide standard of preserving reviewability of sufficiency of the evidence in patent cases.

-The court concludes that they cannot review absent some post-verdict disposition by deferred ruling or post-verdict motion.

Nobelpharma v. Implant Innovations (Fed. Cir. 1998)

-Nobelpharma AB (Nobelpharma), filed an infringement suit against Implant Innovations, Inc. (3I) in 1991, alleging that 3I's dental implants infringed Nobelpharma's patent.  

-3I brought an antitrust counterclaim, alleging that Nobelpharma was asserting a patent it knew was invalid.  According to 3I, the patent was invalid because of the inventor's intentional failure to disclose a book describing the invention, published more than one year prior to the patent application date,  as well as his failure to disclose best mode during the prosecution of the patent application before the Patent Office.

-The Federal Circuit reapplied the standard used by the district court to review the grant of 3I's motion for judgment as a matter of law. Under the applicable standard of review, the record is reviewed in the light most favorable to the non‑movant

-The court found the inventor's testimony to be persuasive evidence because it demonstrated that, "[the inventor] was aware that a variety of undisclosed machining parameters were critical to the production of a functional implant at the time he filed his patent application.” In unusual circumstances, like those in Nobelpharma, an admission by the plaintiff's witness can support entry of judgment as a matter of law in favor of the defendant.

- Typically, the Federal Circuit is guided by the law of the regional circuit in which the district court sits when reviewing a judgment involving federal antitrust law.  Nevertheless, "[w]hether conduct in the prosecution of a patent is sufficient to strip a patentee of its immunity from the antitrust laws is one of those issues that clearly involves our exclusive jurisdiction over patent cases."   Accordingly, an en banc panel of the Federal Circuit concluded that the court "should decide these issues as a matter of Federal Circuit law, rather than rely on various regional precedents."  

-This new rule applies equally to all antitrust claims premised upon patent infringement, and therefore, all inconsistent precedent was expressly overruled.  The Federal Circuit noted, however, that it would continue to apply the regional circuit law to other antitrust issues, including relevant market, market power, and damages

- To strip a patentee of its exemption, the antitrust plaintiff must demonstrate that the patentee obtained the patent by knowingly and willfully misrepresenting facts to the PTO.  

-Fraud, however, is distinguished from inequitable conduct.  Inequitable conduct is an equitable defense in a patent infringement action, while fraud is a potentially more serious offense and may expose a patentee to antitrust liability.  A finding of fraud requires a higher threshold of both intent and materiality than does a finding of inequitable conduct.  A finding of fraud under the Walker Process Doctrine must be based upon clear and independent evidence of an intent to deceive, coupled with a clear showing of reliance upon such misrepresentation.  Therefore, inequitable conduct may act as a shield, whereas fraud acts as a sword.

-  After reviewing the facts, the Federal Circuit concluded that substantial evidence existed upon which a reasonable finder of fact could deny NP immunity from antitrust liability.  First, the jury reasonably could have concluded that Branemark, a named inventor of the disputed patent and a member of NP's board of directors, withheld important prior art with the requisite intent to defraud the PTO.  Second, the Federal Circuit determined that substantial evidence existed with respect to the materiality of the withheld prior art.  Third, a reasonable jury could have found that NP brought suit against 3I with knowledge of the patent applicant's fraud based upon given testimony which suggested that two of NP's then‑officers were aware of such fraud. 

-Further, the Federal Circuit concluded that the district court's instructions to the jury regarding fraud substantially comported with the law.  As a result, there was no basis for granting NP's motion for a new trial.  Thus, the court affirmed the denial of NP's motion for JMOL and found that NP was properly deprived of its antitrust immunity under the Walker Process doctrine. 

1. Issues where Fed. Cir. will and will not defer to regional circuit law

a) Defer

i) Joinder

ii) Rules of Evidence

iii) Subpoenas

iv) Summary Judgment: Sup. Ct. Celotex Trilogy so everyone applies the same law.

v) First JMOL failure

vi) Mootness

vii) Ripeness

viii) Waiver of jury trial

b) No deference

i) Substantive trademark law (however, everyone just applies Dupont factors which is a CCPA case so everyone follows the Fed. Cir.)

ii) Personal jurisdiction

iii) Subject matter jurisdiction

iv) Separate inequitable conduct claims in  nonjury cases

c) Fed. Cir. will defer when a separate rule would disrupt functioning of the District Court so that it does not have to serve two masters but will not defer if procuring or enforcing a patent is at stake to achieve desired uniformity.

H. Plant Patents

1. Plant Patent Act v. Plant Variety Protection Act

a) PPA (35 USC § 161)

i) relaxed written description requirement

ii) only asexual reproduced plants are within the scope of the act, e.g. cutting and grafting

iii) “variety” means a single plant

b) PVPA (7 USC § 2402(a))

i) seed reproduction within the scope of the act

ii) “variety” means a “new distinct, uniform and stable strain of plant.”

Imazio Nursery, Inc. v. Dania Greenhouses [1303] (Fed. Cir. 1995)

-Imazio claimed the ( infringed its plant patent. The (’s plant had the same internal and external characteristics and blooming cycle, but the ( introduced evidence that it had created the plant independently.

-( sued under the PPA and comparison with the PVPA is not dispositive because it has different purposes than the PVPA 

-“Variety” in the PPA encompasses a single plant, the plant shown and described in the specification.  The patent applies only to the progeny of the single plant rather than the entire range of plants having essentially the same characteristics.  

-The court muse determine the scope and meaning of the patent claim and then compare it to the allegedly infringing plant.

-The patentee must prove that the alleged infringing plant is an asexual reproduction—a progeny of the patented plant.  Independent creation of the accused plant is a proper defense plant infringement because it would show the accused plant is not an asexual reproduction of the patented plant.

-Plants are eligible for utility patent protection.

Pioneer Hi-Bred v. JFM (Fed. Cir. 2000)

-the (s argued that the PPA  and PVPA preclude application of title 35, the general patent statute (utility etc.) because a 

general statute must give way to a specific.

-The court determines that neither congress nor the courts excluded new plant varieties from the general patent statute and the enactment of the PVPA did not effect such and exception

-Congress had presumed that the only way to get plant protection was through a special statute, but the Sup. Ct. proved they were wrong in Chakrabarty when it held that living things were patentable.

-Congress was trying to surmount the obstacle of the written description requirement, but that is  now possible due to genetic research capabilities.

-Reconcilable w/ Imazio because the issue in Imazio was the meaning of the term “variety” not patent eligibility and Congress did not specifically exclude plants from §101.

III. Procedural Doctrines in Patent Law

A. Standing

1. In general-requires actual or threatened injury

2. At the PTO

a) there is no right to intervene to prevent issuance of an invalid patent

b) ALDF v. Quigg (Fed. Cir. 1991)-( challenging PTO notice that “non-naturally occurring multi-cellular, nonhuman organisms are patent eligible” have no standing because they allege no injury peculiar to them, but only a generalized grievance shared by the entire population.  (Moral issues are for Congress to decide).

Waterman v. Mackenzie [1176] (1891)


-the ( Waterman had assigned the patent on his fountain pen to his wife who assigned it to a 3d party. 


-( sued for infringement, (s claimed he had no standing because he no longer owned the patent

-A patent, when assigned to secure a debt, may be treated as a mortgage, and when properly recorded at the patent office, passes whole title, including the sole right to maintain an action for infringement in law or equity

-The distinction between an assignment and a license does not depend on how the parties style the transfer, but the legal effect of the transfer. If limited to a geographic area it may be an assignment, but the assignee may only maintain an action for infringement within the specified district.

-A mere licensee has no right to sue alone must join the patentee unless the patentee is the infringer in the case of exclusive license where the licensee has the right to make, use, sell and promise of exclusivity.

-Economic injury alone does not give standing.

-An assignment of the entire patent right when recorded in the patent office may be absolute or a mortgage, but when a mortgage as with mortgage on other types of property, whole title passes unless otherwise specified and remains with the mortgagee subject only to the condition subsequent.  

-The only party with standing to sue for infringement is the title holder.

Ortho Pharmaceutical Corp. v. Genetics Institute [1180] (Fed. Cir. 1180)


-Agreement states

“Amgen hereby grants to Ortho but not Affiliates except as hereinafter provided, an exclusive license to make in one location, have made and use licensed know-how, licensed patents and licensed products in the licensed territory in the licensed field and to sell licensed products in the licensed territory.”

-Fed. Cir. finds not an exclusive license despite language of agreement because of the ambiguity in “make in one location”.   Assignees rights are limited and others can use in other locations. Exclusive licenses can be territorial but here it is not clear what the territory is.

B. Personal Jurisdiction

Beverly Hills Fan Co. v. Royal Sovereign Co. [1183] (Fed. Cir. 1994)

-( Ultec manufactured fan in Taiwan that allegedly infringed ( Beverly’s patent. ( was incorporated in China. Royal was incorporated in New Jersey and distributed the fan in the United States. ( was incorporated in Delaware, had its PPOB in Calif. and filed suit in E.D. Va. (s had no assets, no agents for service of process, nor a license to do business in Va.  Ultec never shipped a fan there and Royal made a one-time sale of unrelated goods there in 1991 which represented <3% of its sales that year. ( produced affidavits that the accused fans had been purchased from a chain of stores in VA and that ( did substantial business there.

-The Fed. Cir. determines that the alleged foreign infringer’s sole contact with the forum, indirect shipments through the stream of commerce, the Constit. and VA’s long-arm statute allow personal jurisdiction.

-The Fed. Cir’s creation and application of its own law in this area would promote efficiency, be consistent with their mandate, and would not create undue conflict so no deference to regional circuit law is necessary. Creating a nationwide rule is necessary to prevent alien infringer’s from being immunized from suits by different court’s interpretations of the correct forum.

-(s placed the fans in the stream of commerce, knew the likely destinations and had enough conduct, connections to VA such that they could reasonably expect being hailed into court there.

-The location of the injury is the location where the infringing activity directly impacts the interests of the patentee and substantial revenue was derived therefrom. Advantage to ( in forum shopping not significant, dismissing the realities of the pressures of the expedited forum on discovery (depositions, prior art, etc.) on preparing an effective defense.

-Fed. Cir. also influenced by VA’s tendency to expedite patent cases. The Fed. Cir. nearly always finds personal jurisdiction because of its pro-patent approach of providing patentees with a  remedy.

C. 7th Amend.

Markman v. Westview Instruments, Inc. [1197] (1996)

-( Markman claimed ( infringed its patent on bar-code method of tracking articles of clothing during dry-cleaning process. (’s invention monitored the progress of ea. article with optical sensors while (’s only kept track of transactions and did not detect additions or deletions from expected inventory. District Court defined inventory as articles of clothing not transactions and designated the question as for the court not the jury.

-Sup. Ct. finds that claim construction is for the court not the jury.  

-Neither history nor functional considerations support the argument that terms of art should be submitted to the jury.

-The judge with the duty to interpret the patent as a whole is in the best position to determine which definition of terms contained tin the patent fits best within its overall structure (functional concern).  

-Treating such issues as matters of law promotes consistency, predictability, and uniformity.

-Although interpretation seems like a mixed question of fact and law, desire for uniformity is an overriding concern. Fed. Cir. can review w/o deference.

-Nothing in history analogous to claim construction but in other types of cases judges ordinarily construed written documents (history)

Cybor (Fed. Cir. 1998)


-Fed. Cir. practical application of Markman
-Split in panel. 7 judges feel it is a pure question of law and no deference is due. 3 feel it is a mixed question and some is due. (Rader included) 2 believe it is legal but some deference is nevertheless due.

-Concern is that classifying as a question of law was intended to provide certainty, but having de novo review delays certainty until appellate review and the appeals court  making decisions not reviewing for error may give wealthy litigants another bite at the apple.

IV. Substantive Doctrines in Patent Law

A. Patent Eligibility

1. Fed. Cir. Standards

a) § 101-“any new and useful process, machine, manufacture, or composition . . . or improvement thereof.”

b) 1952 Act legislative history: Congress intended the act to include “anything under the sun made by man”

c) excluded 

i)      printed matter is per se excluded Miller (CCPA 1969)unless related functionally to a patent Gulak (Fed. Cir. 1983)

ii)    
 naturally occurring products Mangy (CCPA 1977) (if a synthetic product is identical to the natural product                           presents an anticipation problem)

iii) abstract e.g., mathematical processes

iv) Statutory exclusions: nuclear weapons, space inventions, national security.

State Street Bank (1998)

-Business methods are patentable but must be linked to a technology (e.g. computers, not an abstract description of how to do things efficiently).

-Presents problems with cost of conversion and trade secrets not being eligible prior art.

-Court thinks § 102 and § 103 better filter inventions that hold less public benefit. Novelty is preferable screen over eligibility for ensuring that for cost of conferring monopoly public is receiving real value.

Diamond v. Chakrabarty [153] (1980)


-The PTO rejected Chakrabarty’s application for an oil-eating bacterium because it was living matter


-Sup. Ct. holds that living organisms are patentable.

-Title 35 is not ambiguous.  It contains broad language as to its subject matter requirements.  Congress had broad objective of promoting the “Progress of Science and useful Arts” and legis history shows a intent for eligibility to have a broad scope

-Public policy issues are not the province of the judiciary and Congress should decide on the moral/environmental concerns.

-Biotech companies will not be deterred, so preventing patentability will not serve purpose of valuing life, humanity or the environment.

2. International Standards

In Re President and Fellows of Harvard College [158] (Exam. Div. Of Eur. Pat. Off. 1992)


-The Harvard onco-mouse highly susceptible to breast cancer to be used for research is patentable under European law.

-“Mammals” and “rodents” do not fall within the classification of “animal variety”, “race animale” or species because there are taxonomic classifications much higher than species.

-Patenting a non-human animal is not contrary to the “ordre public” or morality

-Patent law does not condone or give the right to use an invention just the right to exclude. Patent law should not discourage technology. Although there are risks balancing the harms and benefits reveal that the interest of mankind in researching diseases outweighs the risk of uncontrolled dissemination of unwanted genes and cruelty to animals.

-A letter decision disallowing patent protection for regeneration of a patented plant because was not produced by a microbiological process may prevent patent protection on naturally propagated descendants of the onco-mouse.

Anaesthetic Supplies PTY v. Rescare LTD [164] (Fed. Ct. of Aus. New South Wales Dist. 1994)


-patent claimed a method of treating sleep apnea by applying air at a certain pressure through a nose piece.


-Ct. finds that Australian law does allow patents for methods of medical treatment. 

-Ct. consults international law and notes some countries recognize patentability of medical treatments, some even allowing patents on methods that are just novel applications of known compounds.

-Several countries allow patenting of products e.g. drugs and it would be illogical to allow patents on medical products but not methods.

-Allowing monopolies on human medical treatments is not inconvenient because it encourages medical research.

-U.S. does not allow remedies for those who have infringed upon a patented medical activity because of danger to public health.

B. Claim Formats

1. Jepson Claims-A + B+ C+ D+ Improvement

In Re Fout [677] (CCPA 1982)

-Fout filed a Jepson Claim which consisted of 2 parts: a preamble reciting prior art, followed by clause reciting the “improvement” which the applicant regarded as his invention.

-The invention was for decaffeinating coffee or tea. Fout used a known process but his improvement consisted of removing the caffeine using water instead of using evaporative distillation.  The Bd of Appeals found his improvement obvious in light of prior art.

-The court finds that the preamble of a Jepson claim may be considered prior art for any purpose including obviousness.  

-§102 is not the only source of §103 prior art. Valid prior art  can be found in the admissions of the parties and may be prior art to one party but not the public in general. Fout’s preamble showing knowledge of the existing process constitutes such an admission.

-Where an inventor continues to improve his own work product his foundational work product should not, w/o statutory basis , be treated as prior art sole because he admits his knowledge of his own work but Fout was not admitting his own work but someone else’s.

-Drafters generally avoid Jepson claims for this reason.

-Specifications generally lay out the prior art and improvement and present the same danger.  Courts think illogical for examiner to have to locate prior art when the applicant cites it

2. Markush Groups-Chemical structure is claimed w/o specifying attached group which is represented by a variable such as “R” and variants of a species are listed as being claimed.

In Re Harnisch [683](CCPA 1980)

-the examiner rejected Harnisch’s claim of several compounds used as dyes for containing an improper Markush Group and misjoinder because the compounds in the claim were not functionally equivalent and so dissimilar and unrelated physically and chemically that it would be “repugnant” to scientific principles to group them together.

-Court disagrees and states there is no “Markush doctrine.”  There are just categories—genus and species

-the compound groups must be viewed as a whole and all the compounds were a subgenus as defined by the applicant.  They were all dyes and functionally similar.

-Difficult to know in advance whether the variants are sufficiently similar but a good test is similar functionality.

-If one species is in the prior art the whole genus can be invalidated

C. Nonobviousness in Chemistry and Biotechnology

In Re Papesch [495] (CCPA 1963)

-Papesch sought a patent on a compound that was admittedly structurally obvious to a patented compound. His patent had three ethyl groups while the prior art had three methyl groups.  The tri-ethyl group had unexpectedly anti-inflammatory properties while the prior art did not have this usefulness.

-The court holds that a prima facie case of obviousness due to structural similarity can be overcome by showing a difference in the compound’s properties. An assumed similarity based on a comparison of formulae must give way to evidence showing the assumption to be incorrect. 

In Re Lalu [497] (Fed. Cir. 1994)

-Lalu sought a patent on compounds used to inhibit corrosion which were similar to previously patented compounds.  The prior art patent compounds provided no utility of the compounds instead describing them as intermediates that could be converted to acids for neutralizing bases, catalyzing alkylation, cleaning metals, and liquid rocket propellants.

-the Fed. Cir. finds that if the prior art fails to suggest the expected properties the similar compound claimed by the applicant the burden shifts back to the PTO to find the property or motivation for the claimed use in the prior art.

-the inquiry here was whether the prior art reference would suggest the expected properties of the claimed compounds.  There was no such disclosure or suggestion in the prior art so the claims was not obvious.

In Re Dillon [500] (Fed. Cir. 1990)

-Dillon sought a patent for tetra ortho esthers which desooted fuels. The prior art included tetra ortho esthers that dewatered hydraulic fluids and tri-ortho esthers that dewatered hydrogen fuels.

-the Fed. Cir. found that desooting and dewatering were analogous arts by defining the problem the inventions solved broadly as removing impurities from fuels.  En banc court reversing 3 judge panel decision finding nonobviousness.

-3 judge panel and dissent argued that if the claimed invention did not have the same structure and use that it was nonobvious and patentable.

-Majority shifts burden to applicant to show that the prior art does  not reveal motivation for the new use after the structural similarity creates prima facie case of obviousness.

-Court finds that one of the pieces of prior art teaches dewatering, another shows structure, and the other teaches that dewatering is similar to desooting so Dillon’s claimed invention was obvious.

-Reconciles with Papesch because it restores the order of presumptions that Lalu disrupted:  Prima facie obviousness shifts burden to applicant, PTO can’t bear the burden of rebutting presumptions through scientific test, etc. it is better that the economic beneficiaries bear to burden of showing benefit of public (Recall using obviousness, novelty as filter rather than eligibility).

-Applicant perhaps could of met her burden by showing that her structure has greater desooting properties, i.e., that the slight structural change has great change in function.

In Re Deuel [509] (Fed. Cir. 1995)

-Deuel claiming a human growth hormone with 168 amino acids. Prior art included a sequence of 19 of the claimed invention (a piece of the claimed chain) and another manual that is the standard text teaching how to combine DNA chains.

-Ct. finds nonobvious because the text only an invitation to experiment—“obvious to try” combining different chains to come up with any sort of DNA.

-Ct. rejects arguments that skill in the art is so advanced that only a portion of a strand plus the instructional text is all that is need to reach Deuel’s claimed invention as hindsight and speculation. Just because the method was obvious the structure was not.

In Re Ochiai [519] (Fed. Cir. 1995)

-a patent application using an old process but a novel starting material is not per se obvious. Obviousness in method claims is a fact specific inquiry, and there is no per se rule of obviousness when using an old process with a new, nonobvious starting material

Univ. of Calif. v. Eli Lilly & Co. (Fed. Cir. 1997)

- The Regents of the University of California (UC) brought this action against Eli Lilly & Co. (Lilly) for infringement of patent 4,652,525 (the '525 patent). Lilly argued that the patent claims for human, mammalian, and vertebrate insulin DNA were invalid due to lack of written description. 

-The '525 patent claims rat, human, mammalian, and vertebrate insulin DNA.  Naming a DNA along with instructions on how to produce it is not enough to satisfy the written description requirement.  A description of the DNA itself is needed, such as nucleotide sequence.  The '525 patent specification does include the nucleotide sequence for rat insulin DNA.  The issue was whether giving the nucleotide sequence for the species, rat insulin DNA, is enough to allow the inventor to claim: (1) the genera of mammalian and vertebrate insulin DNA, which contain the species of rat insulin DNA; and (2) another species, human insulin DNA, within the genera.

- The court first dealt with claim 5, for human insulin DNA.  The specification tells how to produce this DNA, but telling how to do something (enablement) is not the same as providing a written description.   The court said that although the specification includes the amino acid sequence of human insulin, this is not a written description either.   

-Disclosing enough information to make a claim obvious does not mean the written description requirement is satisfied.   The amino acid sequence of a protein plus the method for generating the DNA for that protein does not make the DNA obvious.   The court ruled that since rendering an invention obvious is not necessarily enough to meet the written description requirement, and the information given is not enough to render the invention obvious, the information given did not meet the written description requirement. 

  -The court made similar short work of claims 1, 2, 6, and 7, for vertebrate insulin DNA, and claim 4, for mammalian insulin DNA.  

-UC argued that the written description of a species within a genus is enough to claim that genus. The written description of rat insulin DNA would therefore allow UC to claim the genera of mammalian and vertebrate insulin DNA.  

-The court acknowledged that it is possible to claim a genus without providing a written description for each species within the genus.   However, to do this requires a precise definition of the genus, such as which structural features characterize the genus.  The court ruled "Mammalian insulin DNA" is a functional description, not a description of the specific structural aspects that define the genus.  A functional description describes what the thing does, not what it is.  The court said that description of a DNA, "requires a kind of specificity usually achieved by means of the recitation of the sequence of nucleotides that make up the DNA."  Since only the nucleotide sequence of rat insulin DNA and functional genera are given in the specification, the court ruled the written description requirement had not been met.

-Although UC clearly showed how to make the invention Ct is filling the gap left by Deuel when it lowered the obviousness bar.  The written description requirement is showing the invention was possessed at the time of application and preventing an applicant from continuously amending an invention and having it surface only to be anti-competitive.

D. Infringement by Equivalents

Hilton Davis Chemical Co. v. Warner-Jenkinson [900] (Fed. Cir. 1995, rev’d by Sup. Ct.)

-( Hilton and ( made dyes for foods and had to remove all impurities from the dyes for food safety.  (’s patent filtrated by osmosis through a membrane with a pH of 6.0-9.0.  (’s method was developed independently and its operated at a pH of lower than 5.0

-Fed. Cir. says the “insubstantial difference” test applies to each element and that 5.0 is equivalent to about 6 to 9.  Function way result is still the test but only for determining the substantiality of differences.   Infringement is a question of fact for the jury and std. of review is clearly erroneous.

-other opinions argued that D of E should by question of law.

Warner-Jenkinson v. Hilton Davis [918] (1997)



-The determination of equivalence should be applied to each element of the claim (all elements rule).



-Court declined do get rid of D of E adopts Nies’s view that can’t be used to broaden claims.

-If a limitation was added to get away from prior art the applicant must specify why or be estopped from enlarging his claim to recapture the disclaimed material.  If the limitation was added “for purposes related to patentability” equivalency is foreclosed. Patentee is estopped.

1. Experimental Use

Intermedics, Inc. v. Ventritrex, Inc. [986] (N.D. Cal. 1991 aff’d by Fed. Cir.)

-(’s device had to be approved by the FDA before it could be commercially distributed.  § 271(e)(1) exempts from claims of patent infringement other wise infringing activity that is “solely for uses reasonably related” to obtaining FDA approval. ( was conducting tests for when (’s patent expired so that it would have FDA approval as soon as (’s patent expired.  ( claimed (’s manufacture, sale to U.S. hospitals and international distributors and testing in Germany infringed its patent

-Issue is whether the actual uses relate to the development and submission of information to the FDA.  The motive or purpose is immaterial because congress knew generating data for the FDA would likely be in preparation for commercial purposes.  Test is whether it would be reasonable for a party in (’s position to believe that there was a decent prospect that the uses in question would contribute relatively directly to the generation of info for FDA approval.

-All (’s uses here meet the test, ( is exempted and therefore does not infringe (’s patent

2. Process patents

Eli Lilly v. American Cyanamid [1013] (Fed. Cir. 1996)

-( distributed an antibiotic the production of which required an intermediate compound which was made through a patented process.  3 companies purchased large quantities of the intermediate compound overseas. 

-Under the Patent Process Act a product made by a patented process then imported does not violate the act if it is materially changed by a subsequent process or becomes a trivial or nonessential component of another product.

-( argued that the product was not materially changed because its principal use was in converting into the product that is the subject of the conversion.

-Ct. rejects this argument stating that the test is the substantiality of the change between the product of the patented process and the product being imported. 

-Note because plaintiff seeking prelim. injunction had very large burden that perhaps could be met at trial.

3. Prosecution History Estoppel

Sextant Avionique v. Analog Devices (Fed. Cir. 1999)

-The case originated when Sextant brought suit against Analog for infringement of two patents, the "Marcillat patent" and the "Boura patent," relating to accelerometers (devices capable of measuring acceleration in avionic and automotive applications). In response to a examiner rejections based on prior art, Marcillat added claim limitations as to the "metallization" of several structures. While the Marcillat patent was under examination, a separate patent examiner rejected the claims of the Boura patent as indefinite and under 103 in light of the prior art.  Even though the limitation for "metallization" used by Marcillat was unnecessary for Boura to overcome rejection on the prior art, the attorney representing Boura (the same patent attorney used for the Macillat patent) added the same "metallization" limitation to the later examined Boura claims in hope "to secure a quick allowance for the Boura claims." 

-Test: 1) is the amendment related to patentability? 2) Not related to patentability or 3) Unclear? Ct rejects considering scope of surrender determining that a patentee disclaims all that is surrendered if gives no reason for amendment use of D of E completely.

-The Federal Circuit affirmed the district court judgment that prosecution history estoppel barred Sextant from asserting the doctrine of equivalents in regard to both the Marcillat and the Boura patents. 

-Referring to the precedent in Hilton Davis, the Federal Circuit held that "whether prosecution history estoppel applies to limit the doctrine of equivalents depended on the reason disclosed in the prosecution history for the amendment to the claims."  If the reason for the amendment was "related to patentability,"  then the prosecution history may trigger an estoppel on the limitation. –(1)Based on evidence in the Marcillat prosecution history that unmistakably showed the reason for the addition of the "metallization" limitation was to avoid the examiner's rejection based on the prior art, the Federal Circuit held that the Marcillat prosecution history was appropriately applied to bar Sextant from asserting that the surrendered non-metal structures were encompassed as equivalents. 

-(3) In contrast to the Marcillat prosecution history, the Federal Circuit noted the Boura prosecution history was not clear as to the reason for the addition of the "metallization" limitation to the claims. In such a case, the Federal Circuit raised the "presumption" doctrine, holding that in circumstances that "where the reason for an amendment is unclear from an analysis of the prosecution history record, and unrebutted by the patentee, the prosecution history estoppel arising therefrom is total and completely "bars' the application of the doctrine of equivalents as to the amended limitation."  

-Because Sextant could not rebut the Federal Circuit's presumption that the limitation was "related to patentability," the Federal Circuit concluded that prosecution history estoppel also barred Sextant from encompassing equivalents to the "metallization" limitation in the Boura patent.

-Unclear whether § 112 rejection is a reason related to patentability.


4.  International Standards Comparison.

Formstein [1021] (German Fed. Sup. Ct. 1986)

-( developed a molded curbstone that funneled rainwater into the sewer and onto the adjoining ground through a series of cross channels off the longitudinal trough.  The prior art had the troughs created by the molded curbstone. The town ( built a road not using molded stones but conventional pavers with gaps that performed functions of the channels.

-German has broad standard of equivalence: Whether a person skilled in the art, on the basis of the patented invention’s claims, has achieved the same result desired by the patented invention with other means taking into account the description and drawing during claim construction.  The town’s invention may infringe the patent even if the method to produce it differs from the method the patentee uses.

-Perhaps would fail the all elements rule in the U.S. but does hold the patentee to the claim language which is an advance in German law.

Catnic Components Ltd. V. Hill and Smith Ltd. [1031](House of Lords 1982)

-( Catnic developed a lintel: the span of space above doors and windows that provide structural support to the windows and doors.  The (’s lintel’s back plate is vertical, the (’s lintel had its back plate on a slight six degree angle.

-Test:  Whether a person with practical knowledge and experience of the kind of work in which the invention was intended to be used would understand that strict compliance with a particular descriptive word or phrase appearing in a claim was intended by the patentee to be an essential requirement of the invention so that any variant would fall outside of the monopoly claimed, even thought it could have no material effect upon the way the invention worked. 

-would one skilled in the art think “vertical” was meant to be strictly necessary for the invention to work. (purposeful construction). Focus on the intent of the drafter. Creates hindsight problem. Just placing D of E analysis in claim construction.

Genentech v. Sumitomo Pharma. [1039] (Osaka High Court 1996)

-( Sumitomo’s plasminogen activator varied from (’s only by having a Met rather than a Val at position 245 from the N-terminal.  The variants had same properties, their substitutable and are located in an unimportant region so not really functional

-Japanese court addresses no estoppel issues  (( was forced to disclaim some variants during prosecution and argument likely in the U.S.) finds infringement occurred reverses trial ct.

-The court finds the variants so easily substitutable by one skilled in the art without changing the product despite criticisms that Japan has no D of E (later cases find no infringement this case was settled before the Jap Sup Ct could here).

a) Germany-Broad D of E

b) England-purposive construction-hindsight

c) Japan-narrow but reforming

E. Functional Claiming

In Re Donaldson Co. [662] (Fed. Cir. 1994)

-applicant’s invention required his filter to have one wall of flexible material that would expand outward with air and prevent dust from accumulating on the walls. The claims used means plus function language to describe the  invention as “a means responsive to pressure increases in said chamber by said cleaning means, for moving particulate matter in a downward direction.”

-¶6 of § 112 requires one to look to structure, material, or acts described in the specification when interpreting a means plus function claim. The fact that PTO has ignored this mandate for a long time is not dispositive.

-the Ct. finds that the specification required flexible wall, diaphragm like structure and the prior art contained no evidence that their walls would vibrate.

-It is not always clear which test to apply.  If the structural description only serves o further specify the function of that means then means plus function test applies.  But if the means is used without an identified function then the traditional structural test is employed.

-Halliburton [666]-Supreme Court had held that means plus function claiming could not be employed at the exact point of novelty in a combination claim, but Congress overruled w/ §112 P. 6.

Al-Site Corp. v. VSI Int'l, Inc., (Fed. Cir. 1999) 

-§ 112 P 6 only governs claim elements that do not recite sufficient structural limitations. So the presumption § 112 P6 applies when the word is used is overcome if the claim itself recites sufficient structure or material for performing the claimed function.

-the term "eyeglass hanger member" was found not to be a means-plus-function element because the claim recited structure, including the statement that the member was "made from flatsheet material” and was not in traditional means plus function form and “attaching portion of said frame of said pair of eyeglasses” is not a means plus function element for similar reasons.

-the Federal Circuit held that for literal infringement under §112 ¶6, the technology upon which the structure in the accused device is based must have been available at the time of patent issuance. The court reasoned that an "'after-arising equivalent' infringes, if at all, under the doctrine of equivalents." The court added that an "after-arising" technology could "infringe under the doctrine of equivalents without infringing literally as a §112, P6 equivalent." The court also stated that,"under §112, P 6, the accused device must perform the identical function as recited in the claim element while the doctrine of equivalents may be satisfied when the function performed by the accused device is only substantially the same.

-There will never be an equivalent of an equivalent by applying both § 112 P6 and D of E to the structure of a claim element. A proposed equivalent must have arisen at a definite period of time, either before or after patent issuance.  If before, a § 112 P6 structural equivalents analysis applies and any analysis for equivalent structure under the doctrine of equivalents collapses in the § 112 P6 analysis. If after, a non-textual infringement proceeds under D of E. Can’t have literal infringement through § 112 P 6 equivalents and then have further equivalents for the D of E.

-The court notes however that equivalence analysis is similar so that if an accused product or process performs the identical function yet avoids literal infringement for lack of structural equivalence it may fail to infringe the same functional element under the doctrine of equivalence.

-The court found here that there was identity of function and no after arising technology a means plus function claim element found to be infringed under D of E due to lack of jury instruction on § 112, structural equivalents also literally infringe.  Because the functions of the claimed element and accused device element were identical and the accused device did element not use after arising technology the fact that jury found infringement under D of E indicates they found insubstantial differences between the element of both devices and supports the inference that they are structural equivalence under § 112 as well so failure to so instruct jury was harmless error.

-Tests:

	
	Doctrine of Equivalents
	Structural Equivalence § 112 P6

	Timing
	Time of infringement-contemplates after arising technology
	Time of “issuance” (time of filing)-fixed meaning of claim can’t contemplate technology that does not exist

	Function Way Result
	Similar
	Identical

	Subject matter
	Elements of claim v. device (structure to language
	Structure in spec/equivalents v. structure (structure to structure)

	Effect of Prior Art
	Can’t expand into Prior Art. Prior art can contain equivalents so long as they don’t make claims obvious or anticipate
	same


Seal-Flex, Inc. v. Athletic Track (Fed. Cir. 1999)

-( Athletic used (’s method of constructing all-weather activity mats used as running track. Dispute was over whether latex ( used was a structural equivalent to the “adhesive track coating” limitation in the first element of (’s claim.

-Court notes that structure and material are associated with means plus function claims while acts are step plus function claims but that all evidence and jury instructions indicated that everyone intended to analyze under means plus function analysis because they were determining whether the material ( used for performing the claimed function was equivalent to those disclosed in the (’s patent specification.

-The court finds that although the spec does not expressly list latex the record of the expert testimony showed that latex was insubstantially different from the adhesive tack coatings described in the spec.

F. International Prosecution

1. Paris Convention [813]-provides uniformity of filing date to harmonize substantive and procedural doctrines of various countries’ patent laws-earliest filing date is helpful tool.

2. § 119 implements the Paris convention requires

a) both applications to be filed by same applicant or assigns

b) both applications must be for the same invention

c) the foreign application must be for a patent

d) the first filing must be in a member country

e) the U.S. application must be filed within 12 mths. of the foreign filing and the 1 year grace period must be respected.-one can still be 102(b)’d while satisfying Paris convention

f) applicant must declare he is relying on foreign priority right for § 119

In Re Gosteli [817] (Fed. Cir. 1989)

-Gosteli files in the U.S. 5/4/78.  Prior art dated 12/14/77.  Luxembourg filing 5/9/77.  Applicant tries to rely on foreign filing date to overcome prior art rejection for anticipation under 102(e).

-Fed. Cir. finds that U.S. and Lux. applications aren’t the same invention so he does not get the priority filing date.

-Gosteli argues invented species before the prior art reference . But court notes that he possessed the species in Lux not the genus and in US application he is claiming the genus so he did not possess all of the claim of the US application in Lux. The previous filing’s claims can be no narrower then the current filing’s claims.

-Court also holds he cannot swear behind the prior art using rule 131 because his inventive activity was not in the U.S. (pre-1995 before activity could be in foreign countries)

In Re Hilmer I and II [825, 834] (CCPA 1966, 1970)




Files Switzerland

Files U.S.


Habicht 

 1/24/1957 

1/23/1960







Files Germany



Files U.S.

Hilmer


 7/31/1957



7/25/1958



I 

-Hilmer tries to refer back to German application to antedate Habicht.

-Ct says § 119 can not be used in conjunction with § 102(e) because 102(e) says in this country patent defeating reference
must be filed in this country. So Hilmer can antedate Habicht with his foreign filing date. § 119 is a shield not a sword.


II

-§ 119 also cannot be used in combination with 102(g) either so Habicht still cannot prevent Hilmer’s patent.

-Note Hilmer cannot defeat Habicht so both could get the patent.

In Re Deckler [839] (Fed. Cir. 1992)

-Like Hilmer II. Interference between Deckler and Grataloup. Grataloup won the interference got priority based on his foreign filing date.  Deckler attempts to also get the patent based on foreign filing date arguing Hilmer rule that § 119 a shield not a sword.  

-Court rejects on grounds of res judicata. “Interference estoppel” bars Deckler from obtaining a patent for claims that are patentably indistinguishable from the claims on which Deckler lost the interference.

-Unclear whether Hilmer overruled. Deckler may be limited to facts where party that loses an interference admits that his other claims are not patentably distinct from the lost count.

G. Multinational Enforcement

Mars, Inc. v. Kabushiki-Kaisha Nippon Conlux [1213] (Fed. Cir. 1994)

-( argues that (’s infringement of its Japanese patent constitutes unfair competition under § 1338(b) tries to join to its claims of infringement of its U.S. patents

-Court rejects this argument noting that Congress intended unfair competition to have its widely accepted common law meaning.  Infringement of foreign patents is not generally recognized as unfair competition both have separate independent bodies of law and statutory frameworks. 

-Ct also rejects supplemental jurisdiction explaining that it is not bound by 3d Cir. law on the point because it was a unique question important to the development of patent law. § 1367 supp. juris. applies if the same case or controversy and here different patents, accused device, acts, and governing laws.

-Mars had strong arguments that there was a common nucleus of facts but the Court does not want to decide foreign patent law and indicates that it would not hear the case in diversity either and would dismiss for forum non conveniens.

H. Patent Misuse and Antitrust Interface

1. Contributory infringement
a) §  271(b) Whoever actively induces infringement of a patent shall be liable as an infringer.

b) § 271 (c) Whoever sells a component of a patented machine, manufacture, combination or composition, or a material or apparatus for use in practicing a patented process, constituting a material part of the invention, knowing the same to be especially made or especially adapted for use in an infringement of such patent, and not a staple article or commodity of commerce suitable for substantial noninfringing use, shall be liable as a contributory infringer.

c) Elements

i) ( must knowingly induce infringement or sell a patented in component which

ii) results in direct infringement (a 3d party does indeed infringe)

iii) the induced infringement occurs during the patent term.

2. Patent misuse

a) Patentee cannot tie the sale of unpatented staple goods to the sale of a patented product.

b) Staple v. Nonstaple items-Staple items have noninfringing uses while nonstaple items can only be used to infringe the patented product

c) Criticized doctrine because no other area of law allows a wrongdoer to escape liability because the victim allegedly committed a wrong against and unrelated 3d party.

d) Infringer need not have been injured by the patentee’s misuse of the patent

Wallace v. Holmes [1255] (1871)

-patentee had invented a new burner for oil lamp. Competitor made began to market a product with the novel burner but not the chimney the patentee claimed as necessary for a properly functioning lamp.

-( was guilty of contributory infringement because purchasers would be certain to complete the combination and the infringement by adding the glass chimney.

Henry v. A.B. Dick Co. [1256] (1912)

-A divided Court permitted a conditional licensing agreement where a manufacturer of a patented printing machine could require purchasers to obtain all supplies used in connection with the invention including staple items like paper and ink exclusively from the patentee.

-Court reasoned the market for the supplies was created by the invention and the sale of a license to use the patented product could be limited by whatever conditions the property owner wished to impose.  Expanded conditional licensing of patented goods and processes used to control markets for staple and non-staple goods alike. Created a backlash

Motion Picture Patents Co. v. Universal [1256] (1917)

-Patentee attempted to prevent competitors from selling film for use in patented projector by posting notice that use of the machine was conditioned on use of the patentee’s film.

-Sup. Ct determines that scope of a patent must be limited to the invention described in the claims and restriction on use of unpatented supplies was improper.

-Invalid tying arrangement

Morton Salt Co. v. G.S. Suppiger [1248] (1942)

- a case involving a patented machine for dispensing salt tablets.   The patentee leased its machine to canners, on condition that only salt tablets provided by its subsidiary be used with the machine.  The principal business of the subsidiary, from which its  profits were derived, was the sale of the salt tablets.

-the Court held that a tying arrangement not only barred relief for contributory infringement against a third-party supplier of the tied product, but also rendered the patent unenforceable against direct infringers who sold the patented tying product.  The Court concluded without difficulty that this attempt to create a limited monopoly in the marketing of unpatented salt tablets violated the rule against tying of unpatented supplies, and that a suit for contributory infringement against a competing seller of salt tablets would be barred by patent misuse.

-the Court also held unenforceable a license provision that tied the purchase of unpatented salt tablets to the lease of a patented 
machine that used the tablets.

-The salt tablets were staple articles that had other noninfringing uses.

Mercoid I and II [1257] (1944)


-Patentee’s heating system had unique switch usable only in its patented furnace.  

-Sup. Ct. found machine patent unenforceable because patentee’s licensing agreements whereby royalty payments were made by licensees on the basis of the sale of the unpatented, nonstaple switch for use in the patented combination was an improper misuse of its patent trying to extend its monopoly to the unpatented switches.

-§ 271 (d) passed in response which says that it is not patent misuse if patented process or product is extended to a nonstaple-allows tying arrangements for nonstaple goods

Dawson Chemical Co. v. Rohm & Haas [1252] (1980)

- The Wilson patent, owned by Rohn & Haas, covered a process of using a chemical compound (propanil) as an herbicide.  Propanil itself was unpatented, and indeed unpatentable, because the chemical compound was known to others before the Wilson invention.  The Wilson patent, however, claimed the "new use" of propanil as an herbicide in the form of a process as provided for in section 100(b): "The term 'process' includes a new use of a known process, machine, manufacture, . . . composition of matter, or material." Not only was the use of propanil as an herbicide a "new use," it was the only known use for propanil; thus, propanil was a "nonstaple," that is, in the negative language of section 271(c), "not a staple article or commodity of commerce suitable for substantial non-infringing use."

-The conduct of the defendant Dawson Chemical was classically that of a contributory infringer.  Having knowledge of the Rohm & Haas patent, Dawson sold propanil with instructions for its use as an herbicide with the intent that farmers purchasing the propanil would so use it to infringe the patent.  Farmers who used the propanil purchased from Dawson to practice the patented method would thus be direct infringers of Rohm & Haas' patent under section 271(a)

-Rohm & Haas sought to monopolize the market for unpatented propanil for use as an herbicide as taught by its process patent.

-Based on extensive consideration of the legislative history of this section, the held that Congress had intended to change the judicially-developed law of contributory infringement "and to expand significantly the ability of patentees to protect their rights against contributory infringement."

-“In our view, the provisions of §  271(d) effectively confer upon the patentee, as a lawful adjunct of his patent rights, a limited power to exclude others from competition in nonstaple goods.  A patentee may sell a nonstaple article himself while enjoining others from marketing that same good without his authorization.  By doing so, he is able to eliminate competitors and thereby to control the market for that product.  Moreover, his power to demand royalties from others for the privilege of selling the nonstaple item itself implies that the patentee may control the market for the nonstaple good; otherwise, his "right" to sell licenses for the marketing of the nonstaple good would be meaningless, since no one would be willing to pay him for a superfluous authorization.”

-Two conditions must therefore be met for a patent owner to exclude others from selling unpatented elements for use in the patented invention: (1) the unpatented element must be "nonstaple goods that are capable only of infringing use"; and (2) the goods must be "essential to that invention's advance over prior art."

-(’s actions to suppress competition in the market for the unpatented commodity is protected by § 271(d).

U.S. v. SGK [1264] (D.C. Cir. 1981)

-patentee’s invention makes aluminum trialkyls at 5% of the cost of the prior art.  Patentee’s license gave one company sole right to sell the ATAs made by its process in the U.S. Others companies could contract with the patentee to use the process to make ATAs for internal use. U.S. filed a civil antitrust enforcement action.

-Court finds that others were free to create ATAs by other methods or try to invent other processes.  SGK was not trying to extend its process patent monopoly to the unpatented product of ATAs even if its process was so superior that it gave it a de facto monopoly over the unpatented product. It’s patent on its process gave it an unlimited right to exclude others from using it.

-There was no patent misuse and additionally the licensing agreements were not illegal restraints of trade.

Mallinckrodt Inc. v. Medipart Inc. [1276] (Fed. Cir. 1992)

-Patentee requires that its patented radioactive dust dispenser used to detect lung disease be use only once. Hospitals would reuse the patent ( would recharge them for the Hospitals. The District Court found that the recharges were permissible repairs and that the single use instruction was for hospital safety and should not have been used to enforce a patent which would be patent misuse.

-Fed. Cir. reverses holding that a license would have to violate antitrust laws to constitute a misuse of a patent

-As for Sup. Ct. precedent finding misuse despite no violation of antitrust laws. The Fed Cir will confine those holdings strictly to the facts of those cases and will not extend those rules to any other factual situations.

USM Corp v. SPS Technologies [1286] (7th Cir. 1982)

-the patentee allowed the ( to license its patented product but charged a higher fee if ( sublicensed with certain companies. 

-Judge Posner believes there is no antitrust prohibition on patent owners using price discrimination to maximize their income from a patent.

-“The patentee who insists on limiting the freedom of his purchaser or licensee‑‑whether to price, to use complementary inputs of the purchaser's choice, or to make competing items‑‑will have to compensate the purchaser for the restriction by charging a lower price for the use of the patent. If, for example, the patent owner requires the licensee to agree to continue paying royalties after the patent expires, he will not be able to get him to agree to pay as big a royalty before the patent expires.

In all these cases the patentee's total income may be higher‑‑why else would he impose the restriction? But there is nothing wrong with trying to make as much money as you can from a patent.”

-Posner part of new antitrust thinking. Patentee’s will collect their royalties any way they can and market will regulate anticompetitive conduct.

V.  Court Rules Attached.
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