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I.  POLICY

1. Unique nature of IP

a. Passing doesn’t diminish quality of original (Jefferson)

b. Can’t dispossess once obtained (Jefferson)

c. Unlimited number of users

d. Simultaneous use

2. Need for protection

a. Can’t protect rt in idea and still exploit for commercial gain (competitors will replicate)

b. Incentive for creativity

3. Risks of protecting

a. Protecting rts in ideas withholds free flow of ideas into the public domain

b. Stifle progress

c. Public harm (goods too expensive, unattainable, not enough, etc.)

4. Balancing of interests

a. Interests of the public

i. Progress of ideas/inventions

ii. Prevent monopolies

iii. Exploitation of a good idea

iv. Manifested in—short patent terms, finite © terms, disclosure requirements, fair use, ban on ©ing facts, right to “cover” songs

b. Interest of inventor
i. Incentive to invent
ii. Reward for innovation

iii. Manifested in—exclusive rights, protection of expression/creativity

II.  STATE LAW PROTECTIONS

1. UNDEVELOPED IDEAS
a. Recover for:

i. Novel—Nadel factors:

1. Specificity—generic vs. specific application

2. Commonality—how many people know about it

3. Uniqueness—difference from known ideas

4. Commercial availability—use in industry

5. Different theories:

a. Contract—must be novel to buyer (Masline)

i. Selling ad space on RR was not novel enough for consideration (Masline)

ii. Reinforcing springs on lower side of car generally known (Lueddecke)

iii. Imputed knowledge for ideas that are so widely known (Nadel)

b. Misappropriation—must be novel in absolute (Nadel)

i. Selling ad space was widely known—no protection (Masline)

ii. Concrete—must be useful (Richter)

1. “Over prescribing” theory of Elvis’s death was too vague (Sellers)

2. Moving parts to find better balance not specific enough (Lueddecke)

iii. Used
1. Withholding of cortisone theory of Elvis’s death would have been novel and concrete, but it wasn’t used in report (Sellers)

2. Evidence that prototype was kept and out on desk suggests use (Nadel)

b. Theories of Recovery
i. Express K—enforceable if specifically agree to pay despite non-novelty of idea

1. K terms for recovery

ii. Implied K (Lueddecke)—confidential relationship usually needed; inferences:

1. Idea disclosed in confidence

2. Originator doesn’t intend to divest her rights

3. Acceptance of idea = agreement to compensate 

4. Damages for reasonable value

iii. Quasi K—compensation for unjust enrichment (disfavored)

iv. Property/misappropriation—disfavored b/c enforceable against the world

c. Limitations
i. Fed patent law doesn’t preempt K for license/royalties (Aronson—SCOTUS)

1. Explicitly negotiated for no-patent contingency

2. Not extending the monopoly beyond life of patent, only royalties

ii. Can’t use leverage of patent to K beyond life of patent (Brulotte)

2. UNFAIR COMPETITION
a. Passing Off
i. First use
ii. Subsequent use by competitor
iii. Confuses or is likely to confuse (no chance of confusion = no infringement; nondeceptive references ok)

1. Use of distinctive mark
a. Descriptive name not distinctive (“coco-quinine” Warner v. Eli Lily)

2. Express passing off—selling one product as substitute for another 

a. Quin-coco can’t be sold as coco-quinine w/out informing customer, even though formula can be the same (Warner)

3. OR Likely to confuse as to source, sponsorship, association

a. Secondary meaning—Generic words become distinctive

i. Indicate source, not product

b. Reverse confusion—first user in small market against subsequent national manufacturer, even though customers wanted 2nd, not first

i. Big O Tire—customers came asking for Goodyear’s “bigfoot”—Big O had claim as first user

c. No directly competing product—confusion over sponsorship/association (POLO confusion over association of magazine to Polo brand = actionable confusion)

iv. Expansion—extend to “natural” zone of expansion 

1. Sometimes limited to bad faith use b/c of speculative nature

2. Preexisting use in new market—turns on public perception of mark and market fairness, not absolute first use

3. Sample v. Porrath—preexisting user showed 2ndary meaning in market, but ct found no confusion for using similar names = both got rt to use “Sample”

v. Remedies
1. Injunctions—depending on type of infringement (clearer label, stop selling, etc.)

2. Damages—lost profits or unjust enrichment if willful or fraudulent

vi. Policy 

1. Stealing the plaintiff’s sales (one competitor = recovery (Warner); many = maybe only confused consumer can sue (American Washboard))

2. Harming plaintiff’s reputation

3. Deceiving the consumer about source of goods

4. Harms the marketplace

b. Dilution
i. Blurring—whittling away of selling power through unauthorized use on dissimilar products 

ii. Tarnishment—use that diminishes mark’s positive associations

iii. Factors to consider:

1. Similarity of marks
a. Distinctive mark

i. Strength of mark OR secondary meaning (selling power)

ii. “Lexis” not distinctive enough in general market, only to lawyers (Mead)

b. Marks should look/sound the same (Mead—Lexis and Lexus not similar enough)

2. Similarity of the products
3. Sophistication of consumers
a. Car buyers sophisticated enough to tell between Lexus and Lexis (Mead)

4. Predatory intent
5. Renown of sr. mark
6. Renown of jr. mark
iv. No actual confusion needed

c. Misappropriation—making profit off another’s production expense

i. Interference at moment of profit

1. INS v. AP—can’t copy un©ed news stories and sell them as your own, displaces market for producer’s goods

ii. Protection of production expenditure

1. INS—AP had to incur all expenses

2. CBT v. Dow Jones—Dow Jones incurred expense of creating stock indexes

iii. Incentivize innovation 

1. CBT—ct. wanted CBT to create their own index, not just take Dow Jones’

iv. Consider degree of appropriation

1. Number of times taken (INS took over and over again; Aronson only took once; CBT took once in a while but still infringement)

2. Amount of production expense avoided

3. Diminished incentive for future production

d. Limitations on unfair competition

i. Rights in personal name not absolutely protected if: 

1. Consumer confusion is likely (Findlay)

2. Name rights sold with business (Levitt)

3. BUT NOT if used simply for identification of person, not producer (Edison)

ii. Federal Patent/© Law Preemption

1. Can’t recover for copying if not patented/©ed (Sears/Compco)

a. Compco—invalid design patent and no mechanical patent = copy-able

b. Sears—no design or mechanical patent = copy-able

2. States can protect against: 

a. Copying of non-functional elements with 2ndary meaning (Crescent Tool)

i. Functional = essential to use of article or affects cost or quality (e.g., chocolate in Coco-Quinine)
b. Deceptive labeling (Compco)

c. Contract breach (Aronson)

d. Misappropriation

3. TRADE SECRETS
a. Definition

i. Restatement—process or device for continuous use in the operation of a business

ii. Uniform Act—also protects one-time things (e.g., secret bid) and negative know-how

b. Elements (Metallurgical)

i. Must be a secret that provides a competitive advantage
1. Not generally known in industry (e.g., customer lists, method of bookkeeping, etc.)

a. Subjective belief in existence of secret

b. Novelty to industry

2. Not generally ascertainable in indust (if D could have gotten it in public sphere, not liab)

3. Look at value to holder and cost to develop

a. Metal.—high cost to develop process created better furnace

ii. Reasonable precautions to protect the secret

1. Disclosed in confidence/to further econ interest will not destroy the secret

a. E.g., nondisclosure agreements to put emp’ees on notice, protect secret from non-essential emp’ees, cover windows

b. Metal.—only disclosed in effort to K for new furnace w/ modifications

c. duPont—still building plant so roof wasn’t complete, but still protected

c. Liability—protected as long as it remains a secret (lost litigation discloses secret)

i. Direct: disclose or use without privilege if:

1. Obtained by improper means OR

a. duPont—obtained secrets by aerial photographs over plant

b. Going through trash—improper

c. Reverse engineering—NOT improper (Chicago Lock—serial numbers obtained from picking locks not improper to publish)

d. Showing up at trade show—not improper

e. FOIA—exemption against disclosure of trade secrets

2. Disclosure by breach of confidentiality
a. Metal.—former employees gave secret

ii. 3rd Party purchaser liable if:

1. Knew or should have known of breach of secrecy

2. Used in commerce
a. Metal.—3P purchaser hadn’t used b/c scraps not available

d. Remedy
i. Damages
1. Lost profits OR

2. Unjust enrichment

a. P burden to show profits

b. D burden to show associated costs

3. AND actual loss (not otherwise accounted for)

4. If nothing else: “reasonable royalty”—factors: (Metal.)

a. Resulting foreseeable changes in competitive posture

b. Prices past purchaser or licensees have paid

c. Value of secret to plaintiff—including development cost & importance to business

d. Nature and extent of use intended by defendant

e. Any other unique factors

5. Willful and malicious—double damages + attny’s fees

ii. Injunction—if no amount for damages can be determined w/out pure speculation

e. Limitations

i. Confidentiality Agreements/Trade Secret Injunction (PepsiCo.) 

1. Balance:

a. Business needs to protect information 

b. Individual need to earn a living—individual usually wins (Wexler v. Greenberg)

2. Must show 

a. Trade Secret AND

i. Operating plan, pricing structure, selling & delivery sys. = TS (PepsiCo.)

b. Actual or Threat of misappropriation—high degree of probability of inevitable and immediate use (Teradyne)

i. Taking similar job w/ competitor not enough of threat (AMP)

ii. High level CEO with actual knowledge (rather than just generalized skill) that could be used to predict moves for competitor, signed confidentiality agreement, and acted in bad faith found threat of misapprop—enjoined from starting immediate employment (PepsiCo.)

ii. Non-Competes (Reed, Roberts)

1. Show that employee is in a position to use the trade secret (lower standard)

2. Enforced to the extent that they are (Reed Roberts):

a. Reasonable in time & area (e.g., selling business = reasonable not to compete)

b. Necessary to protect employer’s legitimate interest

i. Protect trade secrets, confidential customer info, etc.

ii. May not protect against public info (Reed Roberts—no injunct b/c he solicited off publicly available lists, not customer lists)

c. Not harmful to public

d. Not unduly burdensome to employees

iii. Shop Rights—all inventions made during employment belong to employee—Except:

1. Employee specifically hired to engage in research and development OR

2. Invention made during work hours, using employer’s equipment or materials

iv. NO Federal Patent Preemption (Kewanee Oil)

1. Differences between Patent and Trade Secret Protection

a. Patent—novelty, disclosure for public good, prevents independent creation

b. TS—only minimal novelty, secrecy for R&D and efficiency in business, prevents disclosure and use

2. TS serves (or doesn’t undermine) policy behind patents:

a. Patent—what’s in public must stay there; TS—never in public

b. Patent—value in promoting disclosure; TS—doesn’t defeat b/c:

i. TS not patentable—TS incentivizes invention beyond patent protections, prevents hoarding knowledge, won’t even apply for patent/disclose

ii. TS dubious patentability—benefits of patent will encourage application, denial of patent will delay otherwise advancing production, TS allows exploitation of discovery, fear of invalid patent

iii. TS Patentable—weaker protection for TS incentivizes patents, time pressures of invention requires immediate protection

3. Congressional allowance = no preemption (Marshall, concur)

4. Dissent (Douglas)

a. Where no patent, should be in public domain (Sears & Compco)

b. Allow action for breach of confidentiality K, not injunctions against disclosure

v. TS on Patent Applications
1. Can’t withhold facts necessary to public’s understanding of patent (Van Products)

2. Patent applications held in confidence; doesn’t destroy secret until patent issued

vi. K for TS—Must pay royalties so long as used under K, even if TS becomes public (Warner-Lamberth)

4. RIGHT OF PUBLICITY
a. Elements (either statutory or CL, but only in about ½ of states)
i. Use
1. Simply ask whether it was used, not how (White) (but see 1A considerations) 

ii. Of identity/name or likeness w/out consent
1. Broadly read to “invokes image” or “identifies”

a. Look at image/depiction in context & as a whole (White)

b. “Here’s Johnny” identifies Carson even if not using name or likeness on portable toilets; but using “J. William Carson” prob not infring b/c no association (Carson)

c. Samsung violated © in using robot that evoked image of Vanna White on Wheel of Fortune for VCR ad (White v. Samsung)
d. Racecar easily connected to driver such that use = identifying driver (Motschenbacher)
e. Image of black boxer in ring labeled “The Greatest” = identifying Ali (Ali v. Playgirl)
f. Use of nickname “Crazylegs” = identifying football player in women’s razor ad (Hirsch)
g. Tom Waits has rt to singing style used w/out permission on Doritos ad (Waits)
h. Imitation of Bette Midler’s voice for Ford ad = liable (Midler)
i. Look-alikes where giving impression that celeb was actually there (Onassis)
2. Need consent of personality depicted, not person who “creates” the identity 

a. Carson owns rts, not Ed McMahon

b. Actors may have rts to protect the images of the characters they play

i. Cheers actors have rt to protect physical likenesses from being licensed to make animatronics robots of their characters (Wendt)
iii. For commercial gain 
1. Basically targets memorabilia
2. Exceptions:

a. News—in connection with news, public affairs or sports broadcast, political campaign (look at medium, not content—use in personal style section ok)
b. CA—play, book, magazine, newspaper, musical composition, film, radio, or TV program, work of “political or newsworthy value,” “single original works of fine art” or an ad for the above works
c. Parody—Kazinski dissent to en banc rehearing in White
iv. Non-Transformative  (First Amendment threshold)

1. To get 1A protection can’t be a literal depiction for commercial gain w/out significant creative expression (Comedy III)—can look at:

a. Depiction must be raw material for creating work not sum & substance of work

b. Economic value derives from creativity not merely from fame of celebrity

2. Sketches of 3 Stooges sold as lithographs and t-shirts were not transformative enough to trigger 1A protection (Comedy III) 

3. Warhol would likely get protection

4. BUT see—Kozinski dissent in White—celebrities are part of important social dialogue

b. Preemption
i. Copyright preempts right of publicity if three conditions met: 

1. Subject matter is fixed in tangible medium of expression

2. Subject matter is copyrightable (rarely preempted b/c names and likenesses are ideas)

3. State right is equivalent to one or more of rights in 106 of copyright act
ii. Kazinski dissent in White—playing a character is © element of show—should be governed by ©

1. Samsung ad parodied a ©ed TV show, WoF board was identifying feature, could have been a “monkey in a wig” in front of the board (White)

2. Vampira is free to dress in black and be morbid
3. Cheers actors have rt to protect physical likenesses from being licensed to make animatronic robots of their characters (Wendt)
c. Remedies
i. Injunction freely given

ii. Reasonable royalty or market value

iii. AND unjust enrichment

iv. Exemplary damages for willful violations

d. Policy

i. Prevents unjust enrichment by the theft of good will

1. Media can’t televise full human cannonball performance w/o consent (Zacchini)
2. Using former backup singer to imitate Bette Midler for Ford ad = liable (Midler)
ii. Overprotection may threaten free creativity and public domain
1. Kennedy dissent in Carson—publicity rt in mere associations doesn’t serve goals of publicity & removes ideas from the public domain, doesn’t req same notice, duration limitations as ©

2. Kazinski dissent in White
III.  TRADEMARKS


1. What is a TM?

a. Any word, name, symbol, device, or any combination thereof (§ 1127)

i. Supplemental Register

1. Broader definition for registration

2. Provides protection in foreign countries

ii. Anything else that can be shown to have secondary meaning:

1. Color (Qualitex—green/gold press pad)

2. Fragrance (Clarke—scented yarn)

3. Location on goods (Levi Strauss—placement of tag on jeans)

4. Slogans (Lincoln Park Van Lines—“From Maine’s cool breeze to the Florida Keys” TM b/c suggestive, not descriptive)

5. Shape of package (shape of Coca Cola bottle TMed) 

6. Product design (Wal-Mart)

7. Unless merely functional (e)(5)—no protection for function (e.g., if “pink” is what works in pepto, no protection for color)

b. Service Marks (§ 1053)—mark used to distinguish services and indicate source (§ 1127)

i. Same req’s and limitations as TMs

ii. A&M—advertising service marks

1. Must be sufficiently separate from subject of ads

2. Used to identify advertising services, not subject of ads (e.g., letterhead)

c. Trade Dress (e.g., Mexican festive eating atmosphere at Taco Cabana restaurants)

i. Protected on showing of:

1. Distinctive (Siegel thinks better test would be to ask whether its common place)

a. Inherent 

i. Arbitrary (Camel), fanciful (Kodak), or suggestive (Tide)

ii. Product Design can’t be inherently distinctive—not intended to identify the source just to make more appealing—must show 2ndary  (Wal-Mart)

b. OR Secondary Meaning

2. Non-functionality (§ 1125(a)(3))—burden on party seeking protection to prove

a. Expired Utility Patent: is strong but not conclusive evidence of functionality (TrafFix)

b. Non ©able, trade dress of greeting cards deemed non-functional (e.g. two-fold, poetry on 1st & 3rd pages, deckle edge, etc.) (Hartford House)

3. No likelihood of confusion

d. Titles—not ©able but protected against passing off if:

i. Distinctive/Secondary meaning

ii. Likely to cause confusion

2. Is it source identifying?

a. Protected:

i. Distinctive 

1. Suggestive term—not completely arbitrary, but only slightly related (e.g., “Happywork”)

2. Arbitrary/Fanciful—can’t be anything other than source identifying (e.g., Xerox, Kodak)

ii. Secondary meaning (§ 1052(f))

b. Not protected:

i. Generic names—Describe the product itself, not the producer (e.g., desk, Thermos)

1. Look at word’s primary significance to relevant public 

a. No longer motivation to purchase as in Monopoly
2. EXCEPTION—original products explicitly protected by law b/c new products could easily become generic

ii. Deceptive names (§ 1052(a)) (e.g., Lovee Lamb for synthetic seat covers)

1. Budge test:

a. Misdescriptive of character, quality, function, composition, use

b. Prospective purchasers likely to believe misdescription describes goods

c. Likely to affect decision to purchase

iii. Too Similar to existing mark (§ 1052(d)) (e.g., Narkomed as compared with Narco Medical)

1. N.A.D.—ct. allowed use b/c parties agreed to it, marks were different enough, and customers were sophisticated

iv. Scandalous/Disparaging (§ 1052(a)) (e.g., Redskins offensive to Native Americans (Harjo))

1. Not registerable, but can prevent others from using it 

2. Assessed in relation to those implicated by mark, not general public

v. Geographically deceptively misdescriptive (§1052(e)(3)) (e.g., Durango for chewing tobacco not from Durango, Mexico (Loew’s Theatres))

c. Show secondary meaning for protection

i. Descriptive terms (§ 1052(e)(1)) (e.g., “Custom-Blended” for gasoline (Sun Oil))

1. Descriptive vs. Suggestive

a. Suggestive = Some level of inference or imagination 

b. Descriptive = Name immediately indicates what the product is

ii. Misdescriptive marks (§1052(e)(1))—meets Budge test for deceptiveness except for unfairly influencing purchase (3rd element) 

iii. Geographical Description (§ 1052(e)(2))—PTO burden to show fits under (e)(2) bar then applicant must show 2ndary meaning under (f) to prevail
iv. Merely Surname (§ 1052(e)(4))

1. UNLESS word has independent significance (e.g., king, cotton, boatman)

3. Requirements for protection

a. Priority rule gives rights to first use

b. Use in commerce (§1051(a)(1))

i. Must be: 

1. Public—internal shipments of pants to managers NOT use (Blue Bell)

2. Affixed to product (classic doctrine)

a. Double tagging on other pants was bad faith attempt to hold mark (Blue Bell) 

b. Although, more lenient if marketed mark ahead of products, built reputation with the public

ii. Token use not enough to claim mark

1. Bona fide use factors:

a. Quantity and continuity of sale

b. **Consumer purchases**

c. Business of mark owner

d. Quality control

e. Distinguishing mark

f. Intent 

g. Profit or loss

h. Advertising

i. Test market

iii. Policy: prevents warehousing but may fail to protect investment in mark

c. OR Intent to use + registration (§1051(b)(1)) 

i. Have to show use w/in 6mos. of application or get extension

1. Can’t be prevented from consummating your ITU by someone else’s use between filing date and your actual use (WarnerVision)

ii. “Constructive use” from date of filing (§ 1057(c))

1. If others use before filing, they “own” mark

2. BUT—Lucent case—granted mark to larger company (filed after prior “use” by another) b/c market penetration would cause confusion and first “use” wasn’t enough

d. Registration—not required for protection but provides:

i. Constructive notice and national protection (§ 1072)—important for geographic rts
1. Use of unreg. marks in diff. markets: Sr. user owns, Jr. user has rights to his market 

2. Sr. user registers: sr. user has national right, but only enjoins where confusion is likely

3. Jr. user registers: Jr. user has nat’l rights, freezes sr’s market

ii. Prima facie evidence of validity (§1115(a))

iii. Immunity from cancellation after 5 yrs on registry (can’t be cancelled for non-distinctiveness or similarity to other marks) (§ 1064)

iv. Incontestible after 5 consecutive yrs of use after registration, unless it becomes generic (defense against claims of infringement or offensive use to enjoin infringement) (§1065)

4. Abandonment = becomes public domain

a. Failure to use marks
i. Discontinue with intent not to resume in foreseeable future

ii. Three years of non-use = presumption of abandonment

iii. Abandonment of registered mark must be on national scale, not just in particular market (Dawn Donut didn’t give up rts nationally because not used in Rochester)

b. Loss of distinctiveness 

i. Genericide (King-Seeley Thermos)

1. Protect by using as proper adjective, not noun or verb (e.g., Xerox copiers, not “xeroxes” instead of “copies”)

2. Police own usage and that of others—competitors and media (e.g., “I am stuck on Band-Aid brand”)

a. Scrabble—prevented printing of unauthorized dictionary

3. Name of patented product passes to public upon expiration of patent

ii. Licensing without adequate control over quality (K is enough to control—Dawn Donut)

iii. Assignment without transfer of goodwill

iv. Failure to enforce against infringers

5. Infringement
a. Standing—usually hard for consumer to sue (cts split)

b. Have to show:

i. Likelihood of confusion, not actuality

1. Types of confusion

a. Consumer confusion as to source of the goods

i. Point of Sale—fakerolex.com no confusion b/c know it’s a fake

ii. Post Sale Confusion—broken fake Rolex tarnishes name to others

iii. Initial Interest Confusion—using TM to drum up sale (window sign advertising TMed product but upon entry being told that item isn’t sold)

b. Confusion as to endorsement (Polo)

2. Competing Products (Pikle-Rite)

a. Not side-by-side comparison

b. Consumer in normal decision making scenario (e.g., at grocery store)

i. Sight

ii. Sound (“pol-ka” and “pol-pak”)
iii. Meaning (e.g. word “Pegasus” evokes symbol of flying red horse associated with Mobil = infringement (Mobil v. Pegasus))

3. Non competing products (McGregor-Doniger)—balance Polaroid factors:

a. Strength of mark (distinctiveness, secondary meaning, registration)

b. Degree of similarity between marks (presentation, way they look)

c. Proximity of products

d. Likelihood that prior owner will bridge gap (entering the same market)

e. Actual confusion

f. Defendant’s good faith in adopting mark (bad faith very relevant)

g. Quality of defendant’s product

h. Sophistication of buyers (sophistication = good for defendant)

4. Consumer surveys (but do them well—Indianapolis Colts)

ii. In more than de minimus number of customers

1. 7.6% confused not enough to say “likely” (Henri’s Food v. Kraft)

c. Secondary Liability (Hard Rock Café)
i. Contributory Infringer

1. Intentionally induces another to infringe OR

a. Inwood Labs v. Ives—seminal SC case—generic drug manufacturers induced pharmacists to substitute and mislabel generic drugs as the brand-name drug
2. Supply product to one knew or had reason to know of infringement 

a. Willful blindness = infringement

b. No affirmative duty to protect against counterfeiters (no duty to take precautions)

ii. Vicarious Liability

1. More narrow than classic doctrine of:

a. Control AND

b. Direct financial benefit

2. Examples
a. Hard Rock—no vicarious b/c no direct relationship between flea market and sales of vendors (maybe different if they took cut of sales)
iii. Cherry Auction—vicarious b/c had control (power to exclude counterfeiting vendors, police grounds, etc.) & b/c benefited from customers who came to purchase records (through entrance fees, food, parking, increased interest) even though no direct sales cut
d. Defense/Fair Use:
i. Descriptive Use
1. Used to describe D’s product 

a. CVS generic can say “compare to Nyquil”

b. VW reference at car repair shop not infringe (VW)

2. Used to describe P’s product 

ii. Nominative Use (NKOTB)—doesn’t implicate source-identifying function

1. Factors

a. Product not readily identifiable w/out use of mark

b. Only so much of mark used as necessary to identify product

c. Not used to suggest sponsorship or endorsement

2. Examples:

a. Newspaper’s 1-900 poll not infringe (NKOTB)

b. Boston Marathon on TV listings not infringe (WCVB-TV)

iii. Parody—source wouldn’t parody itself, so no confusion 
1. Reddy—consumers of satirical publication sophisticated enough to know source
iv. Collateral use—merchants can refer to goods they sell by manufacturer’s trademark
1. Champion Spark Plug—permitted collateral use of P’s mark so long as spark plugs bore word “Repaired” or “Used”
e. Remedies
i. Injunction (§1116)—preferred remedy (Minnesota Pet Breeders)

1. TM infringement injunctions—only enjoin where confusion is likely (Dawn Donut)

a. Separateness of trading areas

b. Probability of expansion into market

c. Once expand into market, may have rt. to enjoin other use

2. Unfair competition injunctions—structured to fit circumstances

ii. Monetary Relief (§ 1117)—for intentional or willful infringement (Matlina—bad faith by making label resembling mark)
1.  Defendant’s profits
a. Profits lost by TM owner (can’t recover for (1) damages too) OR

b. Unjust enrichment (not diversion of sales) (Maltina)
i. Gross – costs = recovery
1. P’s burden to show profits 
2. D’s burden to show costs associated with product
a. Unattributed expenses not deducted from gross (Maltina)
ii. Serves policies of:
1. Making infringement unprofitable
2. Don’t have to be in direct competition
3. Deters future infringement
2. Plaintiff’s damages
a. Lost profits (can’t recover for (1) profits too)
i. # of lost sales to P x P’s profit per sale
ii. Assumes P would’ve sold same # as D (D has burden to prove otherwise)
b. Actual damages—cost to repair bad reputation
iii. Attorney’s Fees—only in extraordinary circumstances
iv. Treble Damages—if particularly egregious

6. Other Causes of Action

a. Misrepresenting quality of goods/Disparagement (§1125(a)(1))

i. For any person:

1. Who uses a false or misleading description in commercial advertising which

2. Misrepresents the nature, characteristics, qualities, or geographic origin

3. Of his or another person’s goods

ii. American Washboard—didn’t allow action for misrepresentation of selling Aluminum washboards, but overturned by § 1125(a)(1)(A)

b. Dilution
i. Federal law protects (§ 1125(c))

1. Famous marks (no register, just well known) (§1125(c)(2)(A))

a. Niche fame—generally not enough for protection from dilution

b. Degree of distinctiveness

c. Widely recognized (household name)

d. Extent of publicity

e. Extent of sales/market

f. Degree of recognition

g. Registered

h. Duration and extent of use

2. Against uses that dilute distinctive quality of the mark (§ 1125(c)(2)(B))

a. Degree of similarity between marks

b. Degree of distinctiveness (inherent or acquired) of famous mark

c. Exclusive use of famous mark

d. Recognition of famous mark

e. Defendant’s intent to create association with famous mark

f. Actual association with famous mark

3. That creates likelihood of dilution (Moseley held actual required, overturned by statute)

a. Economic harm to famous mark 

b. Consumer surveys

c. Extent of jr’s exposure

d. Firmness of sr’s mark

e. Easy case—exact same marks (e.g., Kodak pianos)

4. Don’t need to show:

a. Confusion

b. Competition between the parties

c. Actual dilution—likely is enough

ii. Types of Dilution:

1. Blurring—lessens association with original source through multiple associations

a. Can’t also be confused—confusion = thinks two things from same source

2. Tarnishment—eroding the value of the mark through a bad association (rather than just another association)

iii. Exceptions (§ 1125(c)(3))

1. Fair Use for comparison of products

2. Use for new-reporting

3. Non-commercial use

iv. Relief—injunction only

c. Cybersquatting (§ 1125(d))—for registration of domain names, P must prove:

i. Distinctive or famous mark 

ii. Domain name is confusingly similar to mark

iii. With bad faith intent to profit—factors:

1. Rights in the domain name

2. Contains legal name of person

3. Prior use of domain name for bona fide offering of goods

4. Noncommercial or fair use

5. Intent to divert customers

6. Offer to sell name to mark owner

7. Provision of false contact information

8. Registration of multiple domain names

9. Distinctiveness of underlying mark

iv. Sporty’s Farm—Sporty’s was distinctive and famous & domain name was confusingly similar and used in bad faith (Sporty’s Farm formed after domain was registered, domain name wasn’t name of legal owner Omega, no IP rts in sportys.com)

v. Remedy—injunction and transfer of name 

IV.  PATENTS


1. Patentable Subject Matter (§101)

a. Patentable
i. Process—series of steps, art, or method 

1. Including a new use of known process or product

ii. Product
1. Machine (moving parts)

2. Manufacture—production of articles for use from raw materials prepared by giving new forms, qualities, or properties, or combinations

3. Composition (chemicals)—all compositions of two or more substances and all composite articles whether from chemical union or mechanical mixture
4. Intended to cover everything man-made/not naturally occurring 

a. E.g., living microorganism that doesn’t occur in nature (Diamond); mouse genetically engineered for cancer research

iii. Apparatus—machine or manufacture
iv. Plant & Design
b. Not patentable:

i. Laws of nature—both discovery & basis for all inventions (e.g., law of gravity, E = MC^2)

ii. Physical phenomena—product of discovery, not invention

1. E.g., new plant found in the wild; relationship between certain chemical in body and disease—BUT can patent process using this discovery
iii. Abstract ideas—basis for all invention, must be available to all

1. Mathematical logarithms not patentable (Gottschalk) UNLESS it yields useful, concrete, and tangible result
a. Computing stock prices (State St. Bank)

b. Transforming EKG signals into a useful image showing condition of heart

iv. Mental Steps (even if useful)—exercise of human judgment is variable
1. Method for arbitration of Ks and wills not patentable b/c simply rely on human intelligence to solve the problem (Comiskey)
2. Can get patent for combining thinking w/ machine (but, adding general use computer to mental process may fail obviousness—Comiskey)
v. Medical procedures—public health interest in no patents
vi. NO Business method exception (State St. Bank) previously barred the patenting of a process that just involved a method of operating a business, now ok
2. Utility (§101)—“A patent is not a hunting license.  It is not a reward for the search, but compensation for its successful conclusion.”

a. Useful = not harmful (immoral or mischievous not patentable)

i. Doesn’t have to be better than prior art (Lowell)

ii. Deceptiveness won’t bar patent (Juicy Whip—making post-mix look like pre-mix beverage dispenser, stimulate impulse buying—ct. held making one product look like another is a benefit—other agencies protect against fraud)

b. Look for utility of purpose, not utility of means

i. Process that yields already known product (no new use) not patentable (Brenner)

1. But Harlan dissent—process useful for advancing science 

ii. Product—must show utility (Brenner)

1. Drugs—showing utility in animal tests or sufficient probability of human safety (Krimmel)

2. DNA—when isolated and purified or when synthesized from chemicals but must show at least one specific, substantial & credible utility
c. Operability—reduction to practice

i. Can be made to substantially achieve purpose even if not exactly as disclosed = operative

ii. All or nothing invention (e.g., voting machine) must be exactly like patent or non-operative

3. Inventorship
a. Inventor must file (§102(f))

i. Use as trade secret—won’t bar patent for independent invention 

ii. §102(f) will bar if “invention” was derived from use as trade secret

b. Joint inventorship—joint labors on one machine patentable even if:

i. Didn’t physically work together or at the same time

ii. Didn’t make same type or amount of contribution

iii. Didn’t each make contribution to every claim on patent

iv. BUT if each did distinct parts, get separate patents

c. Courts forgiving on mis/non joinder

4. Enabling Disclosure (§ 112)—Patent application must set forth:

a. Written description and of manner and process of making and using it

b. Full, clear, concise and exact terms to enable person skilled in the art to make and use

i. Objective—enable person having ordinary skill in the art (PHOSITA)

ii. At time of disclosure (can’t rely on after-printed guides) (Gore)

iii. Disclosure of stretching rate for Teflon was sufficient to enable practice (Gore)

c. Set forth the best mode contemplated

i. Subjective—what the inventor thinks is the best way

5. Novelty (§102)

a. Not patentable if, on date of invention it was:

i. Known or used in this country

1. Knowledge

a. Public AND 

i. Classified memo that was declassified before filing date covered by Atomic Energy Act barring patents even if classified (Borst)

b. Enabling (Borst)—sufficient to enable one skilled in the art to reduce to practice

i. Don’t need to actually reduce to practice 

2. Use—First to invent, not first to file

a. First to invent & didn’t abandon, suppress, or conceal

i. Suppressed or concealed—use as e.g., trade secret doesn’t block other’s from patenting

ii. Abandoned your invention to the public

b. Reasonable diligence of first to conceive protects rts from subsequent inventors

i. 1st to conceive: X invents before Y invents, but Y files patent before X = X gets patent b/c first inventor (US Rule)
ii. 1st to con. + reas dil.: X conceives of idea first but Y reduces to practice first = X gets patent if “reasonable diligence” but not otherwise

iii. 1st to con. but no reas. dil.: X conceives of invention first but puts aside work, Y conceives b4 X resumes work and Y reduces to practice first = Y gets patent

iv. Paulik case: X conceives of idea, reduces the idea to practice, then puts work aside -- all before Y conceived of idea, reduced it to practice, and filed = Court says X gets patent
c. Conception—idea that is definite and permanent enough (specific solution to problem at hand) that PHOSITA could understand

d. Reduction to practice
i. Invention first works in intended environment (not experimental) (e.g., voting machine not practiced until used in election Ocumpaugh)

ii. Patent application describing device with sufficiency to enable PHOSITA to construct and operate (Telephone Cases)

iii. Any enabling description (Borst)

ii. OR Patented or described in printed publication in any country

1. “Printed Publication”—very confused body of law, but looking for public access

a. Yes—thesis in college library, scientific paper submitted for refereeing before publication, instruction sheet distributed in Japan, discarded trade circular, microfilm in LOC properly indexed

b. No—handwritten manuscript in public library, scientific paper delivered orally, article in Russian library, microfilm in LOC not properly indexed

2. Must be one single statement of the invention 

a. Hypo:

i. Your ideas = A+B+C+D

ii. Prior art = A+B+D and A+B+C

iii. Not barred by § 102

b. More than one year before filing date, was in public use or on sale in this country (§102(b))

i. Critical date—one year before you file for patent, can’t be in use or on sale

1. Hypo timeline:

a. 2003—invent

b. 2004—someone else invents the same thing

c. June 1, 2004—someone else describes your invention in printed publication

d. July 1, 2005—File for patent

2. First true inventor—you are

3. Can’t get a patent b/c you’re one month late—critical date was July 1, 2004 (one year before you file) and by then already publicly disclosed

ii. On sale
1. Commercial offers for sale

2. Complete/ready for patenting by:

a. Reduction to practice

b. Enabling drawing or description

3. E.g., order based on drawings triggered bar even if not reduced to practice b/c took order and could have gotten patent based on drawings (Pfaff)

iii. Public use
1. Profitable use (Pfaff)

2. Giving to another with no restriction of confidentiality (e.g., giving corset with new form of springs to fiancé w/out restricting secrecy (Egbert))

3. Doesn’t have to be “informing”/seen by the public (e.g., corset worn under dress, gears in watch; still constitute public use)

4. Selling output of secret process even if no chance of reverse engineering b/c want to limit extension of monopoly rts (Metallizing Engineering)

a. BUT if someone else is practicing your invention in secret while you’re trying to seek patent, you won’t be blocked (Gore)

5. Marketing tests—exploitation not for purpose of perfecting invention but for determining how it sells

iv. EXCEPTION—Experimental use—won’t trigger bar even if no restriction of confidentiality—want to allow inventors to perfect inventions

1. Factors to determine experimental use

a. Length of test period

b. How many tests conducted

c. Payment for device

d. Agreement to use secretly

e. Records kept of progress

f. Persons other than inventor conducting experiments

2. TP Labs—used new tooth spacers in 3 patients, but not offered to competitors, routine checking, course of treatment often spans years, no extra charge to patients = experimental use

3. American Nicholson Pavement—new method for paving road used on public road (charged a toll for using it) to test process = experimental use

6. Nonobviousness (§ 103)

a. No patent if differences between invention and prior art would have been obvious at the time the invention was made to PHOSITA (§103(a))

i. Serves constitutional goal of promoting progress of useful arts

ii. Early test:  Skill or ingenuity (compare patent with skill of calling)

1. Putting ceramic knob on old door-knob system required no skill or ingenuity to satisfy non-obviousness requirement (Hotchkiss)

2. Dissent—test should be “new and better and cheaper than what preceded it”

3. Improved check-out stand that combined two other patents just adding of two parts, commercial success doesn’t satisfy patentability (Great Atlantic)—overruled by §103

b. Test for non-obviousness (John Deere)

i. Scope and content of prior art 

1. Prior art under § 102 for “known or used”

a. John Deere—invention obvious b/c all elements of plow were in prior art, problem of flexibility obviously solved by inverting hinges

2. Relevance (Clay)

a. Same field of endeavor OR

b. Relevant to invention/problem

i. Clay—similar system for storing hydrocarbons with gel treatment not obvious from use of gel to extract oil from rock—prior art wasn’t in same field or relevant to same problem

c. Also: TSM Test (KSR International)—teaching, suggestion, or motivation to combine prior art found but shouldn’t be applied strictly

3. Secret prior art 

a. Trade secrets not part of prior art

b. BUT pending patent applications are even though not “known” b/c get rts from date of app., delays in PTO shouldn’t allow 2 patents for same thing (Hazeltine)

4. Partial references in different places can combine to constitute obviousness (Foster)

a. KSR—prior art contained all elements (adjustable pedals, sensors, use of fixed point) such that putting them all together was obvious (PHOSITA = undergrad degree in mech engineering and familiarity with pedal systems)

5. People working together or for same co. don’t constitute prior art for each other

ii. Differences between prior art and claims at issue

iii. Level of ordinary skill in pertinent art (lower level of skill = more patents)

iv. Secondary indicia of non-obviousness

1. Commercial success

a. Must show nexus between invention and success (Stratoflex)

2. Acceptance by competitors

3. Long felt, but unsolved, needs

4. Failure of others

5. Predictions of failure

6. E.g., Stratoflex—everyone knew of problem of pinholing, four prior patents with elements, mere change in material, use of dispersion to limit spaces, no showing of nexus between success and invention all indicated obviousness

7. Rights in Patents

a. Exclusive rights to make, use, sell, offer to sell, import during life of patent (§154(a)(1))

i. Make
1. Repair vs. Reconstruction
a. Repair = not infringement (Wilbur-Ellis) (Convertible Top Replacement Co.—patent was combination of unpatented parts, no right to prevent others from making replacement parts which were individually unpatented)

b. Reconstruction = infringement

2. Disassembled parts
a. For assembly abroad not infringement even during patent b/c patented product never came into being in US (Deepsouth)—overruled by §271(f)

b. For assembly in US after expiration of patent = infringement b/c no valid non infringing use and manufacture and testing of component parts cuts into patent (Paper Converting Machine)

i. Dissent—basically extending monopoly to development time needed after expiration of patent

ii. Use
1. Adaptation for use—not infringement (Wilbur-Ellis—allowed to refit machine for smaller cans was OK because size of cans wasn’t part of invention)

2. Experimental Use—narrow exception as long as not used for profit

a. Ascertain the verity and exactness of specification

b. Philosophical experiment

c. Testing for adaptation to experimenter’s business

d. Drug testing

iii. Sell/Offer to Sell
1. First Sale Doctrine—patent holder has right to first sale, resale not covered by patent unless K as part of first sale

2. Offers to sell—restricted to sales that will be complete before expiration (§271(i))

iv. Import
b. Term of patent (§154(a)(2))

i. From date of issue

ii. To 20 yrs from date of filing of application

1. No liability for royalties beyond life of patent, even if K for it (Brulotte)

2. Licensee released from royalties if patent is invalidated 

a. Assignor estopped from challenging own invention that’s later assigned

iii. Extensions granted for specified delays at patent office

c. Suppression—get patent but don’t practice invention—some countries have mandatory licensing

8. Infringement
a. Basic inquiry—does the claim “read on” (describe) the challenged device?

i. Composition—replication of ingredients in substantially same proportion

ii. Process—replication of every step in substantially the same operative order

iii. Machine or device—substantial similarity in the means, mode, and results

b. Types of Infringement

i. Direct Infringement—Intent and ignorance irrelevant

1. Make, use, offer to sell, sell, or import during the term of the patent (§271(a))
2. Shipping components of patented invention for final assembly outside of US (closed Deepsouth loophole) (§ 271(f))
3. Importing product made outside of US by a process patented in US (§ 271(g))
ii. Indirect Infringement
1. Actively induce infringement (§271(b))

2. E.g., advertising sale of infringing goods, instructing on use of patented process, buying articles made by infringing process, encouraging a licensee to breach license agreement
iii. Contributory Infringement
1. Knowingly selling or supplying component, material to patented product, that has no predominant non-infringing use (i.e., not a staple article) (§271(c))
2. Good faith is defense
c. Doctrine of Equivalents—if alleged infring is not exactly the same, look for equivalence between the elements of the product and the elements of the patent at time of infringement (Warner-Jenkinson)

i. Substantially same function in sub’ally the same way to obtain the same result (Graver Tank) 

1. Consider:

a. Prior art

i. Whether PHOSITA would know of interchangeability
b. Context of the patent

i. Purpose, quality, function of ingredient

c. Circumstance of the case

2. Use of manganese instead of magnesium was equivalent that’s interchangeability would have been known = infringement (Graver Tank)

a. Dissent—carefully draft patents, courts should not expand the terms

ii. Apply element by element to claims (Warner-Jenkinson) (incentive to put as few elements into claims as possible, makes claims broader/easier to find equivalents)

iii. Infringer’s intent irrelevant
d. DOE Defenses
i. Prosecution History Estoppel (Warner-Jenkinson)—narrowed patent during application process

1. For reasons of patentability—can’t rely on unamended application (but might be able to find equivalents in other directions) (Festo)

a. Warner-Jenkinson—didn’t show why they added pH levels during app

2. BUT if for other reason—still able to use doctrine of equivalents

3. Rationales:

a. Common law—can’t reclaim what already gave up

b. Abandonment—abandoned scope given up before PTO

c. Exhaustion of remedies—circumvents PTO

ii. Reverse Equivalents—performing same or similar function in substantially different way but still falls within words of claim = defendant wins

9. Remedies
a. Damages adequate to compensate for the infringement

i. Lost profits (§ 284) 

1. “But for” & reasonably foreseeable test (Rite-Hite)

2. Panduit test—plaintiff must show:

a. Demand for patented product

b. Absence of acceptable non-infringing substitutes

c. Manufacturing and marketing ability to exploit the demand

d. Amount of profit it would have made

3. Can recover for:

a. Patented item AND

b. Plaintiff’s other products if work as one functional unit (can’t use w/out)

i. Entire Market Value—get lost profits for component parts if patent “substantially created value of the component parts”

1. E.g., infringe on burger, get damages for buns but not fries

ii. Rite-Hite could recover for lost profits of both automatic and manual even though not the subject of the infringement BUT not for levelers b/c didn’t function w/ Lok-Doks

ii. BUT NEVER LESS THAN reasonable royalty—if damages are $0, get reasonable royalty

1. Rite-Hite—ok to consider whether P would be unwilling licensee = large royalty

iii. No unjust enrichment but can use D’s profits as guide for lost profits

iv. Attorney’s fees—as deterrent to willful infringement

v. Notice—must give notice of patent recovery of damages (mark on product or given directly)

b. Injunction
i. Prelim injunction—“clearly show” that:

1. Valid patent

2. Patent infringed

ii. Typical four-factor test for permanent injunction (Ebay)—P must show:

1. Suffered irreparable harm

2. Remedies at law (like damages) are inadequate to compensate

3. On balance of hardships, remedy in equity is warranted

4. Public interest will not be disserved

c. Defenses

i. Laches—harmful delay in bringing suit

1. Presumption of laches arises where delay is more than 6 yrs after date when patentee knew or should have known of infringement

2. Burden shifts to P

ii. Equitable Estoppel—three elements

1. Patentee leads, through misleading conduct, alleged infringer to reasonably believe that patentee won’t enforce patent

2. Alleged infringer relies on conduct

3. B/c of reliance, alleged infringer will be materially prejudiced by suit

V.  COPYRIGHT


1. Copyrightable Works

a. Original
i. Not copied (Sheldon—“borrowed the work must indeed not be”)

1. No novelty requirement but need minimum degree of creativity (Feist)

2. May make own version of live events but may not copy another version (e.g., circus (Bleistein); nude (Gross v. Seligman))

ii. Compilations of facts—©able but only insofar as they include original elements (e.g., choice in what facts to include, order facts appear, arrangement of data, etc.)

1. Elements of compilation
a. Collection and assembly of preexisting material, facts, data

b. Selection, coordination, or arrangement of those materials

c. Creation of original work by virtue of collection, coordination, etc.

2. Phone book with no original elements not protected, therefore no infringement for copying listings into competitor’s book (Feist)

3. Research sometimes protected as “selection” of facts (CCC Information Services)

4. Maps protected only when publisher compiles or adds aspects to public information & must be more than trivial selection (Hamilton)

5. Case reports—cts. split on whether collection and pagination is original (not a question of how much work one puts in) (West Publishing—©; Matthew Bender = no ©)

b. Works of authorship (§ 102(a))

i. Literary works

ii. Musical works, including accompanying words

iii. Dramatic works, including any accompanying music

iv. Pantomimes and choreographed works

v. Pictorial, graphic, and sculptured works

vi. Motion pictures and other audiovisual works

vii. Sound recordings

viii. Architectural works.

c. Excluded subject matter (§102(b))

i. Idea-Expression Dichotomy—expression is protected, ideas are not

1. Only allowed to copy so much of expression is necessary to use the idea

a. Explanation of a bookkeeping system protected, but allowed to use as much of forms necessary to practice it (Baker v. Selden)

2. Merger doctrine—no © if idea can only effectively be expressed in one or limited number of ways

a. Jeweled bee pin—can only be expressed one way (Herbert Rosenthal Jewelry)

b. QWERTY keyboard—some cts find no merger b/c at time of creation there were other expressions; others find merger b/c looking at range of expressive choice at time of competing work’s creation
3. Scenes a Faire—no © for basic plot or character types (the more developed and visual the manifestations, the more protection they receive)

ii. Functional aspects—must separate utilitarian from expressive aspects

1. Allowed to © statue (whether used as lamp base or any/nothing else), but can’t stop others from using the idea of a statue as a lamp base (Mazer)

iii. Government works—work by officers or emp’ees of US gov’t as part of official duties

1. Presidential testimony = no ©; book after leaving office = © (Harper & Row)

iv. Explicitly excluded by © office:

1. Words and short phrases; familiar symbols; mere variations of typographical ornamentation; mere listing of ingredients

2. Ideas, procedures, processes, systems, methods of operation, concepts, principles, or discoveries (§ 102(b))

3. Blank forms which are designed for recording information but don’t contain any

4. Works consisting entirely of info that is common property (e.g., calendars, tape measures, schedules of sporting events, etc.)

5. Typeface as typeface

d. Fixed in tangible medium of expression

i. Publication—distribution of copies or phonorecords of a work to the public by sale, rental, lease, or lending (not public performance or display)

1. Pre-1978—federal protection attached upon publication

2. 1978—protection attaches when fixed in tangible medium 

e. Notice, Registration, Deposit

i. Notice (§ 401(a))

1. Before March 1, 1989—required

2. After March 1, 1989—not required under Berne Convention

ii. Deposit (§ 407(a))—must deposit 2 copies/recordings with LOC, one copy w/ © office 

iii. Registration 

1. Generally permissive (§ 408(a))

2. Need to register in order to sue for infringement or to get statutory damages (§ 411(a))

2. Rights in Copyright

a. Ownership

i. Author 

1. Initial ownership vests in the author (§ 201(a))

2. Author of collective work (assembly of separate works)—only owns rights to the contribution as part of that particular collective work (§ 201(c))

ii. Works for Hire (§ 201(b))

1. Employer is considered author

a. Independent contractor maintains own ©

b. Factors Emp’ee vs. IC (Community for Creative Non-Violence):

i. Skill required

ii. Source of instrumentalities and tools

iii. Location of the work

iv. Duration of the relationship 

v. Whether hiring party has right to assign additional projects

vi. Extent of hired party’s discretion over when/how long to work

vii. Method of payment

viii. Hired party’s role in hiring/paying assistants

ix. Whether work is part of regular business of hiring party

x. Whether hiring party is in business

xi. Provision of employee benefits

xii. Tax treatment

c. Artist of “Third World America” nativity scene was not employee of community org b/c maintained ind. control over work—ct. remanded to determine whether intention was to create joint work (CCNV)

2. UNLESS explicit written agreement otherwise

iii. Joint Works (§ 201(a))

1. Coauthors are co-owners

2. To establish joint authorship (Erickson):

a. Intention to collaborate at time of writing 

i. Collaboration

ii. Separate preparation with knowledge of eventual joining

b. Independently ©ability
i. Each must qualify as author 

ii. Must add more than mere direction or ideas

c. Actors who couldn’t identify specific aspects contributed to plays, and b/c author held final say over inclusion of any suggestion, no joint authorship (Erickson)

d. Editor not joint author b/c no intention to collaborate (Childress)

3. Song in a movie = separate works = separate ©

4. Tenants in common—each has right to license or use but duty of accounting to joint owner for any profits

b. Exclusive rt to do/authorize: reproduce, prepare derivatives, distribute, display, perform: (§ 106)

i. Reproduce
1. In a fixed, tangible medium
a. Accessing work on a comp creates a RAM copy—covered by the “display” right

b. Act of scanning into computer = infringe (Tiffany Design)

2. In whole or substantial part
3. Exactly or by imitation or simulation (variations that take expression infringe)

4. Can infringe even if never distributed

a. Making images that reproduce Disney’s Pinocchio was infringe even though the movie was never completed (Filmation)

ii. Prepare derivatives
1. Based on ©ed work (recast, transform, adapt)

2. Incorporate ©ed work in some way (changing poem into dance, prob not infringe)

a. Taking pictures out of a book and mounting them on tiles for sale was preparing a derivative that violated © (Mirage Editions)

b. OR mounting on tiles didn’t violate derivative rt b/c bought pics from artist, tiles consumed originals, tiles act like frame, not “preparation” (Lee)

3. © in derivatives are separate from © in originals

a. Lapsed © in derivative movie of Pygmalion didn’t undermine © in original play—copying deriv. led to infringe of original (Russell v. Price)

b. Can’t copy version of old folk song, but can prepare new version based on public domain folk song (Italian Book)

iii. Public distribution
1. Sale, gift, loan, rental, lease, etc.

2. First sale—resale of work not under © protection

a. Exceptions:

i. Owner of phonorecord may not rent, lease or lend

ii. Owner of a comp. program may not rent for commercial advantage

b. No violation of distribution rts when pictures cut out of book were mounted on tiles b/c had rt to resell the book (Mirage Editions) but see (Lee)

iv. Public performance & display
1. Performance

a. Literary, musical, dramatic, choreographic works, sound recordings

b. Includes movies, filmstrips, slides, etc.

i. Show images sequentially (doesn’t have to be in any particular order)

ii. OR to make accompanying sounds audible

2. Display

a. Showing a copy of the work (must be a fixed image/copy)

b. Movies—show an individual image nonsequentially

3. Public

a. At a place open to the public OR

i. In-store video rental/viewing violated public performance rts b/c store was open to the public; sale/license to distribute didn’t give up exclusive rt to performance (Columbia Pictures v. Redd Horne)

ii. Hotel movie rentals not infringing b/c hotel rooms not open to the public (Columbia Pictures v. Professional Real Estate Investors)

iii. BUT central console controlling movies at hotel = infringe b/c hotel guests were members of the public (On-Command Video)

b. Any place where a substantial number of people outside the normal circle of a family and its social acquaintances are gathered

i. Don’t have to receive the performance at the same place/time

ii. Giving out demo CDs and they go home and listen to it—not considered a public performance because its not the same copy

c. Transmit or otherwise communicate

v. Sound recordings
1. Performance and display rights not granted to sound recordings (§ 106)

2. Anyone is authorized to “cover” a song and sell it once recorded and distributed (§ 115)

a. Compulsory licensing based on statutory damages

b. Can’t change the music too much (i.e., not parodies, etc.)

c. Radio stations pay writer of the song, not performer/recording studio (don’t have to pay for music that is in the public domain (classical works, e.g.) b/c performers don’t recover)

i. Hypo: A writes the music, B makes the recording and releases it—only A gets paid because there is no right in performance in sound recording

c. Duration
i. Life of author + 70 years

ii. Anonymous/pseudonymous works & works for hire = 95 yrs from date of first publication or 120 yrs from date of creation (whichever comes first)

3. Infringement
a. Must register in order to sue (can register at any time even after the infringement) (§ 411)

b. Must show (Arnstein)

i. Ownership of valid ©

ii. Factual Copying (Intent irrelevant)

1. Must be actual copying

a. Don’t have to have the original in front of you (Gross—same photographer reposed model in same position)

b. Sometimes overwhelmingly similar, only inference is actual copying (e.g., word for word copy of 300 pg novel)

c. Look for—common errors, false entries (Feist)

2. Look for evidence of:

a. Reasonable possibility of Access OR

i. Wide distribution as presumption of access (Cholvin)

ii. Where little or no possibility of access, ct unlikely to find copying (Selle—small # of performances/distribution made access unlikely)

b. Striking similarity + some evidence of availability (Selle)
i. Look for unique, intricate, unexpected, errors, etc.

ii. Similarity best assessed by experts

iii. Appropriation (Legal Copying)
1. Lay person would perceive that the works were substantially similar
a. “Series of Abstraction” Test (Nichols)

i. Look for similarities at different levels of abstraction

ii. Focus on the most detailed description that is common to both works and ask whether it conveys idea or expression
iii. Greater abstraction = less protection
b. Audience Test (S&M Krofft)
i. Similarity in general idea—Extrinsic test (matter of law)
1. Type of art
2. Materials used
3. Subject matter
4. Setting for the subject
ii. AND Similarity of expression—intrinsic test (finding of fact)
1. Response of the ordinary reasonable observer
2. Careful not to overprotect ideas
c. Doesn’t have to be exact copy—differences must be substantial enough to change perception of the work (Steingberg)
d. Look for copying of style or details (Steinberg—letters in Moscow poster)
2. Can only legally copy works that can be protected by © (e.g., no appropriation of phone book b/c listings were facts, not expression—Feist)
c. Infringement Examples
i. Music—Selle—music expert found some sim but no copying or proof of access so no liability
ii. Literature—Nichols—most common level of abstract similarity between the plays was only on general plot and character; constituted ideas not expression (scenes-a-faire)
iii. Visual arts

1. Steinberg—copying of The New Yorker poster was so similar it almost didn’t require showing of access; took expression of “map from egocentric perspective” idea including buildings that didn’t exist = infringement
2. Gross—same photographer recreating nude pose with only minor differences from original (had sold rt to original) was infringement—can’t stop from photographing same model again, just in same way
a. Weaker protection when expression and subject matter merge (photos)

iv. Cross medium—S&M Krofft—infringement for McD’s use of PufnStuf characters b/c audience of reasonable children wouldn’t see a difference (captured the concept & feel)
4. Secondary Liability (not explicitly in statute, but cts have allowed it)

a. Contributory
i. Knowingly 
1. Knowledge of infringement b/c of police raids (Fonovisa)—unlike Hard Rock
ii. Induce/cause/contribute to infringement 

1. Provision of venue, parking, ads, customers, etc. (Fonovisa)

iii. AND, if no continuing relationship:  

1. Not capable of substantial non-infringing use (Sony) 

a. Like staple article rule in patents (maybe not good analogy b/c infringing tech would hurt many © holders, unlike patent where only one is at stake)

i. VTRs capable of substantial non-infringing (fair) use of time-shifting so no contrib liability for production (Sony)

2. OR clear statements or affirmative steps fostering infringing use (Grokster)

a. Advertising, instructing, otherwise promoting = inducing infringement

b. Grokster—evidence of intent to foster infringement meant liability even if there was some non-infringing use (marketed to napster users, ads included ©ed works, etc.) 

i. Ginsburg—should look at ratio of infring:non-infring

ii. Breyer—Sony doesn’t need to be modified b/c strikes good balance in promoting technology

b. Vicarious
i. Control 

1. Direct control like ability to police or terminate Ks

2. Indirect like promotion, advertising, etc. 

ii. Financial benefit

1. Direct like cut of profits
2. Indirect like entrance fees, increased customers from “draw” (Fonovisa)
c. Fonovisa—flea market that knew of sale of counterfeit tapes, had control to terminate vendors, benefited from increased customers found liable for contributory & vicarious 
5. Fair Use Defense (§ 107)

a. Fair to use for comment, criticism, news reporting, teaching, scholarship, or research
b. Factors:

i. Purpose and character of the use (commercial vs. nonprofit/educational)

1. Fair use: 

a. Criticism/Parody—provide social benefit by shedding light on an earlier work, and in the process creating a new one

b. Transformative use (not merely reproductive)

c. A critical use is unlikely to be licensed, so we would loose out on the benefit of critical works, contribution to the creative process

2. Unfair use: Commercial character! (SC says that just b/c commercial, not enough, still have to look at other factors & may have to give parody extra room)

ii. Nature of the copyrighted work

1. Fair use: e.g., factual compilation

2. Unfair use: a quintessential creative work, expression
iii. Amount and substantiality of portion used in relation to whole

1. Fair use: took small amount (300 words); took only what is necessary

2. Unfair use: Copy heart of the work (e.g., Ford’s thoughts; opening riff)

iv. Effect of use on potential market for or value in copyrighted work

1. Fair use: Not a substitution, wouldn’t displace market, different audience, no protectable derivative market for criticism (Acuff)

2. Unfair use: displaces market (e.g., scooped exclusive rt to first publication; displaced market for rap version)

c. Harper & Row—The Nation infringed by publishing excerpts from Ford’s book

i. Fair use presumes good faith—The Nation surreptitiously obtained the work

ii. Right of first distribution—Obtained the unpublished work

iii. Facts can’t be copyrighted—this was Ford’s personal articulation of the facts that was the important part of the work

iv. Amount and substantiality of portion used—didn’t take a large percentage or portion of the work (only 300 words), but they took the heart of the book

v. Commercial use/effect on value—supplanted ©holder’s value of first publication

d. Campbell v. Acuff-Rose—spin-off on “Pretty Woman” was parody = fair use

i. Nature of use—transformative parody, commercial use not determinative

ii. Amount taken—took opening riff to evoke original (P argued this was “heart” but also needed to accomplish parody)

iii. Effect on market—may have impact on derivative rap market (remand)

6. Remedies
a. Injunctions (§502)—tailored by court

b. Impounding/Destruction (§ 503)

i. Impounding—during pendency of trial

ii. Destruction—upon showing of infringement

c. Damages (§ 504)

i. Entitled to either

1. Actual damages + additional profits of infringer (unjust enrichment)

a. Damages:

i. Competitor—calculate lost sales

1. Stevens—fabric producer should have been awarded for lost profits of those customers who bought from both co. and infringer, or based on difference as compared to profits of other lines of fabric during same time

ii. Non-competitor
1. Reasonable royalty—look to other licenses for guidance

2. OR market value—if no other licenses, what willing buyer would expect to pay willing seller

b. D’s Profits—attributable to infringement (Sheldon)

i. P burden to show gross, D burden to show expenses or other attribution

1. Can’t recover whatever you want just b/c D doesn’t present evidence (Cream)

2. If significant other source of profits, recovery will be low (e.g., Sheldon—there were movie stars in the play, etc.)

ii. Indirect profits—typically arises in infringing for use in ads

1. Cream—up to dist. ct. to determine contribution of infringing song to ad campaign and overall profits—also entitled to profits of the advertising company
2. OR statutory damages
a. 1 work and 1 infringer per recovery (compilation considered one work)

b. $750 - $30,000 range

i. Willful infringement—up to $150,000

ii. Unaware/no reason to know—as low as $200

c. Must have registered either before the infringement or within one month of learning of infringement

d. Attorney’s Fees—in ct’s discretion

e. Criminal offense (§ 506)

i. If over $1,000 of resale or distribution sales

ii. OR personal financial commercial gain (any value)

iii. Has to be done willfully

Any word, name, symbol, or device, or any combination thereof


Used by a person, or


Which a person has a bona fide intention to use in commerce and applies to register


to identify and distinguish his or her goods, including a unique product, from those manufactured or sold by others and to indicate the source or the goods, even if the source is unknown (§ 1127)





Requirements: (1) Distinctive; (2) Source indicating; (3) Use in Commerce





Congress has the constitutional power “to promote the progress of useful arts by securing for limited times…to inventors the exclusive right to their discoveries” (Art. 1 §8)





Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any new and useful improvement thereof, may obtain a patent therefore (§ 101)





Requirements: (1) Subject Matter; (2) Useful; (3) Enabling Disclosure (4) New; (5) Non-Obvious





Congress has the constitutional power to promote the “progress of science by securing for limited times to authors the exclusive right to their respective writings” (Art. 1 §8)





Original works of authorship fixed in any tangible medium of expression . . . from which they can be perceived, reproduced, or otherwise communicated, either directly of with the aid of a machine. (§ 102)





Requirements: (1) original work; (2) expression; (3) fixed in tangible medium








1
24

