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before time of invention
| [ references under 102(a) 1
| unrecorded knewledge of the prior inventors

Prior knowledge must be reasonably accessible to the public
| .. National Tractor |

| ‘ (N.DIIL1980) |
| I | Clear and convincing evidence

‘ [ | is required to invalid a granted patent

requires corroboration of witness lestimeney Lo imvalidate

work done openly and in the ordinary course of the activities
of the employer > prior use

“4Rosaire (5th Cir.1955)
T | The nonsccret use of a claimed process for commercial

| putposes is a public use

| testimony by 24 witnesses

f te anticipate by oral testimoney,

‘ | Barbed Wire | the proof must be "clear, satisfactery & beyond a easonable
(s.Cr.1891) | doubt”

T\ (afterward, CAFC says) corroboration is required of any

| witness whose testimony alone is asserted to invalidate a

| patent, regardless of the witness’s level of interest

catalogue is a printed publication

o) [ “aJockmus (F.2d, 1928) | figures can be an adequate anticipation of inventions
[ —

| [ \_notlimited to formal publication
| | 4l se Hall (Fed Cir.1986) | a single copy is enough if the copy is indexed

even nobody accessed it

| ) ) not enough, if not indexed by a meaningful way,
‘ ‘ #lnreCronyn (Fed Cir1989) 00 b 10 LEE

w “public accessibility” is the touchstone in determining whether
‘ | | a reference constitutes a “printed publication”

| (globap)| [ Slides at conference
described in a printed publication | Sfices at conterence

\deseribed In 2 printed publication/ ‘ lack of confidentiality explicit or implicit
factors - , -
‘ | ACHOTS  enplicity of the invention
| # Klopfenstein (Fed.Cir 2004) smplicity of the [aventon I

| if ustaltalk ~ N
| printed - _taking notes?

“\ @ reasonable accessible | |_cnwebis printed
_several pecple read it

_simplicity of the invention

| (c.£) defensive publication
| (c.I) internet: the key is whether someone can f{ind il
| NOT whether semeone will find it.

[ disclosure in earlier-filed U.S. Applications |

| [ change the effective date of a US patent from iswe date tc
| filing date |
| [ must be the original and first inventor

s Alexander Milburn (S.Ct. 1926) }(a patent is prior art, only if the patent actually issues

/ 1 . .
( I if not issued, then it's secret

| The delay of PTO ought not te cut down the effect of what has

§101 ‘ U.S. only| \_been done :
Subject Matter [ file oversea first, then file in U.S. in one year
0 @) > 102(e) applies as actual U.S. filing date,
§271 \ w $102 [ | ) not oversea filing date
Infringement | " Novelty (N) | | aIn re Hilmer (CCPA 1966)
—\/ p d 1 (exception) if PCT & designates U.S.
Misc |/ Pagent [ | | | & published in English
Uty | Law X | | > the carliest PCT filing date (?)
pratice |\ | \ (c.) international patent, it is prior art only after published
iz “x 1999 amendments _catlier pub. after 18 months
§103Non- | | ifissued or published earlier, (c.f) itis "interference"

obviousness | "disclosed but not claimed" is ~ if disclosure is claimed,

| prior art as of filing date ;
[ timing & priority of invention |
[ who invented first
[ ‘c:conce tion
[ (1) have practiced an embodiment of the invention encompassing
factor J allelements
[ mt (2) have appreciated that the invention worked ferits purpose
\_=application, prcduction, practical use, ete,

_=ready for patenting
first to RTP --> default winner

‘ [ first to conceive & first 1o RTP --> always wins
| constructive RTP = filing,

“ includes provisional

{ "A" needs diligence ONLY
after "B" RTP date

"A" reasonable diligence, if , Brown v. Basbacid
| :Q: is ?“t o ‘;ﬁl{‘;e“'es’ p w concepticn must be a definite an dpermanent idea ofthe
| (D shstroRIP \_complete and operativeinventicn
[ | % Suppressed/Concealed
|
| if same-time RTP

‘ riority rule

first conceiver wins, or
nobody wins if none can prove

must beging " just prior" t¢ the conception of 2nd wneeiver, ends

\ with the 1st conceiver's RTP.

( poverty/illness

| won't break | regular employment

I [ | overworked patent attorney
ence | .
‘ ) . iy ¢ Criffith sufficient fund
| | waiting for ourside funding # o4 Cir 1987)  inside university

| (
| will break | attempt to get commercial orders

doubts about value of feasibility

idetracked on unrelated invention
only after RTP
[ “Pecler v. Miller (CCPA 1976) _excessive delay (c.g. 4 years) = concealment

can ignore previous "abandoned, suppressed, concealed"

| abandoned d, | vPaulik (Fed Cir.1985) ' prior lack of patent-related activity will not necessarily be
| | apainst theinventer

| or concealed

2+ years betw RTP to disclos
| “aDow Chemical (Fed Cir.2001) L Toors PVeet. ) F fo decomes,

| \ "testing and refinement" can be an excuse
| ) . must be claimed as US application
| @(1) interference prior art

| % (if claimed, then it must have a use)

| ©)(2) non-inerference prior art domestic inquiry

., 5102

™ Novelty (SB)
|~4§102 Novelty (rest)

‘ .

|Claims _




. §102

b Novelty (N)
after invention
‘ / . loss of rights to patent
OlICY
\ /u< encourage early filing
| [ the general SB ]
‘ ( concerns "actual filing date” in US, date of invetion does not matter hete
| not effective filing in foreign J
(/ global
| even "one" is enough
/ =3 Egbert (S.Ct.1988) .
\ a public use can occur before on sale
( ( assignhment is not a sale
p
| private use for years prior to filing did not invalidate the patent
s Moleculon (Fed.Cir.1980) )“f P yearsp = P
‘/ | not public use, because
| no free/unrestricted use
public use :\y\ w4 ity of Elizabeth not Public use, if still under testing & in good faith
[ - applies to "on sale" bar too
| ‘ prior commercial secret use
‘ ,/ *® trade secret term + patent term
v Metallizing Engincering | either secrecy or legal monopol
\ * 2nd Cir. 1946) yoriee POy
Commercial exploitation as a trade secret can trigeer both public
K use and abandonment bars
sale = something produced according to the invention,
§101 ®) notinvention itself
Subject Matter / need not contain details or schematics of the invertion
-\
§271 (> 1yr market testing, e.g. free sample, can trigger this SB
Infringement “ RN } (1) accepted a purchase order
© R c.g. . .
Misc | patem\ | §102 /—{ (2) bid (even rejected later)
© '}
OUn_l@/ Law Novelty (SB) | before the critical date, the invention must be:
pratice ) (1) the subject of a commercial sale or offer for sle,
§112%s “} (2) "ready for patenting”
§103 Non- on sale) w4 Pfaff (S.Ct. 1998) [ RTP is an alternative to "ready for patenting”
. ] \" \ X
obviousness / \ on sale can occur before a public use
(c.f)) new widgets for December 2009”
\ --> advertisement, not sale
sales by a thief still
s Evans Cooling Sys (Fed.Cir. 1997)  trigger this SB
" . . .
|_this bar is not subject to 3rd party innocently orfraudulently
| .. W.L. Gore & Assoc. 3rd party secret commercial activity > 1 yr, is not a 102(b) bar
\ | (FedCir. 1983) |
\ \ (c.f.) general offer is not a bar if not directed © the invention
‘ ) incl. 'by others"
| patented or published .
\_patented=issued
[ party-specific SB ]
| concern inventot's action only
\ ‘ expressed abandonment  can file a patent in 1 yr
1C ( . MacBeth-Evans ~ secret commercial use for years

\ abandoned

* (6th Cir. 1917) then apply --> abandonment

exploit as trade secret

e

won't bar if it's non-commercial use

constructive abandonmen

/ concern inventot's action only

S apply foreign first, >1 yr, and issued s Kathawala (Fed Cir.1993)
| before US filing date --> a bar

\\‘“a §102 Novelty (rest)
Claims



§101

Subject Matter

. |
§271 \ ‘

_Infringement \ (

§102

Novelty (N)
[ §102
| ™ Novelty (SB)
YR,

=4 §102 Novelty (rest)
[ |

§103 Non- |
. g |
obviousness ‘

Claims

Preamable
/ .
[ Transition
M.
| Body

[ derived from another ]

[ don't copy
D (f)] global & timeless
|
| # Agawam(S.Ct.1869) . _—
TS evidence must be “clear and convineing” to invalidate

Oral testimony alone cannot defeat an issued patent

all of the relevant information to be disclosed in a single

every element test  reference

\ . . .
\_(c.f.) more than one reference, then it’s “obviousness” issue.

no backsliding of public domain

to prove a date of “partial” invention # In re Moore (Fed.Cir.1987)

anticipation /Rule 131 affidavit

same standard, need RTP/conception + diligence

= no novelty

a new species in an old genus, patentable,

| _genus/species . .
% like a new improvement on an old technology

| (diaper)

| “sRobertson (Fed.Cir.1999) | (1) anticipation _ tigorous test

novelty analysis /° ;
(2) obviousness  broader test

o Schreiber (Fed.Cir.1997)  (popcorn top)

lement 95
... Seaborg (Blement 99)

0 (CCPA 1964) [ although the Fermi reactor probably produced element 95, “its
presence was undetectable.” --> not anticipatory

unrecognized anticipations may constitute prior art (anticipatory
enablement doctrine)

/

| if a claim excludes the public from using a prior art, then the
claim is anticipated.

anticipation requires only an enabling disclosure, it does not
require actual RTP of prior art

a prior art reference may anticipate without disclosing a
feature of the claimed invention if the missing characteristic is
‘kinherent in the single anticipating reference.

s
‘ s Schering (Fed.Cir.2003) f

didn't recognize the inherent characteristic

\
‘ inherent anticipation  in the prior art that anticipates other's claim

| afterward--> ok

\ case
\

a prevolusly known product does not become unpatent able
| simply because it existed before it was discovered

enablement for anticipation does NOT require an known use

( Anticipation prevents any “backsliding” for the public

| domain. Prior art cannot be patented even if the prior art does
~sHafner (CCPA1969)| | vet have a usel

f The Russian article did not need to disclose a ues to be
| *a Titanium (Fed.Cir.1985) | anticipatory

--> simply new use on old compound is not patentable

anticipatory, when chemical itself, but no use, was in prior art

If the claim covers prior art, it is not valid

‘\ only a few data points but expert can prepare the a lloys -->
\_enabled

| POSITA may not recognize the inherent characteristics of

| s Broccoli
\ﬁ sprouts

() trad not prior art under §102(a) because not public
c.f.) trade secret

=~ not prior art under §102(g) because concealed

| claims do NOT have to enable

| #Markman (5.Ct. 1996)

claim construction is an issue of law, by judge

application of claim is an issue of fact, by jury

# Warner-Jenkinson (S.Ct. 1997) reaffirmed D.O.E. for claim elements

\_# Festo (S.Ct. 2002)

limiting D.O.E. by

issue of law
. . s
prosecution history estoppel |

| # Phillips v. AWH (Fed.Cir. 2005) _intrinsic > extrinsic

| ¥ patentee, lexicographer

claim difference



§102 N
Novelty (N)

5102 .
Novelty (SB) ’

§102 Novelty (rest) *
Claims

§101
Subject Matter

Law

§271
Infringement

Utility
pratice
“§112
. §103 Non-

(abstract idea)
mathematical formula involved
# Benson (S.Ct. 1972) has no substantial practical

¥ converting binary to BCD
Software
does not hold software unpatentable

v physical transformation+software

# Diehr (S.Ct. 1981)

view "as a whole"

#% State Street (Fed.Cir. 1998) ¥ useful, concrete and tangible result
tied to a particular apparatus

{_change materials to a different state

confirms "Diehr"

a process claim reciting an algorithm could be statutory
. . subject matter if it: (1) is tied to a machine or (2) creates or
# Comisky (Fed.Cir.2007) | > (1) @)
involves a composition of matter or manufacture

routine addition of modern electronics to
an otherwise unpatentable invention
--> a prima facie of obviousness

# Bilski (Fed.Cir.2008) particular machine, or transform

State Street

v “anything under the sun modified by man”

., laws of nature, physical phenomena,
abstract ideas

# Chakrabarty (S.Ct. 1980) .
. natural machine
v bacteria was patentable

natural organism

manufacture .
Life is not per se unpatentable

watermark technology

#In re Nuijten (Fed.Cir.2007) ;
X a signal

. purified substance is different
Natural Substances # Parke Davis (S.D.N.Y.1911) from naturally occurring substance

claims too broad
cover inventions he did not discover
cover all practical uses of a natural principle
v Telephone (S.Ct. 1888) / @ carefully tailored to Bell’s contribution
undulations

#Morse (S.Ct. 1854)

abstract ideas

a correlational relationship in ~ CAFC: yes

a medical test --> patentable? mswered

laws of “4Lab. Corp. (S.Ct. 2006 _
aws ot famre = P- ) anew use of old process --> §100 supports this.

k@ dissent opinion could be used in exam

exclusion

physical phenomena
TRIPs Art. 27

field restriction | surgical method
| tax planning

h'] .
obviousness
Wbttt



§101
Subject Matter

[ amount of experiment cannot be unduly extensive

| | lack of enablement
‘ NAmgen (Fed.Cir. 1991) e —

| Undue Expeﬂmemmm f | no conception of chemical compound based solely onits
| /—“ |_biological activity
| |

| | labor alone is not unreasonable experiment,

‘ | \_if the technique is routine

‘ purely objective
[

I K open-ended claim without upper bound

It’s about a degree of concentration

“4In re Fisher (CCPA 1970) }/ enabled only “1 to 2.3” but claimed “1 to infinity”
[ ‘ scope of enablement must at least roughly “commensurate
\‘ with the scope of the claims”

Enablement X - ;
E— claim a broad scope and many embodiments don't work

| Incandescent . .
| Lamp (S.Ct. 1893) can still need to license others' patent
‘ 1 if it's an improvement patent

| | ~aIn re Wands (Fed.Cir. 1988) lack of starting materials

‘ ¥ prophetic example

|

| / . . .

\ S | no working example is ok, as long as it enables POSITA to
\#1n re Strahilevitz (CCPA, 1982)4 make use of invetion without undue experiment

‘ | ;/ only a "conceptual invention"

{
| POSITA must believe that prophesy is accurate and he degree
| \_of failures must be tolerable for that art

. % prophesies misrepresented as actual results
\*sPurdue v. Endo (Fed.Cir. 2006) ,

\_if no enabled --> invalid

(fact) sectional sofa

§132 (no new matter) # Gentry Gallery (Fed.Cir. 1998) | [ claims may be no broader than the supporting disclosure, and
[ | therefore that a narrow disclosure will limit claim breadth

C §120 earlier filing date in US _continuation
If

| standard test: "in possession" of invention
[

the specification must demonstrate to a person of ordinary
. skill that the patentee possessed what it claimed

| sometimes, "enablement" applies too

| . o 9 genus/species
Written Description ST

| o Eli Lilly (Fed. Cir. 1997) £ no need to disclose if not claimed subject matter

| Every species in a genus need not be described in order that a
\ genus meet the written description

§102 " /N§112Jf
~ Novelty (N) yYanN ||

| \|
§102 \[ Patent |
el

. | | \\uUl rsity of Rochester (Fed.Cir. 2003
Novelty (SB) Law / | niversity of Rochester (Fe ) ( \_ ¥ funcion is known but what it is is unknown
§102 Novelty (rest) ™ | \__/

required "enablement"

a claim scope in excess of the specification’s embodiments
. Claims | \\ # Lizardtech (Fed.Cir. 2005) invalidates the cliam

\\ It claims the goal instead of the trick.

does not necessarily require incredible detail

‘\‘/ but supported by specification
‘ # Safety Travel Chairs (Fed.Cir. 19806) }/ §11292

| [ | “so dimensioned” is accurate as long as POSITHA can realize
{ .

| | | easily

| Definiteness |

—ﬁ the specification is the primary basis for construing the claim
|

f wsStandard Ol (Fed.Cir. 1985) )/ claims must find clear support in the description © that the
‘\__meaning may be ascertainable

| \ issue: “partially soluble”

hl;,hly depends on POOSIA & specification

® trade name if no substitute

[ [ v trade name, having substitute

| “oRandomex (Fed.Cir. 1988)) - deliberate concealment of best fluid formula in a fist, if not

| [ A claiming prior art regarding the fluid
‘ | | a laundry list is ok
best mode is "subjective” at time of filing

| | Best Mode [ (1) at filing, whether patentee knew a mode considered better
. “sChemcast (Fed.Cir. 1990) than others
\_two-step test

‘ | (2) compare what he knew and what he disclosed -->is
\_disclosure adequate to enable POSITA to practice?
‘ | ~Transco (Fed. Cir. 1994) "no updating" to continuation or divisional

| ‘ EU doesn't need this _but, better to have it, for §119 priority in later U.S. filing

| | inventor’s knowledge only assignee does not matter

|
| "claimed" subject matter only

| X . a pioneer patent, entitled
“ |9 6, Means-Plus-Function # Wright (S.D.N.Y.1910) 1o a broader construction

§103 Non-
‘x‘ obviousness
| §271
|
| Infringement
( | Misc
\ Unhtv
‘DlathG




§101
Subject Matter

w§112
e

§102(e)

a patent is a reference

§102(),(),(2) # Hazeltine(S.Ct.1965) as of its filing date
prior art | .
‘ /% a secret prior art
A ® §102() also qualifies #Oddzon (Fed.Cir.1997)
| (1) scope & content of prior art | §102() #Oddzon (Fed.Cir.1997)
\\ §102(c)(d) #Foster (CCPA 1965)

(ii) (?) any particular reference?

(iii) the reference is pertinent?

‘ key: the capabilities of POSITA

from same field?

‘/ (2) difference between # Clay (Fed.Cir.1992) ~ .
|  \is the reference pertinent?

prior art & claims | - o

s # Calmer (S.Ct. 1966)  closure problem, not insecticide

# Graham (S.Ct. 1966) | POSITA knows all pri

{ ) # Winslow (CCPA 1966) nows at prior art,
but merely ordinary creativity

. s [
3) level of ord; kill in th. J
\ (3) level of ordinaty skill in the art\ .. (1) some pieces of technology were nonanalogous, or
|_patentable if . ;
\_(2) combination was not obvious

quality not disclosed in spec. is disfavored

# Graham
(4) determine obvious / nonobvious < % (in KSR?) predictable combinations

\ | #KsR

commercial success

COTIINETCIA, SUeeess
| long felt but unsolved needs

| .
| failure of others, etc.

| (5) secondary considerations )/’

\ # Adams

| #KSR
§102 N | # Arkie Lures (Fed.Cir. 1997)
Novelty (N) RN §103 Non- | ™ Selden patent
§102 \\ Patent * obviousness ® CAFC: TSM as mandatory

Novelty (SB) Law obvious to try
o— - ‘7

§102 Novelty (rest)*s | ./

Claims
oS

| o KSR (S.Ct. 2007) : . -
~ Obviousness is a “legal determination”

Predictability 1s the key

skepticism of others, in favor of nonobviousness

\ *a Arkie Lures (Fed.Cir.1997)

teach away --> nonobvious

combination rule, simply arrange old elements that play known

\"9 Sakraida (8.Cr. 1976) functions and yield no more than expected --> obvious

| combination of old elements....useful...but added nothing to
|~ Anderson’s-Black Rock (S.Ct. 1969)  the nature and quality of... --> obvious

| need to be greater than the sum of ...seperately

|~ Calmer (S.Ct. 1966)  test=POSITA+more knowleges

(fact) a wet battery

have been unexpected

\*s Adams (S.Ct. 19606)

known disadvantages in old devices that discourage the search
for new inventions

| a court should “first look into the art to find what the real
| # Eibel (S.Ct. 1923)  merit of the alleged discovery or invention is and whether it

| has advanced the art substantially

| . needs more ingenuity and skill
| # Hotchkiss (S.Ct. 1853)

the origin of obviousness concern

| 103 Patentability shall not be negatived by the manner in which the
103@_ jnvention was made.

| concerns technical triviality, NOT economic triviality

{
\misc | . . ., noneed
ﬂ defense to "why not invented before

timing is just right?

§271

Infringement
Misc
Utility

‘ pratice




§101
Subject Matter
[a§112
—%,
. §103 Non-
obviousness

————
[ Operability
[

[ "all that the law requires”

) # Lowell v. Lewis (C.C D. Mass. 1817) is for the invention not
BCLM{ |_ to be frivolous or immoral

| #Juicy Whip (Fed. Cir. 1999) considered deceptive

must show a specific benefit exists
“substantial utility”  in current available form

utility is required at date of invention
# Brenner v. Manson (S.Ct. 1966)[ merely for scientific inquiry --> not "utility"

| practical utility of the compound produced by a chemical
| process is an essential element in establishing a prima facie
| | case for the patentability

/ | some utility was found for the drug
Practical | #1n re Brana (Fed. Cir. 1995) J/ curing mice is a sufficiently specific use
| —

‘ | PTO --> not inherently unbelieveable

5 EST (expressed sequence tags)

‘ fact
| /—\_did not know the precise structure or function

| #1n re Fisher (Fed. Cir. 2005) | lacks a specific and substantial utility

\\ lacks enablement
|

| —
| .
| submit proof to overcome PTO's

| disbelief after filing

X independent invention

[ is patent valid?
I

[ (1) start from claim language # Merrill (S.Ct. 1877)
;‘J (2) specification
(A) literal | (3) drawings
“‘ (4) prosecution history
[ N
M /\ / | (5) reverse D.O.E. # Westinghouse (S.Ct. 1898)
§102 I |[ Patent | ‘ (1) start from claim language # Winans (S.Ct. 1854)
Novelty (SB) ~ f| Law | f

§102 Novelty (rest) “o

product/process falls within any claim?

§102

prosecution history estoppel

“\ B) D.O.E. )( (2) major limitation [ every element rule
\

Claims |_if covering prior art, by equivalent

a question of fact, by jury

Damages
‘ (Djirreparable injury
Remedies ‘ Injunction # cBay (5.Ct2006) - (2) no other adcquatc. ways to compensate
h (3) balance of hardships

‘\ \_(4) public interest

| L 12 month window
§119 priority date /——
‘ \_can't backdate prior art under §102(c)

L‘ §104 invented in US or WTO countries is equal, if patenting in US
| international | if within WTO --> can use filing date as constructve RTP only
f§154 Provisional

PTO general computer |= particular machine
‘ — (but it's hotly debatable by others)

“ | limits on damages
s Of CATages

| first to file
Patent Reform j—————
—\_curbs on inequitable conduct

intent to deceive

~‘\ inequitable conduct [ failed to disclose

|_patent is unenforceable

(fact) method for updating alarm limits

| % the only novel feature is a mathematical formula
# Parker v. Flook (3.Ct.1978) |- ’
f \

* pre-empt the use of that equation

\_post-solution applications does not make it patentable

‘ [
\ |

‘ ‘ TBD | P AT&T Corp. v. Excel “a useful, concrete, and tangible result” to be patentable
‘ \

“ Communications, Inc. (Fed. Cir. 1999), j‘/

allowed the pictures in original application to be worth more

|
‘ | “\ # Vas-Cath v. Mahurkar (Fed. Cir. 1991)  than a thousand words that had not been in the original

“ \_application.

\ e slides . ChTBL P60~
S. /O
S s, p3
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To get the FreeMind software, you may go to

http:/ /freemind.sourceforge.net

@ » C X @ [ http://freemind sourceforge.net/wiki/index php/Download

i —
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el Main Page and installation instructions are given below.
Download

Asked questions Table of contents [hide]

Screenshots 1 Installing FreeMind

trnlhav

If you need the original mindmap file, please write to:

leejason@gwu.edu



