PATENT LAW OUTLINE        FALL 2003 - RADER

	Summary
	Question of LAW

Note Distinction b/w patentability & patent eligibility
· patent eligibility

· subject matter areas we consider eligible for patents

· patentability

· prior art considerations

· useful

· new

· non-obvious

In §101, 4 categories of patent-eligible matter (also improvements) 

(1) machines

(2) compositions of matter

(3) articles of manufacture

(4) process

As long as product is inventive, not req’d to be definable in terms of the 3 physical categories


	· Patentability of Process Claims:

· Instrumentalities of process don’t matter 

· Result of process does NOT have to be new/useful/nonobvious (but difficult if non-useful)

· NO if such an abstract idea that it would cover both known/unknown apps of the principle

· For process claims w/out particular machines, one “clue” is the transformation/reduction of an article “to a different state or thing”

New techs not foreseeable by Congress may nevertheless be patentable

	
	3 Classical Categories are not patent eligible

(1) natural phenomena

a. if something exists in nature, the public already has it

(2) natural laws

(3) abstract ideas

a. don’t have any tangible application


	Manufacture: “the production of articles for use from raw or prepared materials by giving those materials new forms, qualities, properties, or combinations, whether by hand-labor or machinery

Composition of Matter: “all compositions of two or more substances and all composite articles”, whether of chemical union or mechanical mixture, whether in gas, fluid, powder, solid

	Gottschalk v. Benson [61]

(BCD to binary conversion algorithm)
	· Phenomena of nature (even if just discovered), mental processes and abstract intellectual concepts are not patentable ( Why? ( b/c they are the basic tools of scientific and technological work

· Patents arising from such discoveries must come from application of that law of nature to a new/useful end

· Same principle applies to both product & process claims

· Here, if S.Ct. allowed patent, it would be allowing a monopoly on a scientific truth – process so abstract and broad that it covered all uses of algorithm

· But ct NOT stating all computer programs were non-patentable subject matter



Patent Eligibility – 35 USC 101

	Parker v. Flook [67 n.6]


	· process using a scientific principle is patentable ONLY if the process itself (not merely the mathematical algorithm) is new and useful

· S.Ct. required that the claim demonstrate novelty independent of the law of nature

· The S.Ct. reverses this in Diamond v. Diehr



	Diamond v. Diehr [68]
	· Simply used Benson test for process patentability: “Transformation and reduction of an article ‘to a different state or thing’ is the clue to the patentability of a process claim that does not include particular machines”

· Seek method for curing rubber, a process, not just a patent on a mathematical formula

· Method for curing rubber here was just that sort of process ( t/f patentable

· Must consider claims as a whole

· Particularly true for process claims b/c a new combination of steps may be patentable even though all constituents of the process may have been known

· §102 novelty determination separate from §101 subject matter analysis

· Distinguished Benson b/c there that algorithm could only be used in a computer ( t/f patent would result in a monopoly on an idea

· Distinguished Flook in that it was only a formula for computing an alarm limit, which is ultimately just a number

· How do you claim a computer related invention?

· Make a physical transformation (not number-to-number transformation)


	Arrhythmia Research v. Corazonix [75]

(method for detecting onset of a type of heart arrhythmia)

· in essence, the entire invention was an algorithm


	Using Freeman-Walter-Abele (FWA) Test

· (1) is algorithm directly cited in claim?

· (2) if yes, does the claim cover more than the algorithm (i.e. some sort physical elements/process steps)?

Here, if algorithm part of otherwise valid process or apparatus claim, §101 met 

The physical process here is the conversion of one electrical signal into another

In apparatus claims, the use of algorithms to describe the “electronic structure and operation” of the apparatus does not make it non-statutory

RADER CONCUR: Doesn’t like court still using Benson precedent, process should just be given literal §101 meaning, don’t worry about policy implications (that’s up to Congress)

Notes

In re Appelat [86 n.3]: en banc review; should see whether the claimed subject matter as a whole is a “disembodied mathematical concept” which rep’s nothing more than a law of nature ( if so, precluded by Diehr


	State Street Bank v. Signature Financial Group [88]

(business method for monitoring/recording money flows in mutual funds)
	Court states Benson only stands for longstanding ban on abstractness (no utility)

Repudiates FWA test; claimed inventions that process data are not patentable if they don’t produce a “useful, concrete and tangible result”

· usefulness is difficult to really prove, but need to allege to get in door on patentability

Questions of patent eligibility shouldn’t focus on 4 statutory categories, rather look to essential characteristics of the subject matter, in particular its practical utility

Decision also allows patenting of business methods; ct says claims should be treated like any other process claim; §101 determination shouldn’t turn on whether the claims do business instead of something else
Notes
To claim software:

· claim machine

· claim physical steps (althought State Street says you don’t need)

· claim use

· emphasize benefits
AT&T v. Excel Communications [96 n.3] – scope of §101 the same regardless of form in which claim is drafted (machine/process); invention only an information exchange, nevertheless upheld;




	Diamond v. Chakrabarty [101]

(genetically-engineered bacteria that consumes oil)
	Ct holds that living organisms are patentable

· probably found it to be a composition of matter

· ct says not claiming unknown natural phenomenon, but a non-naturally occurring manufacture/composition of matter – a product of “human ingenuity”

Decision signaled to courts that since patent act is so broad, will not read in subject matter exceptions; unforeseeable techs may nevertheless be patentable



	J.E.M. AG Supply v. Pioneer Hi-Bred [110]


	Allows utility patents to be issued for plants

To get utility patent protection for plants:

(1) must show plant is new/useful/non-obvious

(2) must meet §112 (written description and deposit of seed)

Again, won’t narrow §101 scope w/out signal from Congress


	[118 n.2]: shows how patent attys can circumvent restrictions on patent-eligible subject matter w/ artful drafting

· utility patent for a plant could include other claims besides plant itself:

· tissue culture

· method of breeding

· pollen/seeds


UTILITY

	Summary
	3 Types of Utility Issues:

(1) General (does it work? – rare)

(2) Beneficial (morals/subj value jgmt)

(3) Specific (work for intended purpose? – most prevalent)



	Juicy Whip v. Orange Bang [136]

(juice machine – not really seeing actual product)


	“beneficial” utility patent

· the duping here doesn’t foreclose utility

· maybe unfair trade practice, but patents not concerned w/ that

many technologies are imitations but are in fact quite useful (cubic zirconium)


	Threshold of utility is not high, “useful” under §101 if it provides some identifiable benefit



	Brenner, Commissioner of Patents v. Manson [141]

(steroid w/ no known use – but a homologue inhibits tumors)
	Patent isn’t a “hunting license”

· not a reward for search, but for its successful conclusion

· can’t get patent and then find use

If no specific benefit shown, patent could threaten to engross an entire field (this policy consideration is key to this decision)

[148 n.4] this case seems to find utility in terms of benefit to public; but many patentable inventions may be less effective


	Creates “specific utility” doctrine

	In re Brana [149]

(anti-tumor compound, worked in rats, don’t know about humans)
	Relaxation of “specific” utility std

PTO has initial burden of challenging presumptively correct assertion of utility in disclosure

If PTO shows POSA would reas doubt utility does the burden shift to convince POSA of asserted utility

In Manson, pure research utility wasn’t enough; here, drugs that show desirable qualities in lab tests may be patentable even if they ultimately don’t work in humans


	Requirement of “substantial” utility in addition to “specific” utility

It is sufficient to show a reasonable expectation of utility

Ultimately, bar of utility is low




	Summary
	Core value of patentability

Anticipation = something is anticipated if enough of the invention has been disclosed to enable a POSA to duplicate the invention 

· all features must be included in a single reference

Novelty keyed to time of invention (contrast to stat bars – keyed to time of filing)

Novelty sections of §102 (b/f time of invention)

· (a) known/used in US; patented/disclosed in printed pub in US or foreign country

· (e) disclosed in patent application (secret prior art)

· (g) invented by another first (as long as not abandoned, sufficient reduction effort)

Novelty determination includes two distinct inquiries:

(1) determine sum of the prior art

(2) determine if each and every element of the claimed invention is disclosed in a single, enabling reference


	Titanium Metals v. Banner [161]

(Russian article chart showed claimed alloy)
	Accessibility is not a criterion for prior art

Std for adequate disclosure in prior art:

(1) strict identity of each & every limitation

(2) nature of reference = enablement
Prior art was just point on chart ( but POSA could use it to make the alloy


	Note: claimed corrosion resistance (RU art didn’t) ( doesn’t matter, can’t claim product/process in same claim

Invention was w/in range disclosed in RU art ( range anticipated if prior art incl element of that range

Overlapping ranges? ( not anticipated if some part not in prior art (but may have obviousness)



	Continental Can v. Monsanto [171]

(ribs on bottom of plastic bottle)
	Anticipation by inherency

Prior art claim didn’t say whether ribs were hollow (cross-section shows solid) ( but POSA would know hollow b/c of blow molding process

Extrinsic evidence must show that missing matter is necessarily present and that a POSA would recognize that fact


	Schering v. Geneva (339 F3d 1373) – (loratadine/desloratadine) found that metabolite of compound was inherently anticipated by prior art b/c it existed when original compound was digested (if claimed pure isolated form – OK)

Inherent anticipation doesn’t require that POSA at time of 1st invention would have rec’d inherent disclosure

Anticipation doesn’t require actual creation/reduction, only need enabling disclosure

No anticipation if invention accidentally produced by another w/ no knowledge of it (Tilghman v. Proctor [175 n.1])

If presence of claimed product undetectable, not anticipated (In re Seaborg [175 n.1])


ANTICIPATION

STATUTORY BARS

	Summary
	Why? – address problems w/ 1st to invent system

· inventor could wait until others make improvements, then step forward asserting patent rights

· could mkt invention until competitor comes along, thereby extending 20 yrs

Statutory Bars in §102

· (b) patented/described in print pub in US or foreign; public use or on sale in US more than 1 yr prior to filing date

· (d) foreign patent applied for more than 1 yr b/f US filing date

§102(b) Public Use Bar??

Actor

Informing Use

Non-Informing Use

Trade Secret

Applicant

YES - Pennock
YES - Egbert
YES – Metallizing
3rd Party

YES – Electric Storage Battery
YES – Abbott v. Geneva
NO - Garlock
Why allow 1 yr b/w invention & filing? ( complete work on invention, decide if worthwhile to patent, prevent forfeiture

Provisional Application: reserve priority date by roughly disclosing invention; necessary to protect self in 1st to file countries

Submarine Patent: file gen’l patent app to catch more specific patents later (TRIPS chg’d US law, not issue any longer)



	Egbert v. Lippmann [182]

(corset springs, let g/f wear for many years)
	What makes this use “public”?

· Even though use was “invisible”, still public use

· Inventor didn’t put any restrictions on use/disclosure

· Single person = public use

Problems here:

(1) 3rd party disclosure beyond g/f defeats confidentiality

(2) 11 yrs of use b/f filing

(3) want early disclosure

(4) others now making this invention

(5) would be extending period of exclusive right beyond statute


	[186 n.3] Rubix cube example; confidentiality agmt can be implied by employment ( t/f no public use



	City of Elizabeth v. American Nicholson Pavement Co [192]

(new paving tech; 6 yrs on corp-owned, pub road; chk’d daily)
	Experimental Use Negation

Use of invention by inventor/agent, by way of experiment to bring it to perfection ( NOT a public use

Good args for experimental use?

· need to evaluate long-term (chk’d daily)

· still has ctrl of invention

· no commercial benefit

MUST show experimenting on claimed feature

How do you show exp use w/ a sale?

· be explicit that sale for exp use

· secrecy agmt

· monitoring clause in K

· show that special skill/enviro needed that’s provided by purchaser

At patent drafting stage ( make sure you claim the features you experimented on

Manville Sales v. Paramount Systems [198 n.4] (modern experimental use): must consider totality of circumstances in combination w/ policies underlying onsale/public use.  In this case, no bar b/c:

(1) didn’t do anything to lead pub to believe invention in public domain

(2) didn’t attempt to extend patent term by cmr exploiting more than 1 yr b/f filing

(3) sale primarily for exp use

(4) actions consistent w/ policy favoring prompt/widespread disclosure of inventions
	Metallizing v. Kenyon [187] – secret cmr exploitation = public use




	Pfaff v. Wells Electronics [211]

(designed socket for TI, only had drawing when he got K for 30k units, built later)
	Invention can be patented b/f it is reduced to practice; art doesn’t have to be at “the highest degree of perfection”

Totality of circumstances test for on sale bar criticized as vague; 

Invention = complete (not merely “substantially”); reduction to practice best evidence of completeness, but not necessary in every case;

ON-SALE BAR TEST (two conditions satisfied b/f critical date):

(1) product must be offered for cmr sale (UCC def of offer)

(2) invention must be ready for patenting, satisfied in 2 ways:

a. proof of reduction b/f critical date

b. proof that inventor created drawings/etc b/f critical date sufficiently detailed to allow POSA to enable the invention

Some deviation in subsequent cases [see 217], but Fed Cir returned to Pfaff test

How do you get around this? ( if close to critical date, add feature to claim experimentation (but risk reduction of claim scope)

Sales to related parties, two tests on [218]; mostly depends on control that inventor has over the other party

Effects of Pfaff on exp use? [see 219], may require careful examination of contemplated use in the sale, not just that the invention was at an experimental stage

	Electric Storage Battery v. Shimadzu [220]

(battery reduced to practice in Japan, but not disclosed in any way; alleged infringer independently used same method w/out knowledge of JP method b/f JP inventor sought patent)
	§102(b) 3rd party activities, non-informing uses

Here, knowledge of US plant workers + lack of effort to conceal the tech at US plant invalidated 2 of 3 Shimadzu claims; US corp was a 3rd party that put the invention in the public domain
US had law (§104) preventing use of foreign evidence to prove prior invention; invalidated by TRIPS

Court here primarily concerned w/ protecting expectations of public domain; otherwise would be defeating policies of statutory bar



	Abbott Labs v. Geneva Pharmaceuticals [222]

(4 forms of compound; 1 has unique advantages; that form was sold by a manufacturer on several occasions; manuf didn’t know it was this special form)
	Only small amount sold ( doesn’t matter (see Egbert)

Apply Pfaff test ( on-sale bar applies

Knowledge about the exact nature of the invention not req’d

“If a product for sale inherently possesses each of the limitations of the claims, then the invention is on sale, whether or not the parties recognize that it contains those claimed characteristics.” [225]

Why? ( public domain expectations; they were getting benefit of claimed invention even though they didn’t know it

Some dissention when the public use is secret (non-public lab at NIH, only lab workers knew), but still would have statutory bar [225]

If the invention is stolen and put into public use, that acts as a statutory bar (too bad for the inventor!) [226]




	W.L. Gore Assoc. v. Garlock [226]

(Gore discovered method to stretch teflon to make Gore-Tex; Cropper in NZ had the same thing 2 yrs earlier, sold to Budd who made tape from it, K had non-disclosure agmt; Cropper machine never used in US)
	Note this is a method/process patent ( tape may have been sold to public, but the tape didn’t disclose the method used to make it

Budd abusing the patent system:

· didn’t disclose

· exploited commercially

· now trying to use patent system to collect from Gore

Ct doesn’t say it, but Statutory bar o protect against late disclosures (weakness of 1st to invent system)

Secret commercialization by another in a foreign country is not a bar on the US patent of another (no bar created by 3rd party secret prior use)



	
	So what do you tell clients in like of statutory bar rules?

· maintain strong secrecy procedures

· don’t allow commercial discussions

· carefully monitor public docs for 3rd party disclosures

· be prepared to file patent apps quickly if 3rd party disclosure


PRIOR INVENTION (§102(g))

	Summary
	Rule of Priority: 1st to reduce to practice, UNLESS

· the 2nd reducer conceives 1st & uses reasonable diligence to reduce

Patent Interference (priority date contest)

· arises b/w 2 apps OR a patent & an app

· usually examiner discovers a conflict, rejects 2nd patent

· 1st app = senior party, 2nd app = junior party

· To provoke interference, junior party only has to show that it can overcome senior party filing date, but doesn’t have to show it would necessarily win [see 263 n.1]

Constructive Reduction: when you file for the patent

Actual Reduction: show working invention for intended purpose through experiment/prototype



	CONCEPTION
	

	Oka v. Youssefyeh [260]

(Y conceived chem. struc (2/80), but couldn’t make until 10/80; Oka filed 10/31/80)
	Rule for conception:

(1) the idea (“directing conception”)

(2) possess “operative method” of making it (“selection of means for carrying out directing conception”)

· must present proof showing possession/knowledge of EACH feature of the count AND communicated to a corroborating witness in sufficient detail to enable POSA to replicate

Note: here, Y could only pin down making it in the last week of Oct, so he got 10/31 as priority date; since Y & Oka had same priority date, in a tie senior party wins (Oka, 1st filer)

Usually idea enough, but doesn’t work here b/c nobody could make it (PhD couldn’t make for 6 mos); also, wasn’t implicit in structure how to make;

What if lab notebook said “try this method, it might work” ( probably enough to show means conception

What if lab notebook said “I’m quite confident this won’t work” ( probably won’t work b/c of dismissive tone




	REDUCTION TO PRACTICE

	Scott v. Finney [264]

(penile implant; has a video showing it working, but can’t keep in human subject b/c of FDA rules; patent ofc rejected b/c it didn’t get used in real/simulated intercourse)
	To show reduction to practice:

· must demonstrate that the invention is “suitable for intended purpose”

· when testing necessary, must actually work for intended purpose

· depends on nature & complexity of the problem

· “simple” devices don’t need testing to show reduction

· use “common sense”, reasonableness std; device doesn’t have to be commercially perfected

· show utility beyond a probability (not possibility) of failure

Reduction req’s only reasonable showing that invention will work to overcome problem it addresses

Since prior art used similar materials, not necessary to test those aspects of device



	
	[271 n.2] must continue to prosecute filed patent; if abandoned, filing date may be used as evidence of conception;

[271 n.4] citing In re Brana, PTO shouldn’t req human testing

[271 n.5] Simultaneous conception & reduction

· one doesn’t conceive until reduction if they do not have mental picture of structure OR is unable to define by method of prep, phys/chem. properties, or other distinguishing characteristics


	DILIGENCE

	Gould v. Schawlow [272]

(early laser patent; Sch reduced 7/30/58; Gould filed 4/6/59; Gould has to show diligence b/w those dates)
	Since app w/ patent atty from Dec 58 to Jul 59, Gould only has to show Jul – Dec 58 diligence

Says he spent all free time on the laser, took lots of days off to work on it

He’s got a lab notebook from Nov 57- Dec 58, but it has some problems:

· not detailed enough (no clear dates, description of work)

· didn’t have reasonable explanation for gaps

don’t have to sacrifice livelihood to reduce, but you’ve got to have more concrete proof of what you were doing when [see 277]

Court is very strict when you are junior party; won’t surmise that you were reducing, you must prove it ( SHOULD HAVE FILED EARLIER



	
	Why diligence requirement? – to level playing field for those with less resources to reduce to practice

Diligence only applies when one party claims earlier conception date than the second party’s reduction date (usually constructive); does not apply when party conceives and reduces first

No “diligence race”; only the 1st conceivers diligence matters

Required diligence period is between 2nd conception and ends with 1st conceiver’s reduction

Excuses for diligence:

(1) backlog of apps at patent atty

a. yes if working on inventions if atty working on same field of inventions; reas time & in order rev’d

b. no if different techs (hint from Rader, not decided yet)

(2) takes a vacation, then family issue (2 mo delay) ( YES

(3) inventor delays testing b/c of imminent new tech necessary to complete reduction ( YES

(4) inventor has poor health/job responsibilities ( YES (w/ corroboration)

(5) inventor working on multiple inventions ( NO (must be diligent on only one invention)

(6) gaps in diligence b/c of doubt about invention ( NO



	CORROBORATION

	Woodland Trust v. Flowertree Nursery [280]

(method to protect plants from frost; Flowertree says they have testimony (4 people) showing built 10 yrs earlier)
	Doesn’t matter how many witnesses you have, need more than oral testimony to corroborate

· Why? ( protect against fraud (priority contest is strict)

· Also need physical record: notebooks, drawings, photos

Corroboration criteria for oral testimony (“rule of reason”)

(1) relationship between corroborating witness and alleged prior user

(2) time period b/w event and trial

(3) interest of corroborating witness in subject matter of suit

(4) contradiction or impeachment of witness testimony

(5) extent/details of corroborating testimony

(6) witness’ familiarity w/ subject matter of invention & prior use

(7) probability of prior use given state of art at time

(8) impact of invention on industry & cmr value of its practice

burden analogous to “clear and convincing evidence”

absence of physical record troubling here; in modern times virtually always have some sort of paper trail



	
	[286 n.1] FRE hearsay doesn’t apply to proving invention dates

· this “shop-book” rule doesn’t apply to reduction proof in interference proceeding

Hahn v. Wong [286 n.2] witness testified she read/understood notebook pages on a date that ensured prior reduction ( NO GOOD, only estab’d that pgs existed, not indep corroborate stmts on those pages

Lacotte v. Thomas [286 n.2] Fed Cir upheld lab notebook as corroboration w/ the following facts:

(1) testimony of co-worker that inventor got supplies for invention

(2) another co-worker said he saw the product produced by the claimed method

(3) gen’l evidence that corp followed program to record inventive activity

RULE OF REASON: reasonable consideration of all evidence when weighing claims of inventorship

What internal procedures do you recommend to client?

· have people work in teams to have witnesses

· put documentary evidence in notebook

· PROTECT/COPY THEM

· Nightly cross-endorsement of notebooks say you saw everything that happened




	PATENT AWARD TO SECOND INVENTOR

	Apotex v. Merck [287]

(Merck had patent on compound, but not method; Apotex got patent on method; Merck had made disclosure of some components of process (enough for POSA); Apotex got process from discovery in another suit w/ Merck)


	Merck arg’s that Apotex patent invalid b/c it had been using for years

Apotex arg’s concealment by Merck, so it can get the patent (§102(g))

Once patent challenger shows by clear/convincing that invention made in US by another inventor, burden shifts to patentee to show that prior inventor has suppressed/concealed the invention; then challenger must rebut w/ clear/convincing

Two types of suppression/concealment

(1) inventor actively suppresses/conceals

(2) legal inference of suppression/concealment b/c of unreas delay in filing patent app

Absent satisfactory explanation or mitigating facts, suppression/concealment will be found if inventor w/in reas time after completion, takes no steps to make invention publicly known

Here, Merck did suppress for 5 yrs, but “resumed activity” b/f Apotex patent by making details public ( so Apotex patent invalid



	
	[295 n.2] Can abandon abandonment – if inventor abandons but resumes b/f senior party priority date, then can defeat abandonment charge and get priority

· Why? – to not discourage inventors to work on inventions that have been set aside for too long

	DISCLOSURE IN US PATENT APPLICATIONS - §102(e)

	Alexander Milburn v. Davis-Bournonville [295]

(secret prior art, §102(e) – patent was pending at office, not issued so not public; another filed patent while other app was pending)
	Although 2nd patentee didn’t have access to prior art of pending application, still barred; want to reward the person who gets to patent office 1st
Delays of patent office will not prejudice the 1st to file

Decision later codified in §102(e)

· later patent can be barred if earlier patent would have anticipated it

· Also relevant to an obviousness inquiry


NONOBVIOUSNESS

	Summary


	Patent law allows the combination of old elements to create a new patentable invention (§103)

· a new combination does not warrant a patent if a POSA at the time of invention would find the combination obvious

Key to obviousness: finding a motivation to combine the elements of the invention to make something new (use following test)

Obviousness Test

(1) scope & content of pertinent prior art (FACT)

a. relevant/applicable prior art is either

i. pertinent

1. functionally, not commercially

2. the genus, not the species

3. general, not specific

4. the basic scientific field applicable to the claims, even though people in the tech field may not work in the relevant commercial area

ii. analogous

1. arts to which a POSA reasonably would refer to solve the problem

b. sources

i. prior inventions

ii. public use/on sale

iii. publications

iv. patents

v. pending patent apps

(2) differences b/w prior art & claims of invention at issue (FACT)

a. what the reasonable POSA would have known at the time of invention

b. danger of reading teaching of invention itself into prior art



	
	(3) resolve what ordinary skill in the art was at time of invention (FACT)

a. is it obvious to them AT TIME invention was created 

i. but is this just guessing?

ii. “self-induced amnesia”

iii. obvious = question of law

b. functional inquiry (not tech), applied to invention as a whole

c. is the function, not structure, nonobvious?

d. Chemical not obvious just b/c [NS84}??

(4) secondary considerations (help w/ (1)-(3), little help on their own)

a. commercial success

b. long felt, but unmet needs

c. failure of others

d. skepticism of experts

	HISTORICAL STD OF INVENTION
	

	Hotchkiss v. Greenwood [311]

(ceramic doorknob, instead of wood, steel, etc)
	
	


	MODERN NONOBVIOUSNESS STANDARD
	

	Graham v. John Deere [319]
	See above summary 
	

	U.S. v. Adams [336]
	See above summary
	

	In re Rouffet [347]

(satellites)
	· to reject for non-obviousness (§103) the examiner must show an unrebutted prima facie case of obviousness

· secondary considerations are ESSENTIAL component of obviousness analysis

· when rejected on a combination of prior art references, must be some teaching, suggestion or motivation to combine the references

· “when determining the patentability of a claimed invention which combines two known elements, ‘the question is whether there is something in the prior art as a whole to suggest the desirability, and thus the obviousness, of making the combination’”

· For prima facie obviousness, the PTO must identify some teaching that would motivate one to combine the references in a matter that renders the claimed invention obvious

· 3 possible sources of motivation to combine:

· (1) nature of the problem to be solved, 

· (2) teachings of the prior art

· (3) knowledge of persons of ordinary skill in the art

· Here, board simply invoked the “high level of skill in the art” – NOT A VALID WAY TO DEMONSTRATE MOTIVATION – must show a specific understanding/technological principle suggesting combination

· Must be very cautious about the use of hindsight in finding obviousness

· Motivation to combine IS A FACT QUESTION

· “Obvious to try” analysis criticized by the Fed Cir; overlooks rqmt of some suggestion in prior art to make the combination; hindsight getting in the way of judgment




	Hybritech v. Monoclonal Antibodies [359]


	· Secondary considerations aren’t the “icing on the cake” ( they MUST be considered

· Legally improper to focus n the obviousness of substitutions and differences instead of looking at the invention as a whole

· Marketing does play a role in success of invention, but one must look to totality of circumstances b/f making conclusion that it IS the reason for success



	In re Dillon [384]
	CHEMICAL NON-OBVIOUSNESS

Hatch-Waxman Abbreviated New Drug Application [392]

For a chemical compound, a prima facie case of obviousness requires “structural similarity between claimed and prior art subject matter….where the prior art gives reason or motivation to make the claimed compositions”

If shown, then applicant must rebut w/:

· (1) comparison of test data showing the claimed composition possesses unexpectedly improved properties or new properties the prior art doesn’t have, 

· (2) the prior art is so deficient that there is no motivation to make what might otherwise appear to be obvious changes, OR

· (3) any other argument or presentation of evidence that is pertinent

Not required to show both structural similarity AND suggestion in prior art that claimed compound would have same/similar utility as one newly discovered by the applicant



	Yamanouchi Pharmaceutical v. Danbury Pharmaceutical [391]
	Reasonable expectation of success, not absolute predictability, supports conclusion of patent obviousness



	In re Deuel [397]


	BIOTECH NONOBVIOUSNESS

Broad genus doesn’t necessarily render every compound w/in its scope obvious (In re Baird) --- but if the scope is constrained, it can (In re Petering)

Criticizes “obvious to try” – gen’l incentive does not make obvious a particular result, nor does the exisnece of techniques by which those efforts can be carried out;

For prima facie obviousness, need to show prior art that suggests the claimed DNAs

· if there’s no way to make the compound, could suggest nonobviousness

The fact that one can conceive of a gen’l process in advance for preparing an undefined compound doesn’t meant that a claimed specific compound was precisely envisoned and t/f obvious



	Hazeltine Research v. Brenner [417]
	§103 prior art in terms of 102(e) & 102(g)

USE SAME STD FOR §103 as w/ other prior art determinations

Application date is the effective date for prior art

Pending applications – “secret” prior art



	ANALAGOUS ARTS
	

	In re Clay [428]
	Analogous Art Test:

(1) combined references in same field of endeavour

(2) if not w/in same field of endeavour, whether reference is reasonably pertinent to the particular problem 

a. reasonably pertinent if it would have logically commended itself to an inventor’s attention in considering the problem (even if not in same field)

b. Analogous art has same purpose ( more likely to find obviousness (corollary is also true)

fights are usually about (2), not (1)

OFTEN DEPENDS ON HOW (1) & (2) ARE DEFINED ( BROAD OR NARROW

ANALOGOUS ART ONLY APPLIES IN §103 CONTEXT, NOT IN §102

Simple mechanical arts can have very broad analogous art fields (med waste box struck down b/c of 100yr old mailboxes)



	In re Winslow [434]
	Apply 103 obviousness by assuming that inventor has all of the prior art references he is presumed to know on his shop wall – with that, would he have been motivated to put the most pertinent ones together to create the invention in question?




OBJECTIVE DISCLOSURE

	Summary
	Specification tells what the state of the art was and here’s out better way

§112, para 1 Requirements

(1) Enablement

a. Essentially must enable one of skill in the art to make or use what is claimed

b. Why? - Prove it works/part of trade off for monopoly

(2) best mode

a. teaches BEST WAY known by the inventor for a POSA  to make the invention

(3) written description

a. shows that at the time of invention you actually possessed it

b. serves to police priority when inventors amend their disclosures (can’t add new claims that would fit into the original specification)

c. this rqmt is subject to significant debate

2 types of enablement cases

(1) does specification disclose what is claimed w/out undue experiementation (Gould)

(2) scope of enablement (Wright) 

a. genus/species


	ENABLEMENT (§112)
	
	

	Gould v. Hellwarth [439]
	If your invention is at an “infant” stage of development in the art, need to have a pretty good disclosure of the invention

If the invention is well known, don’t have to tell as much about it

· depends on the “playing field” at the time

Problem here is that a good deal of “undue experimentation” would be necessary to build the laser -- too many properties were still unknown
[445 n.2] difficult to determine precise level of detail necessary in patent specification; patents aren’t production documents or free blueprints to competitors

if description is so vague that no one can tell except by independent experiments how to construct the patented device ( the patent is void

	In re Wright [454]
	[460 n.3] don’t have to disclose every species in a genus, but must be sufficient disclosure to teach POSA to make and use invention as broadly as it is claimed

specifications which provides no more than an “invitation” or “plan” for POSA to experiment are not valid

Factors for undue experiementation

(1) quantity of experiementation necessary

(2) amount of direction or guidance e presented

(3) presence or absence of working examples

(4) nature of the invention

(5) state of the prior art

(6) relative skill of those in the art

(7) predictability/unpredictability of the art

(8) breadth of the claims




	WRITTEN DESCRIPTION – Proscription of New Matter
	
	

	Vas-Cath v. Mahurkar [471]
	Fed Cir written description rqmt: applicant doesn’t have to describe exactly the subject matter claimed, but description must clearly allow POSA to recognize that he invented what is claimed

Question of fact (clearly erroneous std)

Drawings alone may be a sufficient written description

· did the drawings convey w/ reasonable clarity to POSA that the inventor had actually invented what was recited in the claims?

Why written description?

· Prevent overreaching when adding new claims to the patent or defining its scope

· need to show sufficient disclosure for person of ordinary skill to recreate



	WRITTEN DESCRIPTION – As Applied to Claims w/out Priority Issues
	

	Regents of the University of California v. Eli Lilly [481]
	Held that the specification didn’t adequately describe the originally filed subject matter (unique in patent law worldwide)

Court requiring a precise definition in the written description

· here, wants the exact DNA sequence

· they were claiming a broad genus, but only giving one species

· SOUNDS LIKE ENABLEMENT?

Another motivation for WD: fear that you might not know how to make it, but let others figure it out and then you get to reap the windfall

	Enzo Biochem v. Gen-Probe [487]

(Rader dissent on WD)


	Written Description = “super-enablement” requirement

WD hasn’t ever been a free-standing substitute for enablement, but that’s what Lilly and Enzo do

Doctrine serves to undermine enablement, doesn’t perform same functions as enablement

· enablement (besides adequacy of disclosure), polices difference b/w the theorist and the pioneer &  serves to limit claim scope b/w pioneer inventions and patentable improvements




	BEST MODE
	
	

	Chemcast Corp v. Arco Industries [497]
	BEST MODE

Requires disclosure in the patent specification of any specific instrumentalities or techniques that the inventor recognized tat the time of filing as the best way of carrying out the invention

Focuses on subjective state of mind of inventor

Best Mode Analysis:

(1) at time of filing, did the inventor know of mode of practicing the claimed invention that he considered better than any other (subjective) (CONTEMPLATION)

(2) if so, did he adequately disclose the mode so that a POSA could practice the best mode or did he conceal it from the public (objective) (CONCEALMENT)

[506 n.5] knowledge of best mode goes to the actual named inventor; doesn’t matter if the company he works for knows of a better mode




CLAIMS

	Summary
	Three part claim:

· preamble

· states gen’l use/purpose of invention

· transition phrase

· body
Difference b/w specification and claims

· specification (written description): describing invention/enablement

· claims: boundaries of patent (peripheral definition)

Claims should reflect the invention disclosed in the specification



	THE PREAMBLE

	Catalina Marketing v. Coolsavings.com [534]

(preamble = a limitation on the claim?)

(preamble said machine to be at sites like stores, infringer was a web-based system)
	Preamble limits invention if it recites essential structure/steps; or if necessary to give life/meaning/vitality to the claim

· not limiting if claims define structurally complete invention and uses preample only to state a purpose for the invention

· limiting if preamble language was used in prosecution process to distinguish from prior art


	Here, this was a method limitation being placed on an apparatus claim ( CAN’T LIMIT COMPOSITIONS/SYSTEMS w/ METHODS

· Jepson claims use preamble for claim limits




	THE TRANSITION [541]
	
	

	
	Signals whether the claim is “closed” or “open”

· Open (“comprising”)

· Will capture any product that contains each/every element of claims (inv = A+B; infringed if = A+B+C)

· Broadest and most preferred

· Closed (“consisting of”)

· Infringed only if exactly the same elements; no more, no less

· (inv =A+B; no infringement if = A+B+C)

· can be used to claim existing technology w/out running into prior art issues; not favored by claim drafers

· Hybrid (“consisting essentially of”)

· Keeps claim open to include add’l elements that don’t materially affect the basic/novel characteristics of the claimed combination

· (inv = A+B; if X doesn’t matl’y affect inv, then infringed; if it does, no infringement)

· preferred to the closed transition

	THE BODY [542]
	

	
	Body = recites the elemtns of the invention and their interaction with each other structurally/functionally

· claims usually devote 1 clause to each primary element of invention

· should indicate how they interact w/ language like “attached to”, “operated by”, etc.

· lots of words have judicial glosses on them

Claims

· start w/ indefinite article (a, an) or (one, several, at least)

· references to elements cited earlier in claim require signaling terms (the, said)

· patentee can be his/her own lexicographer

Dependent Claims (§112, para 3-5)

· must recite an earlier claim and provide add’l limitations

· they include all limitations of earlier claim plus the new ones



	

	PRODUCT BY PROCESS CLAIMS
	Specifies product only by a series of several process steps

· if same product made by another process, probably not covered by the patent (Atlantic Thermoplastics)

· often used as backup for product patent

· 
	

	Atlantic Thermoplastics v. Faytex [545]

(shoe inserts, made two different ways)
	
	


	FUNCTIONAL CLAIMING (means-plus-function)
	
	

	· Most important (§112, para 6)

· Only claim format defined by the statutes (b/c S.Ct. had struck down, so Congr came back w/ stat)

· Allows drafter to list multitude of ways to perform claimed function (“means for fastening”)

· B/c of overbreadth concerns, applicant must describe in the patent specification the various structures expected to perform the function

· Confined to structures in the specification or “equivalents”



	In re Donaldson [557]

(flexible wall in filter system)


	Patent office must interpret MPF clauses to cover only the disclosed structure and equivalents (in opposition to their usual mandate to give claims broadest possible interpretation)


	

	Al-Site Corp v. VSI International [565]
	· typically need to use “means” language to invoke MPF format

· structural equivalent must have been available at time of claim issuance

· but could infringe under DoE

· accused device must perform the identical function as recited in claim element

· contrast to DoE, where function only has to be substantially the same

*    can also have “step plus function” claims [see 575 n.3]




	CLAIM DEFINITENESS
	

	Orthokinetics v. Safety Travel Chairs [584]
	· claim must give clear defninition of the scope of the invention in light of the entire patent document

· ensures well-marked boundaries for patentees; also provides notice to competitors
· claim definiteness requires that POSA can understand what is claimed when read in light of the specification

· on this travel chair, “so dimensioned” to fit in the car was enough; don’t require patentee to specify every single automobile
· Test for Claim Definiteness
· (1) have you defined the claim as well as it can be inlight of the technology?
· (2) is it sufficiently detailed for POSA to determine what you did claim?
· Weasel Words (approximately, about, etc.)
· Can use them, but they must be clear to POSA and must have scientific reasons for using them


	More on claim definiteness

	From CCS v. Brunswick [765]

· “heavy presumption” that claim term carries ordinary/customary meaning

· But can be narrowed from ordinary meaning in four ways

· (1) patentee acted as own lexicographer

· (2) if intrinsic evidence shows patentee distinguished term from prior art or expressly limited subject matter

· (3) if term deprives claim of clarity

· (4) won’t cover more than structure/step disclosed in specification if MPF or SPF claim




PROSECUTION

	Summary
	Two types of patent applications under §111: non-provisional (111(a)) or provisional (111(b))

· provisionals have simplified requirements

· don’t have to include claims

· not examined, considered abandoned after 12 mos

· used to get earlier filing date b/c you can file a non-provisional later w/ the claims

· pending provisionals don’t subtract fro the 20 yr term of any subsequent non-provisionals that mature into patents

· non-provisional

· examined as quickly as possible

Examination of Applications (§131)

· filed ( goes to examiner ( looks at format ( searches prior art ( examines (satisfy disclosure rqmts & warrants patent in light of prior art)

Notice of Rejection; Reexamination (§132)

· Office Action: notifies if application rejected/accepted; offers examiner reasoning; 

· Atty responds w/ assertion of improrer rejection (traverse) or amendment of the claims (augmenting language to respond to prior art/definiteness issues)

· Second Office Action (Final Rejection): 3 options at this point

· (1) abandon application

· (2) file continuing application

· (3) petition commissioner or appeal to Bd of Patent Appeals

· “notice of allowance” if examiner grants patent for amended/explained application



	CONTINUING APPLICATION PRACTICE
	

	Transco Products v. Performance Contracting [597]
	Continuation Application

· claims the same invention claimed in an earlier application, although there may be some variation in the scope of the subject matter

Divisional Application

· carved out of earlier application; claims one or more, but not all, of the independent inventions of the earlier application

Continuation-in-part Application (CIP)

· continuing application that contains a portion or all of the earlier application together with added matter not present in the earlier application

· “parent” – immediately prior app for continuing claims priority

· “original” – refers to the first application in chain of continuing applications


	INVENTORSHIP


	
	

	Ethicon v. United States Surgical Corp [606]

(didn’t include one of the inventors on patent, that inventor licensed to competitor)
	· §102(f) req’s patentee to be actual inventor of technology

· each inventor must genl’y contribute to conception of invention

· joint inventors don’t have to make equal contributions

· don’t have to make contribution to every claim of patent

· §256 allows omitted co-inventor to be added by court

· To show co-inventorship, must prove their contribution to conception of claim by clear/convincing evidence (contribution + if it has role in claimed invention)

· Oral testimony not enough (no credibility contests); “rule of reason”; (contemporaneous docs, circumstantial evidence, oral testimony of another)

· “Rule of reason”: consider corroborating evidence in context; determine credibility; assign probative weight to evidence

· Joint inventor to only 1 claim gets ownership of entire patent (from §116 - would have to K around otherwise (allowed by §262))

· RADER’S OPINION; NEWMAN dissented



	INEQUITABLE CONDUCT
	

	Duty of Disclosure [6

27]
	Duty to submit info material to patentability of claim to patent ofc (37 CFR §1.56)

· estab’s prima facie unpatentability

· refutes/inconsistent w/ applicants patentability arguments

Decieve patent ofc by w/hold’g material info --> lose entire patent

Why have duty of diclosure?

· ex parte, not adversarial; depend on inventor to show examiner the prior art

· presumption of validity; doesn’t have resources to search out deception (EU allows others to oppose after 18 mos)

· protect public

Alleging Inequitable Conduct is a good litigation tactic

· embarrass opposition (not playing fair);

· great discovery tool (get to see prosecution docs to find intent) ( maybe find other claims for suit

· in terrorem

· gets rid of their patent atty; potentially makes them a witness



	Intent
	
	

	Kingsdown Medical Consultants v. Hollister Inc. [629]
	For inequitable conduct, need to show (1) materiality & (2) intent; then must weigh them to determine if equities warrant IC finding

Gross negligence isn’t enough, must find an intent to deceive in light of all the evidence

Question of Law

Not inequitable to file patent to exclude known competitor, to amend/insert claims to cover competitor product discovered during prosecution

CLAIMS DON’T LIVE IN ISOLATION – related to other claims, specification, prior art, atty remarks, other apps, earlier versions, etc.

Duty of candor applies to entire patent process, not part of process that produces final claims

Three stds for judging misconduct [638 n.3]

· (1) “inequitable conduct” that makes patent unenforceable

· (2) “exceptional” misconduct (§285) that warrants award of atty fees at traial judge discretion

· (3) misconduct that rises to level of C/L fraud (antitrust)

	Materiality
	
	

	Molins PLC v. Textron [639]

(abandoned claims, but didn’t abandon a combined application)
	Inequitable Conduct: (1) affirmative misrep’n of mat’l fact; (2) failure to disclose mat’l info; (3) or submission of false mat’l info WITH INTENT TO DECEIVE

To allege inequitable conduct for failure to disclose prior art, MUST show:

(1) clear/convincing that prior art was mat’l

(2) applicant knew about prior art and its materiality

(3) applicant’s failed to disclose

(4) intent to mislead the PTO

Materiality: substantial likelihood that reasonable examiner would have considered the information important in deciding to issue patent

Materiality of reference to examiner: look to reasonable examiner, not this specific examiner

Failure to cite reference you cited in other country’s patent is strong inference of intent to withhold

If you discover IC, you must:

· disclose to PTO immediately

· seek further prosecution based on the new record

· establish patentability of the claimed subject matter on the new record


POST-GRANT PROCEDURES

	Summary
	Certificate of Correction: correct minor typographical errors

Reissue: correct more significant errors affecting validity/enforceability of the patent (most versatile way to correct, often to prep for litigation)

Reexamination: anyone can request to reconsider validity of patent; no admin revocation of patents (yet – can do in EU/JP)



	REISSUE
	
	

	Hewlett-Packard v. Bausch & Lomb [675]
	Available when patentee declares (reissue oath):

(1) applicant believes the original patent is wholly/partyly invalid b/c: 

a. defective specification/drawing or 

b. by claiming more/less than had right to claim, giving at least 1 error relied upon as basis for reissue

(2) no deceptive intent in the error (lots of criticism for this component)

2-yr SoL on reissues

Recapture Rule [685 n.5]: patentee can’t acquire same/broader scope of claims as those rejected in original application  (if narrowed claims b/f to avoid prior art, can’t come back later to expand)

Ct protects people who are relying on patent as it was b/f reissue w/ absolute and equitable intervening rights


	REEXAMINATION


	“inter partes reexamination” – provides 3rd party w/ quick/cheap way to resolve validity dispute

· just have to cite art that raises “substantial new question of patentability” and the PTO will reexamine

· use of prior art in reexam liberalized by 2002 act



	Notes [692-696]
	· can’t reexamine in light of art that was before the examiner (In re Portola Packaging [692 n.1] – CHG’D BY 2002 LAW

· competitors can place prior art in record w/ §301

· §303(a) allows PTO cmsn’r to reexamine sua sponte

· usually only if public outcry about a patent

Differences b/w Reexam & Reissue

· Reexam: anyone; Reissue; patentee approval

· Reexam: don’t need error w/ deceptive intent

· Patentee could use to add narrower claims w/out having to reveal why they weren’t there in 1st place

· Reexam directed toward prior art; Reissue towards any issue that could be considered in initial application

· Reexam can’t broaden claims; reissue can if w/in 2 yrs

· Reissue can give rise to interference; Reexam can’t


INFRINGEMENT

	Summary
	Literal Infringement

· accused product/process must include each and every limitation of the patent to literally infringe

· any deviation from claim ( no literal infringement

· don’t forget about transition phrases and their effects on literal infringement

Doctrine of Equivalents

· argued in every infringement case

· gets you a jury (if you get that far)

Strengths/Weaknesses of DoE Limitations

· (1) Prosecution History Estoppel

· frequently relied upon

· almost always evidence, amendments occur often

· presumption about amendments

· foreseeability bar?

· (2) “All Elements” Rule

· used more as a tool

· What’s an element? – don’t know how narrow/broad; judge is going to look at claims

· (3) Prior Art Limitation

· RARE

· Elements have to match

· Don’t want to go to jury w/ it



	LITERAL INFRINGEMENT
	
	

	Markman v. Westview Instruments [749]

(dry cleaning ctrl system)
	Claim Construction is a matter of law (really a mixed fact/law question); judges are better suited to find meanings of claim terms

S.Ct. said mixed question, Fed Cir came back and said question of law to keep de novo review

Find meaning of claims from claims, specification, and prosecution history; can also use extrinsic evidence (expert testimony of POSAs, dictionaries, etc.) if aids court to come to correct conclusion on meaning (but don’t rely on to the detriment of thoughtful examination of intrinsic evidence)

Markman hearings provide claim interpretations b/f trials start; helps reach earlier settlements; 

Compare infringing product to the patent, not to patentee commercial embodiment [759 n.5]



	CCS Fitness v. Brunswick [761]

(elliptical trainer)
	Heavy presumption that claim term has ordinary/customary meaning

Can’t use silence of intrinsic evidence to narrow the meaning of an unambiguous claim term

· “heavy presumption” that claim term carries ordinary/customary meaning

· But can be narrowed from ordinary meaning in four ways

· (1) patentee acted as own lexicographer

· (2) if intrinsic evidence shows patentee distinguished term from prior art or expressly limited subject matter

· (3) if term deprives claim of clarity

· (4) won’t cover more than structure/step disclosed in specification if MPF or SPF claim



	DOCTRINE OF EQUIVALENTS
	

	Warner-Jenkinson v. Hilton Davis Chemical [782]
	Reasons for doctrine of equivalents:

(1) imprecision of words

(2) unscrupulous copyist (equity) ( but might capture honest inventors too

(3) protect against “after-arising” technology (tubes & transistors) (Rader in a Festo dissent)

Apply DoE to each ELEMENT of the claim, NOT TO THE ENTIRE INVENTION AS A WHOLE

Prosecution history estoppel is a defense to patent infringement

· if patentee can’t show reason for amendment, presumed to go to patentability

Doesn’t take position on method of analyzing elements (Function-way-result or insubstantial differences); leaves to the Fed Cir to determine

Equivalency is a jury question

Dolly Doctrine: DoE doesn’t apply when claim expressly excludes a limitation (silence not enough) [796 n.2]




	Limitations on Doctrine of Equivalents – All Elements Rule
	

	Corning Glass Works v. Sumitomo Electric [799]
	Three limits to DoE:

(1) “all elements” rule: DoE only applies to accused products that contain each limitation of a claim, either literally or equivalently

(2) prosecution history estoppel: precludes recapture of subject matter under the DoE when surrendered during the patent application process

(3) scope of the prior art: can’t extend exclusive rights to cover technologies that would have rendered their invention unpatentable

“Element” – in all elements rule, means single limitation on a claim (it can mean a series of limitations that together form a component of the claimed invention in other contexts)

Function/Way/Result test: does it do substantially the same thing in substantially the same way to get substantially the same result?

If POSA would know of equivalency of an element/ingredient ( factor in showing DoE infringement

“it is important to ensure that the application of the doctrine, even as to an individual element, is not allowed such broad play as to effectively eliminate that element in its entirety” --- FIND OUT WHAT THIS MEANS!!!!!!!!!!!!!



	Limitations on Doctrine of Equivalents - Prosecution History Estoppel
	

	Festo Corp v. Shoketsu Kinzoku Kogyo Kabushiki [808]
	PHE is useful for the infringer b/c they can win on S/J by just intro’g the PH

If patentee surrendered subject matter now alleged to infringe, can’t argue that it constitutes unforeseen subject matter for DoE purposes

Amendment is an admission that the invention doesn’t reach as far as the original claim

S.Ct. rejects Fed Cir’s “complete bar” on arguing DoE on amended claims

“flexible bar”

· patentee bears burden of showing that amendment doesn’t surrender particular equivalent in question

· Reasons that amendment might not surrender particular equivalent:

· Equiv was unforeseeable at time of application

· Rationale for amend might be tangential to equivalent in question

· Other reasons frustrating accurate claim description

· Patentee must show that POSA at time of amendment wouldn’t reasonably be expected to have drated claim that literally encompassed alleged equivalent

· If claim is narrowed, ct presumes awareness of this rule and that the surrended territory isn’t the equivalent of the claimed territory

· Patentee can rebut 

Arguments made during prosecution can be used later to narrow claims, but the Fed Cir requires that explanations show a “clear and unmistakable surrender” of subject matter

· no requirement to amend, can have the same effect




	Johnson & Johnson Associates v. R.E. Service Co [820]
	Issue: whether unclaimed subject matter disclosed in the description but not part of the claims can be used against accused device for DoE purposes

Holding: disclosing unclaimed subject matter in the written description dedicates that information to the public and it can no longer be used to recapture subject matter under the doctrine of equivalents

Options if this unclaimed info in decription: 2yr reissue period; file second application for unclaimed subject matter under §120

Rader wrote the majority and the concurrence 

RADER CONCUR alternative reasoning:

· advocates “foreseeability bar”: DoE doesn’t capture subject matter that the patent drafter could have reasonably foreseen during application process and included in the claims

· enhances notice function of claim by making them sole definition of invention scope in all foreseeable circumstances

· protects patentees against copyists who use insubstantial variations to try to avoid patentees claims



	Limitations on Doctrine of Equivalents – Scope of the Prior Art

	Wilson Sporting Goods v. David Geoffrey Associates [834]

(golf ball dimples)
	Patentee can’t get protection under DoE for subject matter he couldn’t get from PTO on literal claims

Ruling seemed to require patentee to develop a “hypothetical claim” that would include the accused and overcome prior art limitations – tempered in Microdot (says its just a helpful tool)

Obviousness as prior art limitation hasn’t been upheld, probably never will

This DoE limit only happens in very limited circumstances

Can a dependent claim be infringed when the claim on which it depends isn’t?

· as a rule, no; but sometimes happens w/ prior art limitation




	EXPERIMENTAL USE

DEFENSE


	
	

	Madey v. Duke Univ [not in book]
	Experimental Use Defense

· C/L, Justice Story

· Experimental use permitted for idle curiosity, amusement or philosophical exploration

· Defense to infringment by infringer; NOT an affirmative defense (don’t lose it if not in the pleadings)

Most call it a “de minimus use exception” (why bother to sue if very small loss)

· very, very narrowly applied

· only for idle curiosity, amusement or philosophical exploration

· Not a defense if taken under “guise of scientific inquiry” but has definite, cognizable and not insubstantial commercial purposes

· Use disqualified if it ahs the slightest commercial application

Note here, part of Duke University’s business is research, attracting more students, gaining scientific prestige ( enough to bar experimental use defense



	Integra v. Merck [not in book]
	FDA exemption (Hatch-Waxman - §271(e)(1))

· permits experimental use of patented invention solely for uses reasonably related to development/submission of info to FDA for make/use/sale of biological products

· intended to permit generic drug makers to develop the generics b/f the original drug’s patent expired

Merck was trying to extend this to the development of new drugs that would eventually be subject to FDA submission

*   ct held this experimentation isn’t reasonably related to FDA submission; FDA doesn’t care about hunt for new drugs, only wants info here for clinical testing



	INDIRECT INFRINGEMENT


	§271(b) & (c)

· cover those who actively (knowingly) induces one to infringe a patent

· usually comes up when someone gives you specific instructions to infringe the patent 

· (i.e. sell pesticide that has a use patent granted to another, give instructions for that use)

· only form of infringement that really req’s intent (can be shown w/ circumstantial evidence)

· §271(b) – ACTIVE INDUCEMENT (for staple articles?)

· §271(c) – CONTRIBUTORY INFRINGEMENT

· covers selling a patented and material component that is not a “staple article”

· staple = it has non-infringing uses

· non-staple = only uses infringe

· Congress included this paragraph for §271(d) misuse

· 3 key showings for indirect infringement

· (1) accused must have knowingly induced under (b), or knowingly sold non-staple under (c)

· (2) must be a DIRECT infringement

· (3) direct infringement must be w/in the terms of the patent


	Hewlett Packard v. Bausch & Lomb [857]
	HP alleges active inducement of infringement (§271(b))

· says the B&L selling the plotting business & indemnity agmt to purchaser = active inducement

HP needs to show for indirect infringment:

(1) knowing infringment

(2) culminated in a direct infringement

(3) direct infringemnt during the patent term

HP’s got B&L on (2); need to examine (1)

· selling business w/ the indemnity ( looks shady, but Fed Cir says it’s a pretty std K term

· Other mitigating circumstances: Houston (former B&L division) sold other products besides the infringing; the whole division was sold, not just the infringing division

Indemnity agmts typically don’t show intent to infringe; but can be inferred if primary purpose of agmt to overcome deterrent of patent law enforcement

Fed Cir requires ACTUAL INTENT to infringe

· never really been fleshed out/carefully applied by Fed Cir

· shows Fed Cir discomfort w/ the knowledge std



	RIGHT TO REPAIR - Jazz Photo Corp v. U.S. Int’l Trade Comm. [864]
	Aro Manufacturing [863 n.5]: 

· purchaser of patented goods obtains an implied license to repair the patented good

· those who sell replacement parts don’t contributorally infringe

Repair vs. Reconstruction

· Repair

· Permissible

· Right to preserve the patented article (not to make a substantially new one)

· Just replacing individual unpatented parts w/in right to repair

· One articulation: disassembly & cleaning of patented articles accompanied by replacement of unpatented parts that had become worn or spent, in order to preserve the utility for which the article was originally intended

· Doing it on an “assembly line” doesn’t change the conclusion

· Reconstruction

· Very rarely found; examples include recreating patented drill bit

· Reconstruction applies when the patented article has been completely spent

Exhaustion Principle: once you sell the patented product, owner can use all he wants, right to repair all he wants attaches to article, it is carried on to subsequent owners

The article must first be sold in the US though, rights aren’t carried w/ an article 1st sold overseas

Note the nearly complete “reconstruction” of the device; almost everything replaced;

Also, this device was sold intending to be used once, not multiple times




EQUITABLE DEFENSES

The 4 equitable defenses

(1) laches

(2) estoppel

(3) shop rights

(4) first inventor defense

	LACHES & ESTOPPEL
	

	A.C. Aukerman v. R.L. Chaides Construction [911]
	For laches defense, defendant has to show:

(1) plaintiff delayed filing suit for unreasonable and inexcusable length of time from time plaintiff knew/reas should have known of claim

a. equitable doctrine – unreas amt of time depends on facts

b. sometimes presumed after 6 years

(2) the delay operated to the prejudice/injury of the defendant

a. can be either economic or evidentiary prejudice

i. economic: defendant would lose monetary investments that could have been avoided by earlier suit

ii. evidentiary: difficult to put on full/fair defense b/c of lost records, bad memories, deaths due to long period of time

b. Excuses for delay (some examples): other litigation, negotiation, wartime, poverty/illness, extent of infringement, disputes over patent ownership

(3)  Also need to weigh culpability of defendants conduct

Only applied to pre-suit conduct; damages run up after the suit is instituted aren’t covered by defense

Equitable Estoppel Defense

(1) patentees conduct supported an inference that he didn’t intend to pursue an infringement claim

(2) accused infringer must show substantial reliance on the misleading conduct of the patentee (lulling infringer into sense of security)

(3) accused infringer must show material prejudice if the patent is enforced (same economic/evidentiary prejudice as laches)

Laches very rarely enforced; Estoppel doesn’t happen too much either



	SHOP RIGHTS
	
	

	McElmurry v. Arkansas Power & Light [920]
	Shop Rights: C/L , equitable rights of employer to an invention made by an employee b/c the employer is presumed to have paid the employee for the fruits of his labor

· this is an implied license for the employer, the employer DOES NOT GET THE PATENT (but usually has some sort of agmt to take ownership rights)

· Why? – employee using employer’s tools/shop/time to invent

Examine totality of the circumstances

· circumstances surrounding development of patented invention

· inventor’s activities on that invention

· ultimately a question of equity and fairness

Some factors that have been identified include:

· employer financed employee’s invention by providing wages/materials/tools/shop

· also, employee consent/acquiescence/inducement/assistance in using invention w/out demanding compensation or other notice of restriction



	FIRST INVENTOR DEFENSE
	

	Protection for people who were employing business methods as trade secrets b/f the State Street decision but hadn’t sought patent on them (b/c they thought they couldn’t)

· wouldn’t have been able to protect self from suit although they were the 1st inventor

· So those who invented business method but didn’t obtain patent rights can use the T/S as a prior art defense if:

· (1) reduction to practice more than 1 yr b/f patent filing date

· (2) must have put into commercial use b/f filing date of that patent

· (3) reduction to practice must have been in good faith; no derivation from patentee or those in privity

No judicial opinions on this yet (§273)




REMEDIES
	Summary
	
	

	INJUNCTIONS – Temporary Injunctions
	
	

	H.H. Robertson v. United Steel Deck [931]
	Decision sets up an “achievable” standard for preliminary injunctions (b/f they were very hard to get)

Still, a “drastic and extraordinary remedy”, not to be routinely granted

Fed Cir Standard for Preliminary Injunctions

(1) reasonable probability of eventual success in the litigation

a. decided on the filings (maybe a hearing)

b. look at validity & infringement

c. validity

i. pretty high bar if patentee can make credible showing

ii. STRATEGY: sue weak guy first, get him to concede validity (not dispositive, but presumptive)

d. infringement

i. reasonable probability std

(2) irreparable harm to the patentee if the injunction isn’t issued

a. presumed upon showing of validity/infringement

b. marketplace harm (reputation/sales)

c. only have 20 yrs – eroding w/ each passing day

d. lack of commercial use by patentee will hurt this prong

(3) possibility of harm to others in market

a. burden on movant for injuction (patentee)

b. shutting down an infringing business IS NOT A HARDSHIP

c. would simple negotiation settle the issue?

d. hardships beyond the infringer (i.e. severing windows/internet link)

(4) public interest

a. public interest in allowing the infringment to continue (enviro catastrophe, infringer only one making a lifesaving medical device)

Failing to meet one of the prongs is usually fatal to getting a prelim injunction (but questionable b/c there seems to be a panel split)

INJUNCTIONS – Permanent Injunctions [940]

· entered after a finding of infringement usually, accused will reenter market w/ chg’d device, so then you have to consider contempt proceedings; but no contempt unless new device at least infringes (other considerations too)



	

	DAMAGES
	
	

	Panduit Corp v. Stahlin Bros Fibre Works [941]

Rite-Hite Corp v. Kelley Co [947]

Bic Leisure Products v. Windsurfing Int’l [960]


	§284 - Damages “adequate to compensate for infingement”

Not what infringer made, but what patentee would have made (“but for”)


DAMP Test

(1) Demand for the patented product

(2) Availability of acceptable non-infringing substitutes

(3) Manufacturing and marketing ability

(4) Profit

But this test assumes they sell their product into the same product market; but often price does more to define the market

Also, substitutes are often known but not used b/c of cost, etc.

Susbtitutes aren’t considered ‘available” if significant man-hours/time have to be spent developing the substitute

Need a product demand curve & economists to determine damages now

· sell fewer products at higher prices

· you’re only going to get the profit that the market would have allowed you to make

Price erosion damages

· elastic markets (lots of subs, little price variation): low price erosion damages

· inelastic markets (few subs, vast price variation): higher price erosion damages

Reasonable Royalty: elasticity + infringer costs ( royalties are large when demand is elastic (small price chg, large quantity shift) & infringer has a cost advantage

Entire Market Value Rule (functional)

Rite-Hite: “reasonably foreseeable…..in the relevant market”

Convoyed sales: “unpatented components must function together w/ the patented components”



	ENHANCED DAMAGES & ATTY FEES (§284, §285)
	
	

	Read Corp v. Portec Inc [980]
	Willful infringement is tried to the judge alone – equitable matter

Judge can treble damages if they want, but aren’t req’d to

Factors for willful infringement finding [984-85] (1-3 = Bott Factors)

(1) infringer deliberately copied

(2) infringer investigated patent and had a good faith belief that it was invalid/not infringed

(3) infringer’s behavior as a party to the litigation

(4) defendant size & financial condition

(5) closeness of the case

(6) duration of defendant’s misconduct

(7) remedial actions taken by defendant

(8) defendant’s motivation for harm

(9) whether defendant intended to conceal its misconduct

How to avoid willful infringement?

· get atty opinion letter says invalid/not infringed

· Problems w/ letters?

· Atty/client privilege conduct

· Is a letter that will be used as evidence in a possible later trial going to exhibit much candor?

· NO WORK PRODUCT PRIVILEGE FOR THE LETTER IN PATENT CASES – JUDGE WILL TAKE A NEGATIVE INFERENCE AT NONDISCLOSURE



LICENSING AND MISUSE

	MISUSE & PATENT ANTITRUST
	Defense to patent infringement that usually occurs in the licensing context

	Morton Salt v. G.S. Suppiger [1075]
	Elements of Antitrust Tying:

(1) separate products

(2) conditioned sale

(3) market power

(4) interstate commerce

(5) harm (injury in fact)

Patent Misuse is a waning if not dead defense

Patent Misuse Rules

(1) patentee should not tie sales in anti-competitive manner (at least to dimension of it reaching antitrust matter)

(2) party asserting misuse need not be harmed by the misuse

(3) not necessary there be an antitrust violation (black letter, may not be applicable any longer)

(4) can purge misuse, rid self of the anticompetitive activity; solve infringement later if it still exists

How do you resolve this case? – charge more upfront for the machine or have some sort of warranty invalidation for not using Morton brand tablets

Defenses to Antitrust Tying

(1) small company; don’t have market power

(2) protecting good will

(3) quality control concerns

(4) more efficient



	Dawson Chemical v. Rohm & Haas Co [1079]
	Supreme Court ack’g that misuse and contributory infringement are colliding

· Resolves collision by interpreting 271(d)

· No collision and no misuse if it’s a non-staple item

· You’ve got problems if it’s a staple article




	United States v. Studiengesellschaft Kohle [1092]
	
	

	Mallinckrodt Inc. v. Medipart Inc. [1101]
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