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Patent Outline – Rader Fall 2003

I. Patent Eligibility

A. Introduction

· A patent is a right to exclude others from making, selling or using an invention

· What are some reasons for having a patent system?

1) Incentive to invest in technology

2) Incentive to disclose (antidote to trade secret)

3) Incentive to attract technology

4) Prospect theory – property does its best work after the invention itself (licensing, manufacturing, marketing)

· There are three categories that have always been excluded from the patent system: laws of nature, abstract ideas, and natural phenomena

B. Patent Eligibility for Software

· There are four statutory categories of patentable subject matter listed in § 101:
1) Process – a series of acts which are performed upon subject matter to produce a given result

2) Machine – any apparatus

3) Manufacture – an article of manufacture defined broadly to capture any other useful technology

4) Composition of matter  - synthesized chemical compounds and composite articles
· Gottschalk v. Benson: invention dealt with computer algorithm that converted BCD decimals to pure binary; court holds that this was not eligible for patent protection; invention was a simple math algorithm, which was an abstract idea that is not protectable under § 101

· The worry after Benson was that no computer algorithm would be patentable

· Diamond v. Diehr: invention related to forming rubber molds; invention used Arrhenius equation to determine the perfect time to cook the rubber; court finds this patent eligible; the process as a whole was a process of forming rubber, and the algorithm was just used in the process 

· Diehr was distinguished from Benson by characterizing the invention as a rubber molding process that happened to use an algorithm; there was more to the invention than simply the abstract algorithm itself

· By saying that you are transforming something into something else, one can make an invention look more like the Diehr case and not the Benson case

· Arrhythmia v. Corazonix: invention uses mathematical algorithm to predict heart conditions by looking at an EKG; court says that invention transforms one set of physical electrical signals into another; court uses Freeman-Walter-Abele test that requires a form of transformation in order to be patent eligible; court upholds patent under § 101

· State Street Bank v. Signature Financial: invention deals with method of shifting investments into different types of financial means to maximize tax advantages; ct. says that the key is to focus on usefulness when dealing with patents that contain algorithms; ct. allows the patent

· State Street signified the Fed Circuit’s approval of business method patents

· Ct. said that Benson stands for the long-standing fact that abstract ideas are ineligible for patent protection

· Ct. said that the F-W-A test has little of any applicability to determine eligibility under § 101

· From these cases, we learn that abstract ideas are not patentable, but if an algorithm is claimed as part of a process that is useful and not abstract, the invention can be patent eligible

C. Patent Eligibility for Biotech

· Biotechnology inventions fall under the compositions of matter category in § 101
· Patents can claim an isolated and purified form of a natural substance because it isn’t naturally occurring in the purified and isolated form
· Diamond v. Chakrabarty: Dr. creates an oil-eating bacteria and tries to patent it; court allows it to be patented; bacteria was man-made and unlike anything that existed in nature; distinction is not between living and inanimate things, it is between products of nature and human-made inventions
· The invention in Chakrabarty was the not a product of nature’s handiwork, but the inventor’s handiwork
· The decision in Chakrabarty was a clear signal that patenting was broadly available in the biotech field
D. Utility

· Utility requirement comes from § 101 “new and useful” language
· There are three types of utility:
1) General – is it capable of use at all?

2) Specific – does it work for its intended, specific purpose?

3) Beneficial – a moral judgment

· An invention doesn’t need to be better than the original to get a patent; it must be different
· Juicy Whip v. Orange Bang: beverage dispenser invention deceives users into thinking that the displayed beverage is the one that is served; court allows patent; it says that utility requirement does not mean that the invention cannot be deceptive
· Ct. says that deceptive trade practices can be handled by other agencies than the PTO; PTO is there to determine patent eligibly and patentability, not what is and what isn’t a deceptive trade practice
· Brenner v. Manson: invention is for process for making steroid; inventor didn’t know a specific use for the steroid, but it was close in structure to another steroid that helps prevent tumors; court denies the patent because invention is not useful; there was no evidence presented by the inventor that the steroid would be useful
· Requiring usefulness ensures that you can’t “squat” on idea and wait for a use to be discovered
· A patent is not a “hunting license”; there needs to be a concrete use for the invention to be patentable
· In re Brana: invention relates to tumor-inhibiting compound; inventors showed some in vitro test results; there was no specific disease that the compound cured, but the inventors had developed a disease model and showed that the compound cured the disease; court found that the utility requirement had been met; you don’t have to wait until a disease naturally occurs for the compound to be useful
· In Brana, PTO also rejected because inventors did not show any in vivo data; court says that it’s the FDA’s job to deal with the safety and effectiveness of the drug; PTO should only focus on if the invention has a concrete use
· FDA approval is not a prerequisite for finding a compound useful within the meaning of the patent laws; the stage at which an invention in this field becomes useful is well before it is ready to be administered to humans
II. Patentability

A. Anticipation

· Patent-eligible subject matter is patentable if the claimed subject matter possesses utility, and is both novel under § 102 and nonobvious under § 103

· Novelty requirement makes sure that the inventor must accomplish something new

· § 102: A person shall be entitled to a patent unless –

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this or a foreign country, before the invention thereof by the applicant for patent, or

(b) the invention was patented or described in a printed publication in this or a foreign country or in a public use or on sale in this country, more than one year prior to the date of the application for patent in the US, or

(c) he has abandoned the invention, or

(d) the invention was first patented or caused to be patented, or was the subject of an inventor’s certificate, by the applicant or his legal representatives or assigns in a foreign country prior to the date of the application for patent in this country on an application for patent or inventor’s certificate filed more than twelve months before the filing of the application in the US, or

(e) The invention was described in – 

(1) an application for patent, published under § 122(b), by another filed in the US before the invention by the applicant for patent; or

(2) a patent granted on an application for patent by another filed in the US before the invention by the applicant for patent, except that an international application filed under the treaty defined in § 351(a) shall have the effects for the purposes of this subsection of an application filed the US only if the international application designated the US and was published under Article 21(2) of such treaty in the English language; or

(f) he did not himself invent the subject matter sought to be patented; or

(g) (1) during the course of an interference conducted under § 135 or § 291, another inventor involved therein establishes, to the extent permitted in § 104, that before such person’s invention thereof the invention was made by such other inventor and not abandoned, suppressed, or concealed, or

(2) before such person’s invention thereof, the invention was made in this country by another inventor who had not abandoned, suppressed, or concealed it.  In determining priority of invention under this subsection, there shall be considered not only the respective dates of conception and reduction to practice of the invention, but also the reasonable diligence of one who was first to conceive and last to reduce to practice, from a time prior to conception by the other

· Anticipation is when the invention you are applying for is already in the public domain

· The anticipation must be found in a single reference

· All of the features of the claimed invention must be in the single prior art reference

· Titanium Metals v. Banner: invention is for a metal alloy; the alloy is mostly titanium and the claims list ranges of the other metals included; PTO rejects based on a Russian scientific article; the article did not directly disclose the alloy, but the article contained graphs with many data points, representing different alloys; one of the data points on the graph represented the proper combination of metals that was disclosed in the application; court finds that the patent is invalid due to anticipation; the article disclosed each and every feature of the claimed invention

· In Titanium Metals, it was okay that the application disclosed ranges of percentages that could be used and the data point in the Russian article only disclosed one alloy falling within these ranges; this was enough for anticipation

· In Titanium Metals, the metal alloy had good corrosion resistance; inventor could have filed for a patent on the method of using the alloy for corrosion resistance, just not the alloy itself because the alloy was in the prior art

· To determine anticipation, there is a two part inquiry:

1) Strict identity – every limitation of the claims must be found in a single reference

2) Nature of reference – the teaching must be clear enough to enable one of skill in the art to make and use

· What happens if a claim covers a range and there is a prior art reference that discloses a value within the range?

· The range is called the genus and the one value is a species within the genus

· Titanium Metals says that a prior art reference disclosing one value in the range reads on the claim with the whole range

· There is not necessarily anticipation if the reverse happens – the prior art contains the genus and the claim contains the species

· This is because it could be the case that one species works better than the rest of the genus; in this case there is no anticipation

· A species always anticipates a genus but not vice versa

· Anticipation by inherency – the prior art does not describe every limitation, however the missing limitation is necessarily present by operation of scientific laws in the reference

· Continental Can v. Monsanto: patent is for a bottle; one of the limitations is that the ribs on the bottom of the bottle are hollow; prior art patent discloses ribs but does not state that the ribs are hollow; prior art patent discloses that the ribs are made by blow molding; prior art patent inventor claims that because the ribs are made by blow molding, there are inherently hollow; court denies sum. jud. and says that the fact that blow molding produces hollow ribs is a triable fact for a jury

· Continental Can shows anticipation by inherency because prior art patent did not claim hollow ribs, but claimed making ribs using blow molding, which only produces hollow ribs

· A requirement for anticipation by inherency is that one of skill in the art recognizes the inherent feature

· Claratin case: Claratin is a non-drowsy anti-histamine that was patented in the ‘233 patent; DCL, produced in body after taking Claratin, turns out to be a better working drug; patent for DCL issued as the ‘714 patent; Fed. Cir. invalidated ‘714 patent due to anticipation by inherency; DCL was in the prior art; it was not relevant that no one recognized it at the time

B. Statutory Bars

· Statutory bars prevent the patent owner’s exclusive rights from extended past 20 years
· Without statutory bars, you could be the first inventor, then allow others to develop and refine the product, then you could step up and file for a patent
· The statutory bars are found in § 102(b)
· Policies for § 102(b)
· Stop commercial exploitation of exclusive rights beyond the patent term
· Encourage prompt disclosure of inventions
· Protect expectations of public domain
· Give inventors grace period before filing
· There is the public use bar and the on sale bar
· For public use bar, the patent is barred if the invention was in public use in the US more than one year prior to the filing for the patent
· For on sale bar, the patent is barred if the invention was on sale in the US more than one year prior to the filing for the patent
· The date one year prior to the filing date is the critical date
· Egbert v. Lippman: invention was for corset springs; inventor allows his wife to wear the invention for 11 years and then he files; court holds that the patent is barred by public use; it is public use because inventor gave the invention to his wife without imposing any conditions or restrictions and he did not give it to his wife for testing or experimentation
· Ct. in Egbert really emphasizes that because the invention was given with no obligations of secrecy, there was a public use
· City of Elizabeth v. American Nicholson: invention was for wooden road pavement; the invention was in use in Boston for 6 years prior to filing; inventor claims that he was experimenting during that time; he checked the road surface daily; the road surface was only in a small section in Boston; evidence shows that inventor kept control over the invention and was not exploiting it; court ruled that there was no public use because inventor retained control over the invention during his experimentation
· City of Elizabeth describes the experimental use negation for the public use bar

· To defeat claim of public use bar by showing experimentation, inventor must prove that he was experimenting on a claimed element of the invention
· Electric Storage Battery v. Shimadzu: inventor invents battery in Japan in 1919 while in Japan; he files in US in 1923; company began using the battery in the US in 1921 without knowledge of the inventor; court holds that a 3rd party can place technology into the public domain without inventor’s knowledge or consent; this is an example of a 3rd party informing public use

Is it a Public Use Under 102(b)?

	Actor
	Informing use
	Non-informing use
	Secret Use

	Applicant
	Yes, public use
	Yes.  Egbert (public use) b/c

1. prevents extension of patent term

2. promotes prompt disclosure

3. protects public domain

4. provides a grace period to explore whether patenting is the correct course of action
	Yes, public use.  Metallizing Engineering Co. 

	Third Party
	Yes; public use Electric Storage Battery Co. v. Shimadzu
	Yes; (Abbot Labs); (Baxter dissent)
	Not a public use (Gore v. Garlock) (Metallizing)


· An informing use is a use that itself informs others about the invention
· A non-informing use is a use which by its nature does not inform others about the invention
· Pfaff v. Wells Electronics: Pfaff invented a device for mounting semiconductor chips; he files on 4/19/82; more than a year before that date, Pfaff met with TI and made an agreement where TI would purchase 30,000 mounting devices for $91,000; prior to the agreement, Pfaff had showed TI detailed drawings of the invention; court holds that having the product on sale more than a year before filing bars the patenting of the invention
· Court in Pfaff gives a two part test to see if on sale bar applies:
1) The invention must be the subject of a commercial offer for sale

2) The invention must be ready for patenting

· Ready for patenting can be shown by evidence of enablement or reduction to practice

· In Pfaff, the detailed drawing that Pfaff showed TI was evidence of enablement

· If the sale is for experimental use, inventor may be able to get around the on sale bar

· Abbott Labs v. Geneva: Abbott invents a crystalline form of a compound; prior to the critical date, a 3rd party had sold the compound; at the time of the sale, the parties did not know the specific form of the drug; the sale was non-informing; court holds that the 3rd party non-informing sale barred the patent under § 102(b)

· Abbott Labs shows that even if the applicant (Abbott) does nothing wrong, the bars in § 102(b) can prevent it from obtaining a patent

· W.L. Gore v. Garlock: invention dealt with stretching Teflon rods; Gore files in 1970, but Cropper, in New Zealand, invents same machine and sells it in 1968; as part of the sale, there is an agreement to keep the invention a trade secret; court holds that the patent is still valid even though there was a sale more than 1 year before the filing date; otherwise, user in New Zealand would get years of trade secret advantage and then be able to block Gore from obtaining a patent

· The key policy of the bars is prompt public disclosure and this policy would not be met if the court had ruled against Gore

C. Priority

· Priority goes to the first inventor to reduce to practice unless the second inventor to reduce to practice conceives first and acts diligently up unto the reduction to practice
· This rule is stated in § 102(g)
· Interference proceedings at the PTO are used to determine priority
· Interference proceedings can be between 2 applicants or an applicant and a patent holder
· The applicant who reduces to practice first called the senior party and the inventor who reduces to practice second is called the junior party
· The filing of an application is a constructive reduction to practice
· Conception is a two party process:
1) Having the inventive concept, and

2) Developing a method of carrying out the idea

· Oka v. Youssefyeh: invention is a chemical compound; Oka was the senior party; question is if Youssefyeh conceived first; Youssefyeh had a method for making a related compound, but not the compound in question; all Youssefyeh had were drawings of the chemical structure, and the method of making was not implicit in the structure; court determines that Youssefyeh’s conception date is the same date as Oka’s reduction to practice date; court determines that if there is a tie, the senior party wins
· To prove reduction to practice, one must demonstrate that the invention is “suitable for its intended purpose”
· Scott v. Finney: invention was for penile implant; question is when invention was reduced to practice; Scott attempted to show actual reduction to practice before Finney’s filing; Scott produced a video of the implant in the penis, making the penis become erect; Finney’s argument was that the implant had to be proved to work during intercourse for there to be reduction to practice; could holds that the tape proves reduction to practice because reduction to practice can be shown with a reasonable showing that the invention will work to overcome the problem it addresses
· Scott shows that actual use is not required for reduction to practice
· Gould v. Schawlow: Schawlow is the senior party; Gould proves first conception, but issue is diligence; Gould must prove diligence; Gould tries to show his lab notebook to prove diligence; court holds that Gould failed to prove diligence; the problem with the notebook was that there were no clear dates or details about the work
· Merely stating that you did a lot of work does not suffice to prove diligence
· Court requires a lot to prove diligence; there must be a very detailed account of the work that shows that the inventor was diligent in his quest for reduction to practice
· The required diligence period begins at a time prior to the conception of the senior party and ends when the junior party reduces to practice
· If the inventor turns his work over to a patent attorney during the diligence period, the court must look at the attorney’s diligence as well
· In general, if the attorney takes the application up within a reasonable time, such as in the order it was received, then the inventor will be found diligent
· Mendenhall v. Astec Industries: court holds that diligence was not shown when attorney worked on client matters following his hiring by the inventor, sat for a state bar exam, and took a vacation following the exam
·  Example (C = Conception, D = Diligence, R = Reduction to Practice):
A:  
C -----------------------D---------------------------------R

B:


C-------------------D-------------R

C:



     C-------------R

· Between A & B, B reduced to practice first, but A conceived first; B still wins because A cannot show diligence from a time prior to B’s conception
· Between B & C, C wins because B cannot show diligence from a time prior to C’s conception
· Between A & C, A wins because A conceived first and was able to show diligence from a period starting prior to C’s conception to A’s reduction to practice
· Woodland Trust v. Flowertree: invention dealt with protecting plants from freezing during the winter; Woodland obtains patent; Flowertree sues, claiming it has priority; Flowertree provides 4 witnesses that testify to this; court rules for Woodland; it says that Flowertree does not have corroboration for its testimony; there was no physical record of the prior use; oral evidence alone did not provide the clear and convincing evidence to invalidate the patent
· In assessing corroboration, the court will look at the following criteria:
1) The relationship between the corroborating witness and the alleged prior user

2) The time period between the event and the trial

3) The interest of the corroborating witness in the subject matter 

4) Contradiction or impeachment of the witness’ testimony

5) The extent and details of the corroborating testimony

6) The witness’ familiarity with the subject matter of the patented invention and the prior use

7) Probability that a prior use could occur considering the state of the art at the time

8) Impact of the invention on the industry, and the commercial value of its practice

· § 102(g) says that first inventors can lose that special status through their own conduct if they abandoned, suppressed, or concealed the invention

· Abandonment is committing the invention to the public domain

· Suppression is keeping the invention secret (doing nothing)

· Concealment is keeping the invention as a trade secret

· Slight difference between suppression and concealment (trade secret procedures)

· Apotex v. Merck: Apotex holds patents for method of making drug; it sues Merck, who makes the drug; Apotex had learned the method from Merck during an earlier litigation; question is if Merck “suppressed” or “concealed” the process according to § 102(g); Merck invented the method in 1983 and then published it in 1988; Apotex filed in 1994; court rules for Merck because it made the invention known to the public before Apotex filed; the disclosure to the public in 1988 negated the concealment; if Apotex had filed before 1988, it would have won

· § 102(e)(1) says that a published application that discloses, but does not claim the invention constitutes prior art as of its filing date

· § 102(e)(2) says that a published application that discloses, but does not claim the invention constitutes prior art as of its filing date

D. Nonobviousness

1. Introduction

· Obviousness is the most significant gatekeeper to patentability
· § 103(a) states: a patent may not be obtained though the invention is not identically disclosed or described as set forth in section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are such that the subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the invention was made.
· § 103 requires an assessment of the difference between the claimed invention and the entire body of prior art
· While anticipation under § 102 requires that one prior art reference include all of the limitations of the claimed invention, obviousness under § 103 looks at the whole body of prior art, not just one single reference
· § 103 makes the relevant time for assessment of obviousness “the time the invention was made”
· Hotchkiss v. Greenwood: invention was for a ceramic doorknob; difference between the prior art was the material used for the knob; court invalidates patent; court says that a machine that is made with better materials cannot get a patent based solely on the new materials
· Hotchkiss case was decided in 1851 and was the predecessor to the idea behind § 103
· Graham v. John Deere: first Sup. Ct. case to interpret § 103; invention was for plow, only change from prior art was changing the hinge plate to the opposite side; court lays down steps that should be followed when determining obviousness:
· Determine scope and content of pertinent prior art (factual)
· Ascertain the differences between the prior art and the claims (factual)
· Assess the ordinary skill in the art (factual)
· Look at the objective indicia (see below)
· Once these are done, obviousness can be determined by looking to see if the differences would be obvious to one of ordinary skill in the art at the time of invention (legal)
· Because obviousness is measured at the time of invention, it requires looking at how the problem was being solved before the invention came into existence
· The legal question is obviousness at the time of invention to one of ordinary skill in the art; the rest of the determinations are factual
· Colgate v. Cook Chemical: patent involved spray can; difference between patent at issue and prior art was the sealing arrangement of the can; each prior art reference contributed some information that, put together, gives the new invention; court follows steps and determines that the invention was obvious to one of ordinary skill in the art at time of the invention
· US v. Adams: invention was for a battery that was activated by water; prior art patent had mentioned that you could use magnesium and cuprous chloride for the electrode materials, which is what Adams used; the water activation set this invention apart from prior art; the claims of the patent do not mention water, but it is discussed in spec.; court construes claims in light of spec. and holds that the patent is valid; court also mentions skepticism of experts as a secondary consideration

· In Adams, one of ordinary skill in the art would have had to ignore the prior art teachings at the time of invention to come up with the water activated battery; this lead the court to find that the invention was nonobvious

2. Suggestion to Combine

· To render an invention obvious under § 103, the examiner or court must show some suggestion or motivation to combine multiple prior art references
· The suggestion to combine test prevents an obviousness methodology that picks and chooses among individual parts of assorted prior art references as a mosaic to recreate a facsimile of the claimed invention
· In re Rouffet: invention involved a low-orbit satellite system; system used elongated elliptical beams that would reduce the likelihood that users would loose their cell phone connections; prior art patent taught the elliptical beam, but it was projecting form Earth to satellite, not satellite to Earth; PTO rejected because of § 103, but court overturned the rejection, saying that the PTO did not make a proper showing of suggestion to combine
· The examiner must show reasons that the skilled artisan, confronted with the same problems as the inventor and with no knowledge of the claimed invention, would select the elements from the cited prior art references for combination in the manner claimed
· There are three possible sources for a motivation to combine references:
· The nature of the problem to be solved
· Teachings of the prior art
· Knowledge of persons of ordinary skill in the art
· The PTO cannot rely on common sense for motivation to combine; it must use one of the three possible sources to show motivation to combine
3. Objective Tests

· In Graham, the Supreme Court listed some objective indicia that may be looked at during an obviousness determination
· The Fed. Cir. has taken the “may” out of the Supreme Court’s advice and has said that the objective indicia are an essential part of the obviousness determination
· Some of the objective indicia that can be looked at are:
· Copying
· Long felt but unsolved need
· Failure of others
· Commercial success
· Unexpected properties of the claimed invention
· Licenses showing industry respect for the invention
· Skepticism of skilled artisans before the invention
· The applicant can provide this evidence to attempt to defeat a claim of obviousness under § 103
· The applicant must show a nexus between the claimed invention and the objective evidence
· The examiner will first make an obviousness rejection based on comparison of the claimed invention and the prior art; this is a “prima face” case of nonobviousness
· If examiner makes a prima face case, the burden shifts to the applicant to submit evidence to rebut the prima face case; this is where the objective evidence is presented
· Hybritech v. Monoclonal: objective evidence must be considered before a conclusion on obviousness is reached; it is not merely “icing on the cake”; all objective evidence has to be shown to connected to the merits of the claimed invention and not other reasons such as shrewd marketing
4. Chemical & Biotech Nonobviousness

· In re Dillon: structural similarity between claimed and prior art subject matter, proved by combining references or otherwise, where the prior art gives reason or motivation to make the claimed compositions, creates a prima face case of obviousness and the burden falls on the applicant to rebut the prima face case
· The rebuttal can be made by showing that the claimed compositions possess unexpectedly improved properties or properties that the prior art does not have, the prior art is so deficient that there is no motivation to make what might otherwise appear to be obvious changes, or any other argument that is pertinent to rebut the obviousness finding
· The Hatch-Waxman Act was passed in 1984 to regulate the interplay between generic and brand name drug companies
· As part of the Act, a generic drug company can file an Abbreviated New Drug Application (ANDA) and attempt to invalidate the patent on the brand name drug; if successful, the generic drug maker can get its drug to market faster
· Yamanouchi v. Danbury: Danbury was trying to invalidate a chemical patent as part of an ANDA; court ruled that it failed to make a prima face case of obviousness because it did not show a motivation to combine; Danbury was relying on hindsight for motivation to combine, and this is not proper
· In re Deuel: invention was for DNA that encodes a specific protein; court holds that a general method of isolating DNA is essentially irrelevant to the question of whether the specific DNA themselves would have been obvious in the absence of other prior art that suggests the claimed DNA; PTO’s focus on the prior art method was misplaced because the invention was a product patent, not a method patent
· Product claims cannot be rejected based on prior art method claims
5. Prior Art for Nonobviousness

· A prior art reference must come from an analogous art in order to be considered pertinent for nonobviousness
· Hazeltine v. Brenner: applicant argued that prior art reference that examiner used for obviousness determination was inappropriate because it was a pending application that was secret; court held that a pending application that is secret is prior art under § 103
· § 102(e) codifies this and the court in Hazeltine confirmed that § 102(e) applies for both anticipation and nonobviousness determinations
· Once a first applicant takes steps to make the invention public by filing an application, the second applicant should not profit by any delay in the PTO
· § 103(c) says that material that would qualify as prior art under § 102(e), (f), or (g) is not prior art for obviousness purposes if the subject matter and the claimed invention were owned by the same person or assigned to the same person or company
· In re Clay: Clay’s invention is a process for storing liquid hydrocarbon in a storage tank; process involves creating a gel which is placed in the dead space in the tank; examiner cites two prior art reference when making obviousness determination; court says two references are not prior art because they are not pertinent to the technology disclosed in the application
· Clay gives two criteria to determine whether prior art is analogous:
1) Whether the art is from the same field of endeavor, regardless of the problem address, and

2) If the reference is not within the field of the inventor’s endeavor, whether the reference still is reasonably pertinent to the particular problem with which the inventor is involved

· A reference is reasonably pertinent if, even though it may be in a different field from that of the inventor’s endeavor, it is one which, because of the matter with which it deals, logically would have commended itself to an inventor’s attention in considering his problem

· Novelty determination, unlike obviousness, has no test of relevance for prior art

· The PTO’s art classification system is given some credence, but is not determinative in establishing analogous art

· In re Winslow: court says that the proper way to apply the § 103 obviousness test is to first picture the inventor as working in his shop with the prior art references–which he is presumed to know–hanging on the walls around him

· Problem with the image presented in Winslow is that it does not show the relevant references randomly mixed with numerous non-analogous art references and references teaching away from the invention; image is a hindsight edition of the inventor’s knowledge

E. Objective Disclosure

1. Introduction

· The Patent Act requires adequate disclosure of the claimed invention
· § 112 ¶ 1 states: The specification shall contain a written description of the invention, and of the manner and process of making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it pertains, or with which it is most nearly connected, to make and use the same, and shall set forth the best mode contemplated by the inventor of carrying out his invention
· § 112 ¶ 1 requires enablement; the specification must enable on skilled in the art to make and use the claimed invention
· § 112 ¶ 1 contains the written description doctrine that is used to police priority when inventors amend their disclosures; the Patent Act allows inventors to amend their applications during the process; the new material must be supported by the original written description to be given the earlier filing date
· § 112 ¶ 1 also requires that the best mode be disclosed in the specification
2. Enablement

· The specification must teach one of skill in the art how to make and use the claimed invention
· An “enabling specification” meets the requirement
· Gould v. Hellwarth: invention is for an optical laser; court held that the specification did not enable; witnesses who were skilled in the art said that the spec. would not enable at the time of filing; the laser technology that was described in the spec. was first discovered in 1960, and application was filed in 1959, so it could not have enabled; the disclosure was “merely a fertile field for experimentation”
· Patents are not production documents, and nothing in the patent law requires that a patentee must disclose data on how to mass-produce the invented product
· In re Wright: invention is for a process of producing vaccines against pathogenic RNA viruses; claims were for all pathogenic RNA viruses, but spec. only specifically discussed the process for one RNA virus; court found the spec. was not enabling because it was no reasonable to believe that one of skill in the art could look at Wright’s success with one specific RNA virus and extrapolate processes for other RNA viruses; too much undue experimentation needed to practice Wright’s broad claims
· In re Wands listed factors to be considered whether a disclosure would require undue experimentation:
· The quantity of experimentation necessary

· The amount of direction or guidance presented
· The presence or absence of working examples
· The nature of the invention
· The state of the prior art
· The relative skill of those in the art
· The predictability or unpredictability of the art
· The breadth of the claims
3. Written Description

· The written description doctrine says that any claims amended after the filing date or new claims filed after the filing date must contain the same invention as the original disclosure; the new claims or amendment cannot contain new matter
· Vas-Cath v. Mahurkar: Mahurkar filed design patents in 1982 for a catheter; in 1984 he filed utility patents for the catheter and included the same drawings as in the design patents; question is if utility patents are entitled to filing date of the design patents, specifically whether the design patents adequately met the written description requirement; court looks at whether the disclosure of the application relied upon reasonably conveys to the artisan that the inventor had possession at that time of the later claimed subject matter; court remands the case and says that drawings may be sufficient to meet written description requirement
· The purpose of the written description requirement is to make the applicant convey with reasonable clarity to those skilled in the art that, as of the filing date sought, he was in possession of the invention
· Regent of the University of California v. Eli Lilly: issue was whether the patent had an adequate written description to show possession of the claims; court finds claims invalid due to lack of adequate written description; 
· In Lily, court says that a written description of an invention involving a chemical genus, like a description of a chemical species, requires a precise definition, such as by structure, formula, or chemical name of the claimed subject matter sufficient to distinguish it from other materials
· This case was remarkable because the Fed. Cir. found a lack of adequate written description for claims that did not involve priority issues; there had been no amended or new claims added to the application
·  In Enzo Biochem v. Gen-Probe, Fed. Cir. voted whether to reconsider Lily; vote failed
· Rader dissented, explaining that the written description doctrine is a new matter doctrine and its purpose is to police priority; court went against 30 years of precedent and applied the written description doctrine to a case where there was no new matter; Rader worries that this written description requirement described in Lily will replace the enablement test for adequate disclosure
4. Best Mode

· The specification must set forth the best mode contemplated by the inventor of carrying out his invention
· It requires the disclosure of any specific instrumentalities or techniques that the inventor recognized at the time of filing as the best way of carrying out the invention, including trade secrets
· Chemcast v. Arco Industries: the invention was for a sealing device; specification did not specify the best type of material to use, the best hardness of material, and a supplier and trade name of a material; court held that applicant failed to disclose the best mode
· Chemcast gave a two step best mode analysis:
1) Whether, at the time the inventor filed his patent application, he knew of a mode of practicing his claimed invention that he considered to be better than any other

2) If the inventor in fact contemplated such a preferred mode, the second part of the analysis compares what he knew with what he disclosed-is the disclosure adequate to enable one skilled in the art to practice the best mode, or, in other words, has the inventor “concealed” his preferred mode from the “public”?
· The first part of the analysis is subjective while the second part is objective
· The question of best mode is a factual question
· In Randomex v. Scopus, the applicant “buried” the best mode among a large number of less favored alternatives; court held that this still met the best mode requirement of § 112 ¶ 1
· The best mode requirement has two prongs-“contemplation” and “concealment”
III. Obtaining a Patent

A. Claims

1. Introduction

· You can claim as much as you can enable
· Enablement helps define scope of claims
· Claims have 3 parts: preamble, transition, body
2. Preamble

· The preamble states the general use or purpose of the invention
· The preamble helps the PTO determine what art class the invention belongs in
· A major question is if the preamble limits the claim scope
· In general, a preamble limits the invention if it recites essential structure or steps, or if it is necessary to give life, meaning and vitality to the claim
· A preamble is not limiting where a patentee defines a structurally complete invention in the claim body and uses the preamble only to state a purpose or intended use for the invention
· Clear reliance on the preamble during prosecution to distinguish the claimed invention from the prior art transforms the preamble into a claim limitation because such reliance indicates use of the preamble to define, in part, the claimed invention
· Catalina v. Coolsavings.com: invention is for a kiosk that distributes coupons; Coolsavings distributed coupons over the Internet and was sued for infringement; language in the preamble said terminals would be “located at pre-designated sites such as consumer stores”; Coolsavings claimed that the preamble limited the patent’s scope and its web-based system did not infringe; court finds that preamble did not limit scope of invention; applicant didn’t rely on the preamble to define the invention; applicants did not rely on the preamble during prosecution
3. Transition

· Transition phrase falls between the preamble and various defining elements in the body of the claim
· The use of the term “comprising” captures any product or process that contains each and every element described in the body of the claim
· Example: a claim says “comprises element A, element B, and element C”; a product or process with elements A+B+C+D would be encompassed by the claim
· The use of the term “consisting of” means that infringement can occur only when the accused technology has exactly the same elements recited in the claim – no more, no less
· The use of the term “consisting essentially of” means that if the claim states elements A, B, and C, then A+B+C+D is within the scope of the claim if D would not materially change the composition
4. Body

· Dependant claims import all of the limitations from the independent claim as well as the new limitations added in the claim itself
· Product-by-process claims specify a product defined only by several process steps
· Although a product-by-process claim sets forth only one way of making the product, it might be construed to cover all ways of making that same product
· Product-by-process claims have the form “The product derived by: …”
· Scripps Clinic v. Genentech: Scripps patented a process that separated Factor VIII C from blood plasma; patent had product-by-process claims; Genentech was making Factor VIII C another way and was sued by Scripps; Fed. Cir. ruled for Scripps, saying that the product-by-process claim covered all ways of making the product
· Atlantic Thermoplastics v. Faytex: Atlantic had patent with product-by-process claims for innersoles; Faytex made the innersoles using a different method and was sued; court found that the product-by-process claim can only be infringed by a product made through a substantially identical process; it ruled for Faytex
· It seems that the Scripps case and Atlantic case contradicted each other, but Fed. Cir. has no remedied the situation
· § 112 ¶ 6 allows applicants to claim an invention as a means for performing a function; this is commonly known as a means-plus-function claim
· The coverage of the claim language is confined to the corresponding structure, material, or acts described in the specification and equivalents thereof
· In re Donaldson Co.: invention was for industrial air filter; patent used means-plus-function claim and structure described in the spec. was a flexible wall; the flexible wall distinguished it from a prior art patent; court overturns PTO rejection because PTO failed to look at the spec. for limitation on the means-plus-function claim
· A problem can be determining the equivalent of a structure is under the language of § 112 ¶ 6
· Equivalence under § 112 ¶ 6 is a question of fact
· Al-Site v. VSI International: invention was for tag to attach to glasses that allowed users to try on glasses; claim language is a “fastening means”; in the spec., the structure is described as a button or rivet; accused infringing device uses glue; question is if glue is an equivalent to a button or rivet; jury decides they are equivalents and Fed. Cir. affirms
· Equivalency according to § 112 ¶ 6 is different than doctrine of equivalents
· If the equivalent was in existence at the time of patent issuance, it will only be an equivalent under § 112 ¶ 6
· An equivalent under the doctrine of equivalents may arise after the patent issuance and before the time of infringement
· If the word “means” appears in a claim element in combination with a function, it is presumed to be a means-plus-function claim to which § 112 ¶ 6 applies
· The presumption that § 112 ¶ 6 applies can be overcome if the claim itself recites sufficient structure or material for performing the claimed function
· Just because a claim does not have the term “means” in it does not mean it cannot be a means-plus-function claim
· Without an identified function, the term “means” in the claim cannot invoke § 112 ¶ 6
· § 112 ¶ 2 requires that a claim be definite
· The claim must give a clear definition of the scope of the invention when construed in light of the entire patent document
· A decision on whether a claim is invalid under § 112 ¶ 2 requires a determination of whether those skilled in the art would understand what is claimed when the claim is read in light of the specification
· Orthokinetics v. Safety Travel Chairs: invention was for car safety chair; claim said that front leg portion of the chair is so dimensioned as to be insertable though the space in the doorframe of the car; court finds the claim definite because it holds that those of ordinary skill in the art could realize that the dimensions of the doorframe could be easily obtained by measurement of the car
· Claim definiteness is rarely a problem
B. Prosecution

1. Continuing applications


· Prosecution is the administrative process for obtaining a patent
· A provisional application is a simplified application used to secure a filing date
· The applicant has a year to supplement the provisional application to make it a full application
· In general, a continuing application is one filed during the pendancy of another application which contains at least part of the disclosure of the other application and names at least one inventor in common with that application
· Continuing applications can have 3 forms:
1) Continuation application: application claims the same invention claimed in an earlier application, although there may be some variation in the scope of the subject matter claimed

2) Divisional application: application that is carved out of an earlier application which disclosed and claimed more than one independent invention, the result being that the divisional application claims only one or more, but not all, of the independent inventions of the earlier application

3) Continuation-in-part application: application containing a portion or all of the disclosure of an earlier application together with added matter not present in that earlier application

· The matter in continuing applications that originate from the earlier application receives the filing date of the earlier application

2. Inventorship

· Ehticon v. US Surgical: Yoon is inventor for trocars patent, but Choi claims to be a co-inventor; Choi presents his sketches showing that he contributed to invention; Choi had skill in electronics that Yoon did not have; Choi is found to be a co-inventor on 2 of the 55 patent claims, yet he is given the power to license the whole patent

· Because conception is the touchstone of inventorship, each joint inventor must generally contribute to the conception of the invention

· It is not enough for the potential inventor to claim that he contributed to the conception; corroborating evidence is needed

· Joint inventors both get power to license the patent, no matter how much they individually contributed

3. Inequitable Conduct

· There is a duty to disclose to the PTO all information known to the applicant that is material to patentability; the duty to disclose information exists with respect to each pending claim until the claim is canceled or withdrawn from consideration, or the application becomes abandoned

· Inequitable conduct resides in the failure to disclose material information, or submission of false material information, with an intent to deceive

· Materiality and intent, the two elements of inequitable conduct, must be proven by clear and convincing evidence

· Kingsdown Medical v. Hollister: claim is rejected; it is amended, but by accident the applicant later includes the unamended claim in an application; this slips by both the applicant and examiner, and the patent issues; question is if there was an intent to deceive; court rules that gross negligence without culpability is not enough for intent requirement of inequitable conduct

· Molins v. Textron: if you find a material reference and you are the applicant, you can fix your situation by immediately notifying the PTO of the reference; Molins loses because they knew of the material reference and never disclosed it

C. Post-Grant Procedures

· Post grant procedures allow the PTO to fix any errors after the patent has issued
· A certificate of correction allows the PTO to fix any minor typographical error in the patent
· Reissue allows applicants to correct more significant errors affecting the validity and enforceability of an issued patent
· The required error for reissue has two parts: (1) error in the patent, and (2) error in conduct
· The reissue oath filed by the patentee, must provide in part that:
1) The applicant believed the original patent to be wholly or partly inoperative or invalid by reason of a defective specification or drawing, or by reason of the patentee claiming more or less than the patentee had the right to claim in the patent, stating at lease one error being relied upon as the basis for reissue; and

2) All errors being corrected in the reissue application up to the time of filing of the oath or declaration under this paragraph arose without any deceptive intention on the part of the applicant

· The term error encompasses inadvertence, accident or mistake
· HP v. Bausch & Lomb: patentee failed to claim as much as they could have; they attempted to add the dependent claims through reissue; question is if leaving out the narrower claims was an error; court does not find error here to allow the reissue
· There is a 2 year statute of limitations for seeking a reissue that enlarges the scope of the claims
· The recapture rule prevents a patentee from acquiring through reissue claims of the same or broader scope that those canceled from the original application; patentee cannot use reissue to recapture subject matter abandoned in prior examination
· A reexamination allows applicants or 3rd parties to request that the PTO reconsider the validity of a patent
IV. Infringement

A. Literal Infringement

· For literal infringement, each limitation of the claim must be met by the accused device exactly; any deviation from the claim precludes a finding of literal infringement

· When there is an infringement suit, the court must first determine the meanings of the claims (claim interpretation)
· Markman v. Westview Instruments: patent involves system to keep track of clothes at dry cleaners; question is the meaning of the term “inventory” in the claims; Fed. Cir. declares that the meaning of the claims is something for the judge, not the jury, to decide
· Meaning of the claims is the meaning at the time of invention
· Claim meaning is not really a clear-cut question of law, but both Fed. Cir. and the Sup. Ct. thought that judges were better off determining claim meaning
· Courts now hold “Markman hearings” to determine the meaning of the claims; many cases can be settled after these hearing because the meaning of the claims will determine the outcome of the infringement suit
· Vitronics v. Conceptronic: courts should not rely on extrinsic evidence in claim construction to contradict the meaning of claims discernible from thoughtful examination of the claims, the written description, and the prosecution history – the intrinsic evidence
· Extrinsic evidence, mainly expert witnesses, can be used in Markman hearings, but should not be heavily relied upon
· In Pitney Bowes v. HP, a two judge concurrence said that expert testimony may be useful to:
1) Supply a proper technological context to understand the claims

2) Explain the meaning of claim terms as understood by one of skill in the art

3) Help the trial court understand the patent process itself

· There is no formula to claim construction; the process requires determining the context and usage of the term to one of skill in the art at the time of invention

· CCS Fitness v. Brunswick: invention dealt with exercise equipment; question was if “reciprocating members” meant straight or curved bars; the spec. contained a picture of a straight bar, but the claims did not limit the bar to straight or curved shape; ct. says that limitation from spec. should not be read into claim construction because plain meaning of “member” encompasses both straight and curved shape

· CCS shows that a limitation from a drawing in the spec. does not trump the meaning of the claim term

B. Doctrine of Equivalents

· The doctrine of equivalents (DOE) allows for infringement when the accused device is outside of the exact language of the claims
· Under DOE, a product or process that does not literally infringe upon the express terms of a patent claim may nonetheless be found to infringe if there is “equivalence” between the elements of the accused produce or process and the claimed elements of the patented invention
· The determination of equivalence should be applied as an objective inquiry on an element-by-element basis
· Language imprecision is a reason for having the DOE
· We don’t want people to be able to add insignificant variations to avoid infringement
· We want to protect the inventor against after-arising technology
· Warner-Jenkinson v. Hilton Davis: issue was if there should be an equitable trigger for DOE; Sup. Ct. ruled there should not be an equitable trigger; plaintiff does not have to show willful infringement to be able to bring a claim under DOE
· The jury decides equivalence because it is a factual determination
· The Function-Way-Result (FWR) test looks to the function that the invention performs, the way it performs, and the result to see if the accused device is an equivalent
· The FWR test can help, but is not controlling
C. Limits on the Doctrine of Equivalents

· There are three legal tenets that restrain the reach of non-textual infringement
· These limits are the “all elements” rule, prosecution history estoppel, and the scope of prior art for an invention
1. The “All Elements” Rule

· The all elements rule says that the doctrine of equivalents can only apply to an accused product or process that contains each limitation of a claim, either literally or equivalently
· Each element of a claim is material and essential, and that in order for a court to find infringement, the plaintiff must show the presence of every element or its substantial equivalent in the accused device
· Corning Glass v. Sumitomo: patent involves fiber optic technology; the patented invention positively doped the core of the fiber; the accused product negatively doped the cladding, thereby achieving the same result; claim of patented invention was “adding dopent to the core to change refractive index”; court finds that the limitation in that claim was adding dopent to change the refractive index, so the accused product met that limitation and infringed under DOE
· Corning came out the way it did partly because the patented invention was a pioneering invention, with broad claims and little prior art; if the invention was no so important, the court probably wouldn’t have defined the limitation as broadly as they did
2. Prosecution History Estoppel

· During prosecution, the patentee surrenders scope by narrowing the patent scope by amendment or argument
· Prosecution history estoppel estops the patentee from later arguing that the subject matter covered by the original, broader claim was nothing more than an equivalent
· This prevents the patentee from getting coverage over subject matter through DOE that he could not get during prosecution
· Festo v. Shoketsu: question is if prosecution history estoppel should be a complete bar to DOE; court decided that when you amend, it is presumed that you give up your DOE arguments; patentee must show that at the time of the amendment one skilled in the art could not reasonably be expected to have drafted a claim that would have literally encompassed the alleged equivalent to be able to use DOE
· The Sup. Ct. in Festo ruled that there are 3 exceptions to the presumption that will operate to avoid a complete bar:
1) Unforeseeable equivalents for which the applicant could not have fashioned literal claim coverage

2) Amendments with only tangential relations to the equivalent in question
3) Some other reason frustrating accurate description in claims
· If the patentee can fit into one of the 3 exceptions, the complete bar to DOE won’t apply
· Johnson & Johnston v. RE Service: patent covered printer circuit board with aluminum backing; spec. mentioned that steel could also be used, but steel is not claimed; accused infringer uses steel backing; question was if patentee could use DOE to cover unclaimed subject matter disclosed in the spec.; court rules that Johnston abandoned the subject matter it mentioned the steel in the spec. yet failed to claim the steel 
· Rader wrote a concurrence in Johnston, arguing that foreseeability bars Johnston from recapturing as an equivalent subject matter not claimed but disclosed
· Rader said that as between the patentee who had a clear opportunity to negotiate broader claims but did not do so, and the public at large, it is the patentee who must bear the cost of its failure to seek protection for this foreseeable alteration of its claimed structure
· Majority in Johnston could not use foreseeability argument because Festo was pending and Fed. Cir. had to defend the complete bar
3. Scope of Prior Art

· A range of equivalents may not embrace inventions already disclosed by prior art
· The court will look to see that if a hypothetical claim broad enough to literally cover the accused product could have been patentable over the prior art
· If not, then the patentee cannot use DOE because a device that is obvious in light of the prior art is not within the range of equivalents protected by DOE
· Wilson Sporting Goods v. David Geoffrey: patent involves golf ball; Wilson sues Dunlop, and Dunlop claims that the prior art Uniroyal ball prevents Wilson from using DOE; Dunlop’s ball had a 13% intersection rate while Uniroyal’s ball had a 12% intersection rate; a hypothetical claim here would say “a golf ball with not more than 13% intersection”; that claim wouldn’t have been patentable in light of Uniroyal, so there is no infringement here
D. Experimental Use

· The experimental use defense says that actions performed for amusement, to satisfy idle curiosity, or for strictly philosophical inquiry are not infringement
· Use does not qualify for the experimental use defense when it is undertaken in the guise of scientific inquiry but has definite, cognizable, and not insubstantial commercial purposes
· Madey v. Duke University: Madey owned patents on laser; he is fired from Duke, but Duke continue to use his patented laser w/o his permission; Madey sues, but Duke claims experimental use; court rules that experimental use defense does not apply because Duke was using the laser to further the institution’s legitimate business objectives
· In Madey, Duke’s use of the laser was not deemed experimental use because the use increased the status of the institution, lure lucrative research grants, and attract students and faculty
· 35 U.S.C. § 271(e)(1) states that it is not infringement to make, use, or sell a patented invention solely for uses reasonably related to the development and submission of information under a Federal law which regulates the manufacture, use, or sale of drugs or veterinary biological products
· § 271(e)(1) permits pre-market approval activity with the FDA conducted for the sole purposes of sales after patent expiration
· Integra v. Merck: Integra holds patent for RGD peptide sequence; Merck finds new use for RGD and Integra sues when Merck uses RGD for research; Merck attempts to use § 271(e)(1) as a defense; Merck was using the drug to search for new drugs; ct. rules that Merck can’t use § 271(e)(1) because it is too early in the process to say that Merck is using the drug for uses reasonably related to development and submission of info. to the FDA
· § 271(e)(1) doesn’t embrace all experimental activity that at some point, however attenuated, may lead to an FDA approval process
· The question under § 271(e)(1) is how far down the research chain the “reasonably related to the development and submission” language can go
E. Indirect Infringement

· § 271(b) provides for inducement of infringement; it says “Whoever actively induces infringement of a patent shall be liable as an infringer”
· § 271(c) provides the standard for contributory infringement
· § 271(b) addresses the situations where the technology has multiple uses, only one of which infringes
· Under both (b) & (c), the actions must culminate in direct infringement
· An example is a seller who sells a pesticide with instructions on how to use it in a way that infringes a patented process; the seller actively induces the buyers to infringe
· § 271(c) addresses situations where only a single substantial non-infringing use exists
· The requirements of § 271(b) are:
· Knowing inducement
· Culminating in direct infringement within the patent term
· The intent  required is intent to cause the acts which constitute infringement
· HP v. Bauch & Lomb: HP invents a way to hold paper firmly for an X-Y plotter; B&L was selling printers with patented paper-holding technology; B&L sold their printer division to Ametek; ct. ruled that B&L was not liable for active inducement because it didn’t have the required intent; B&L was trying to sell to the highest bidder and Ametek had multiple businesses so the court said that B&L didn’t have the intent to cause the acts which constitute infringement
· § 271(b) & (c) overlap and are usually both argued when indirect infringement is an issue
· The right to repair says that a purchaser of patented goods obtains an implied license to repair a patented good; thus, those who sell replacement parts to the patentee’s customers cannot be held to have committed contributory infringement
· Repair is allowed, but reconstruction is not
· Impermissible reconstruction occurs when there is a true reconstruction of the entity as to in fact make a new article after the entity, viewed as a whole, has become spent
· Jazz Photo v. US ITC: Fuji holds patents for single use camera; alleged infringer takes used cameras and refurbishes the cameras to be useful again; ct. concludes that the refurbishing is permissible repair and not reconstruction, so there is no indirect infringement
· The court in Jazz Photo ruled that it was permissible repair because the refurbishing process simply reuses the original components, such that there is no issue of replacing parts that were separately patented
· If the claimed component is not replaced, but simply reused, this component is neither repaired nor reconstructed
· Ct. says that the unrestricted US sale of patented articles, by or with the authority of the patentee, “exhausts” the patentee’s right to control further sale and use of the article
· The Fed. Cir. has usually found repair instead of reconstruction; an example of reconstruction is Sandivk v. EJ Co., where the defendant was retipping Sandvik’s patented drills
V. Misc.

A. Equitable Defenses

1. Laches & Estoppel

· Laches and estoppel are both defenses to infringement
· Laches has 2 elements:
1) The patentee unreasonably and inexcusably delays in bringing suit

2) The alleged infringer suffered material prejudice attributable to the delay
· The period of delay is measured from the time the plaintiff knew or reasonably should have known of the defendant’s alleged infringing activities to the date of suit; the period cannot begin prior to the issuance of the plaintiff’s patent
· Prejudice can be evidentiary or economic
· The patentee can defeat a defense of laches by offering a valid justification for the delay, such as:
· Other litigation
· Negotiations with the accused
· Possibly poverty and illness under limited circumstances
· Wartime conditions
· Extent of infringement
· Dispute over the ownership of the patent
· A patentee can also defeat a laches defense if the infringer has engaged in particularly egregious conduct which would change the equities significantly in the plaintiff’s favor; an example of this is conscious copying on the defendant’s part
· A laches defense bars relief on a patentee’s claim only with respect to damages accrued prior to the suit
· A presumption of laches arises when a patentee delays for 6 years or more
· The presumption has the effect of shifting the burden of going forward with evidence, not the burden of persuasion
· Estoppel has 3 elements:
1) The patentee, through misleading conduct, leads the alleged infringer to reasonably infer that the patentee doesn’t intend to enforce its patent against the alleged infringer

2) The alleged infringer relies on that conduct
3) Due to its reliance, the alleged infringer will be materially prejudiced if the patentee is allowed to proceed with its claim
· The patentee’s conduct must have supported an inference that the patentee did not intend to press an infringement claim against the alleged infringer
· Silence alone will not create estoppel unless the patentee had a clear duty to speak
· A.C. Aukerman v. R.L. Chaides: Aukerman owns patent on highway barrier; it sends Chaides a “cease & desist” letter in 1979 and then sues in 1988; Chaides asserts both estoppel and laches; Fed. Cir. reverses sum. judg. finding laches because the district ct. failed to weigh all of the factors that go along with the defense; Fed. Cir. reveres sum. judg. finding estoppel, saying the elements in this case were in genuine dispute
· Aukerman was generally seen as weakening the effectiveness of the laches defense in patent litigation, particularly when employed in a summary judgment motion
2. Shop Rights

· Shop rights are the rights of an employer to an invention an employee makes in the scope of his employment
· McElmurry v. Ark. Power & Light: Bowman is hired by AP&L as a consultant; he develops a filtration invention and patents it; AP&L used Bowman’s invention for many years before it was sued; ct. rules that AP&L had shop rights and they did not infringe; Bowman developed the invention during the scope of his employment; he never asserted that AP&L was precluded from using the invention without his permission or that AP&L was required to pay for use of the invention
· The shop rights created an implied license for AP&L to use the invention
3. First Inventor Defense

· The first inventor defense was created in 1999 and codified in 35 U.S.C. § 273
· It creates an infringement defense for an earlier inventor of a method of doing or conducting business that was later patented by another
· The defendant must have reduced the infringing subject matter to practice one year before the effective filing date of the patent and made commercial use of that subject matter in the US before the effective filing date
· Any reduction to practice or use must have been made in good faith, without derivation from the patentee or persons in privity with the patentee
· Many inventors had maintained their business methods as trade secrets because business method patents were not approved by the Fed. Cir. until the State Street Bank case
· Because trade secrets did not constitute prior art against the patent applications of others, a subsequent inventor would be able to obtain patent protection, but the first inventor would not
· The defense reconciles this problem by saying that the first inventor will not be liable for infringement if he meets the requirements
B. Remedies

1. Preliminary Injunctions

· An applicant for a preliminary injunction against patent infringement must show:
1) A reasonable probability of eventual success in the litigation; and

2) The movant will be irreparably injured pendente lite if relief is not granted
· The district court should also take into account:
1) The possibility of harm to other interested persons from the grant or denial of the injunction

2) The public interest
· A prior adjudication upholding patent validity after a fully litigated trial, including similar issues of fact and law, contributes strong support to the grant of a preliminary injunction
· In matters involving patent rights, irreparable harm is presumed when a clear showing has been made of patent validity and infringement
· A preliminary injunction is a drastic and extraordinary remedy not to be routinely granted
· One who elects to build a business on a product found to infringe cannot be heard to complain if an injunction against continuing infringement destroys the business so elected
· A permanent injunction following a finding of infringement is not automatic, but lies within the discretion of the trial court
2. Damages

· There are four different types of damages available to a patentee:
1) Lost profits

2) Reasonable royalty
3) Price erosion
4) Entire market value rule
· To determine a reasonable royalty, the court will look at other licenses in the field to see what is customary and reasonable
· Price erosion is the eroded value that the infringer caused by being in the market; the infringer’s entrance into the market depressed the patentee’s price
· To obtain damages for lost profits, a patentee must prove:
1) Demand for the patented product

2) Absence of acceptable non-infringing substitutes
3) His manufacturing and marketing capability to exploit the demand; and
4) The amount of profit he would have made
· The test for lost profits is called the “DAMP” test for Damages, Absence, Manufacturing, Profit
· If a patentee cannot prove lost profits, he is entitled to a reasonable royalty
· DAMP test doesn’t work well when there are a lot of competitors in the market for the specific product
· For availability factor, a known but unused substitute should be factored in if there is no manpower and effort needed to switch to the substitute
· The CCPA stated that the entire market value rule allows damages for component parts used with a patented apparatus to be recovered if the patented apparatus was of such paramount importance that it substantially created the value of the paramount parts
· The Fed. Cir. has stated that the entire market value rule permits recovery of damages based on the value of a patentee’s entire apparatus containing several features when the patent-related feature is the basis for customer demand (see Rite-Hite v. Kelley)
· Rite-Hite also says that recovery for lost sales of a device not covered by the patent in suit is allowed
· Bic Leisure Products v. Windsurfing International: a patent owner may satisfy the second element in the DAMP test by substituting proof of its market share for proof of the absence of acceptable substitutes; this market share allows a patentee to recover lost profits despite the presence of acceptable, non-infringing substitutes
3. Enhanced Damages & Attorney Fees

·  § 284 says that the court may increase the damages up to three times the amount found or assessed
· Damages can be increased on a finding of willful infringement
· The increase in damages is at the discretion of the trial court
· A finding of willful infringement does not mandate an increase in damages
· Factors that courts consider when deciding whether to increase damages are:
· Whether the infringer deliberately copied ideas
· When the infringer, when he knew of the other’s patent protection, investigated the scope of the patent and formed a good faith belief that it was invalid or not infringed
· In infringer’s behavior as a party to the litigation
· The defendant’s size and financial condition
· The closeness of the case
· The duration of the defendant’s misconduct
· Remedial action by the defendant
· Defendant’s motivation for harm
· Whether defendant attempted to conceal its misconduct
· A party may request attorney fees under § 285
· The Fed. Cir. has said that the trial judge must undertake a two-step inquiry to determine if attorney fees should be awarded:
1) He must determine if whether there is clear and convincing evidence that the case is “exceptional”, and

2) Whether an award of attorney fees to the prevailing party is warranted
· Bad faith litigation, willful infringement or inequitable conduct are among the circumstances which may make a case exceptional
C. Licensing & Misuse

· Patent misuse is a defense to infringement; the doctrine has antitrust underpinnings
· A violation of the antitrust laws by the patentee may constitute a defense to a suit for infringement under the equitable doctrine of patent misuse, at lease until adverse effects of the misuse are purged by the patentee
· The development of the doctrine began in cases where the patent owner brought a suit for contributory infringement against a manufacturer who was selling unpatented supplies, used by licensees of patented machines un violation of their license; the manufacturer defended on the ground that the patent owner was trying to monopolize an unpatented product
· Morton Salt v. Suppiger: patentee had patent on machine that deposits salt in canned products; it also sells salt tablets configured for the machine; it licensed the machine under the condition that the licensees would only use its salt tablets; it sues another company that sells salt tablets for use in its machine as well as other machines; court determined that the patentee was using its patent monopoly to restrain competition (and to extend the monopoly) in the marketing of unpatented articles
· A patentee should not tie sales in an anticompetitive manner, at least where it reaches a dimension of antitrust
· The party asserting misuse need not be harmed by the misuse
· Dawson Chemical v. Rohm & Haas: R&H has patent on use of herbicide; Dawson sells the herbicide and is sued; Dawson claims patent misuse; the herbicide is a non-staple good because it has no non-infringing uses; court rules that there is no misuse if the non-patented article is a non-staple product
· Mallinckrodt v. Medipart: plaintiff sold patented device that detects cancer; the product had a “Single Use Only” sign on it; Medipart is refurbishing the device to be used again; Medipart is sued and claims patent misuse; court determines this is not misuse but an allowable licensing restriction; this licensing restriction was not anticompetitive; because this was a conditioned sale, the patentee could control the use of the product once it had sold it
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