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THE PRIVILEGE TO COMPETE & ITS LIMITS
A. UNFAIR COMPETITION

a. Competition that is too rigorous and the companies may use extreme or harsh methods. 
b. Tuttle v. Buck - When a man starts an opposition place of business, not for the sake of profit to himself, but regardless of loss to himself, and for the sole purpose of driving his competitor out of business, and with the intention of himself retiring upon the accomplishment of his malevolent purpose, he is guilty of a wanton wrong and an actionable tort.
c. RS §1 General Principles – One who causes harm to the commercial relations of another by engaging in a business or trade is NOT subject to liability to the other for such harm unless: 
i. (a) the harm results from acts or practices of the actor actionable by the other under the rules of this RS relating to:

1. deceptive marketing, as specified in Chap. 2;

2. infringement of trademarks and other indicia of identification, as specified in Chap. 3;

3. appropriation of intangible trade values including trade secrets and the right of publicity, as specified in Chap. 4;

or from other acts or practices of the actor determined to be actionable as an unfair method of competition, taking into account the nature of the conduct and its likely effect on both the person seeking relief and the public; or

ii. (b) the acts or practices of the actor are actionable by the other under federal or state statutes, international agreements, or general principles of common law apart from those considered in this RS.

B. INTERFERENCE WITH CONTRACTUAL RELATIONSHIPS
a. §766 Intentional Interference with Performance of Contract by Third Person – One who intentionally and improperly interferes with the performance of a contract (except a contract to marry) between another and a third person by inducing or otherwise causing the third person not to perform the contract, is subject to liability to the other for the pecuniary loss resulting to the other from the failure of the third person to perform the contract.

i. Inducer would cause the promisor to breach his existing contract.

b. §766A Intentional Interference with Another’s Performance of His Own Contract– One who intentionally and improperly interferes with the performance of a contract (except a contract to marry) between another and a third person, by preventing the other from performing the contract or causing his performance to be more expensive or burdensome, is subject to liability to the other for the pecuniary loss resulting to him.

i. Inducer would makes the promisee’s performance difficult or impossible (breach not needed). 

c. §766B Perspective Contracts - Where there is no existing contract but merely the reasonable expectancy of a contract, the public interest in effective competition looms larger and is not counterbalanced by the need for stability of contract.  

i. Inducer discourages a third person from becoming a promisor (entering into a contract in the first place).

ii. If a party resorts to intrinsically wrongful conduct of a fraudulent or coercive nature, such as bribery, to prevent a party from forming a contract, the conduct will be actionable.

d. §766C Negligence - One is not liable to another for pecuniary harm not deriving from physical harm to the other, if that harm results from the actor’s negligently:

i. causing a third person not to perform a contract with the other, or interfering with the other’s performance of his contract; 

ii. making the performance more expensive or burdensome, or interfering with the other’s acquiring a contractual relation with a third person.

e. §767 Improper Interference – Factors that should be considered in determining whether an interference has been proper or not.

i. the nature of the actor’s conduct,

ii. the actor’s motive, 

iii. the interests of the other with which the actor’s conduct interferes,

iv. the interests sought to be advanced by the actor,

v. conduct interferes,

vi. the proximity or remoteness of the contractual interests of the other, and 

vii. the relations between the parties.

viii. Comment j – recognized standards of business ethics and business customs and practices are pertinent, and consideration is given to concepts of fair play and whether the defendant’s interference is not sanctioned by the rules of the game.  

ix. A competitor may be liable for inducing breach of an existing contract even though the means used may primarily be persuasion by offering a better economic bargain with knowledge of the existing contract.  

f. Price v. Sorrell - An action for tortious interference with a contract requires an actual breach, failure to perform or termination of the contract (will not adopt §766A which requires, not a breach or non-performance, but only that performance became more expensive and burdensome).

g. Doliner v. Brown - A competitor may interfere with another’s contractual expectancy by picking the deal off for himself, if, in advancing his own interest, he refrains from employing wrongful means.

ACQURING TRADEMARK RIGHTS
A. DUAL SYSTEM OF TRADEMARK

a. State Law – 
i. A merchant might OBTAIN trademark rights under state law (state common law or state statute).
· The first to use the mark owns it (priority of use).

b. Lanham Act – 

i. A merchant might REGISTER for a trademark under the Trademark Act of 1946 (LA), which provides for protection of trademarks under Federal law. 

ii. LA provides for a system of trademark registration (NOT mandatory).

iii. LA created a federal protection against:

1. Infringement of registered trademarks

2. False designation of the origin of goods 

c. Jurisdiction

i. The owner of an unregistered mark, who has ONLY state common law rights, may gain access to federal court for protection of the mark in 3 different ways:
1. Bring a suit under §43(a) of the Lanham Act, which forbids use of a false designation of origin.
2. Assert a federal questions along with state claim
3. Diversity
ii. ANY trademark owner may sue in state court under state statutory or common law or under the Lanham Act that.  There is concurrent state and federal jurisdiction in federal trademark cases.

B. OBTAINING AND PROTECTING TRADEMARKS AT COMMON LAW

d. Types of Marks:

i. RS § 9 Trademark and Service Mark – A trademark is a word, name, symbol, device, or other designation, or combination, that is distinctive of a person’s goods or services and that is used in a manner that identifies those goods or services and distinguishes them from the goods or services of others.  
1. Service mark is a trademark that is used in connection with services.
ii. RS § 10 Collective Mark – A collective mark is a word, etc., that is distinctive of a cooperative, association, organization, or other collective group and that is used by members of the collective group in a manner that:
1. identifies the goods or services of members and distinguishes them from the goods or services of nonmembers; or
2. indicates membership in the collective group.
iii. RS § 11 Certification Mark – A certification mark is a word etc., that is distinctive of goods or services certified by a person but produced and marketed by others and that is used by the others in a manner that certifies regional origin, composition, quality, method of manufacture, or other characteristics of the goods or services.

iv. RS § 12 Trade Name – A trade name is a word etc., that is distinctive of a person’s business or other enterprise and that is used in a manner that identifies that business or enterprise and distinguishes it from the businesses or enterprise of others.

e. RS §18 Acquisition of Rights – Rights can be acquired in a designation:

i. ONLY when the designation has been actually USED as a trademark, trade name, collective mark, or certification, OR 

ii. When an applicable statutory provision recognizes a protectable interest in the designation prior actual use.  

1. A designation is USED as a trademark when:

a. the designation is displayed or otherwise made known to prospective purchasers

b. in the ordinary course of business

c. in a manner that associates the designation with the goods, services, or business of the user. 

f. RS §19 Priority of Rights – One who has used a designation as a trademark…under the rule stated in §18 has priority in the use of the designation over another user:

i. in any geographic area in which the actor has used the designation in good faith OR in which the designation has become associated with the actor as a result of good faith use BEFORE the designation is used in good faith by, or become associated with, the other; and

ii. in any additional geographic area in which the actor has priority over the other under an applicable statutory provision.

g. Use in Trade – 
i. MUST be a bona fide use in trade that comes to the attention of the public.

ii. Must win the race to the market place to establish the exclusive right to a mark.

1. Blue Bell v. Farah – The ct held that F’s shipment of marked good to regional sales mgrs was merely an internal trans. insufficiently public to secure trademark ownership.   The ct also rejected B’s attempt to affix the new trademark on an older product (the new product had not been mfg), without removing the older trademark and shipping them in commerce.  Ownership of a mark requires a combination of appropriation and use in trade.  Neither conception nor advertising ALONE establishes trademark rights at common law (state).

a. It is permissible for a single product to have multiple trademarks, but must be for the same goods.
h. Abandonment – if you abandon the mark, you give up the right to trademark it.  
i. Registration - Registration allows for slight sales plus notice in the register to substitute for substantial sales without notice (Zazu Designs v. L’oreal).
B. OBTAINING TRADEMARK RIGHTS (LANHAM ACT)

a. The Lanham Act (LA) Registration

i. In order to register under the federal statute you have to own it and in order to own it you have to use it.  
ii. The Act says that you own the mark if you use it in the way indicated in the statute and by case law.
iii. Only registered users can use the ® symbol on its products.  
b. Trade identifying Symbols:

i. Trademark – a name, symbol, word, or device that identifies goods and distinguishes them from those sold by others.
ii. Service mark – a mark for services ex. HILTON for hotels.
iii. Certification mark – owned by a party who allows others to use it to certify regional or other origin, material, mode of manufacture, quality, accuracy, or other characteristics of the user’s goods or services, or that the work or labor for a good or service was done by a union ex. Washington Apples.
iv. Collective marks – used by the members of a cooperative, an association, or other collective group or organizations.
c. Display of the Mark - the legally significant use giving rise to rights in a mark for goods is derived from the placing of the mark:

i.  In some manner on the goods either directly or on their containers or packaging.  

ii. A service mark, on the other hand, entails use in conjunction with the offering and providing of a service.

d. Trademark Applications

i. §1(a) Use based Application - To obtain trademark rights a firm must file an application with the PTO, pay a fee and undergo an examination process before that registration will be granted.
1. Must register that you have used the mark in commerce.
2. Must also provide specimens of use ex. labels, empty cans or photographs showing how they have made use of the mark.
3. Must indicate the goods you plan to use the trademark on.  CANNOT claim right to the word for a particular type of product in a particular classification.
4. It is then assigned to a trademark examining attorneys who will attempt to determine:
a. that you have made appropriate use of the mark, and
b. that the mark is one that is not prohibited for use as a trademark (§2).
5. Opposition - a party that has a problem with your application can file an opposition to the TTAB.

6. Time - the registration will last for 10 years and can be renewed as many times as needed, but you must swear that the mark is still being used.

ii. §1(b) Intent to Use (ITU) Application - A second basis for a federal trademark application.  

1. Permits a pre-use application by any person who has a bona fide intention to use a trademark in commerce.  

2. When you fill out the application you swear that you have a bona fide intention to use the mark and will begin use in the next 6 months.
3. If the PTP determines that the ITU application is in order it will issue a notice of allowance.  

4. The applicant will then have six months in which to begin using the mark in actual sales and in which to file a verified statement of use in commerce (may be extended, not more than 24 mos.).  

5. Once proper use is made you have to file a statement of use, then trademark protection will be issued and dates back to the time of filing the ITU application §2(c).

iii. Use v. Intent – 
1. Under the use-based system, the applicant uses first, and then seeks registration.  

2. Under the ITU system, the applicant seeks registration first and then uses.  

3. NO registration will issue until the mark has ultimately been used.  Use remains a prerequisite to federal registration.

iv. ONLY applies to US applicants.


v. Amendments - You can file an amendment to allege use and can convert from an ITU to a use based application.
e. Post-registration Administration

i. Any party may be able to file a cancellation petition to allege that the mark should never have been registered to begin with.
ii. Within the first 5 years all marks are vulnerable to cancellation petitions, after that only a few grounds for cancellation are available (incontestable).
f. Principal Register – marks are registerable on the Principal Register if they distinguish an applicant’s goods and services.  Provides:

i. Constructive notice to those who might later adopt the mark;

ii. Prima facie evidence of the registrant’s exclusive right to use the mark in commerce;

iii. Right to ex parte seizure of goods bearing a counterfeit mark;

iv. Right to treble damages and attorney’s fees against the intentional user of a counterfeit mark, in the absence of extenuating circumstances;

v. The benefit of the deterrent effect of severe criminal penalties for the use of counterfeit marks;

vi. May have the Bureau of Customs exclude imports bearing infringing marks; and

vii. May apply to have the mark declared incontestable.

g. Qualification for Registration – (White v. Paramount)

i. Must be considered a good;

ii. Must be used in commerce.

1. The bona fide use of a mark in the ordinary course of trade, and NOT made merely to reserve a right in the mark.

2. A use will NOT qualify if it is comprise of sporadic, causal or nominal shipments of goods bearing a mark.

3. Must reflect a continual effort to create a viable business in the goods so marked.
h. Actual Use (ITU Application) – 
i. As long as the ITU applicant’s privilege has not expired, a court may not enjoin it from making the use necessary for registration on the grounds that another party has used the mark subsequent to the filing of the ITU application (Warnervision v. Empire).

ii. Absent other facts which adequately explain or outweigh the failure of an applicant to have any documents supportive of its claimed intent to use its mark in commerce, the absence of such documentary evidence on the part of an applicant regarding such intent is sufficient to prove that the applicant lacks a bona fide intention to use its mark in commerce as required by Section 1(b) (Commodore Electronics v. CBM Kabushiki Kaisha).

PROBLEM TRADEMARKS

A. DISTINCTIVENESS

a. To qualify for trademark protection a mark MUST be distinctive.
b. Validity TEST:

i. Inherent distinctiveness
ii. Distinctiveness through acquired secondary meaning
1. All about consumer perception and it exists when consumers have come to recognize the word as a trademark or brand name and NOT as a description of a class or type of product.
c. RS §13 Distinctiveness; Secondary- A word, name, symbol, device, or other designation, or a combination of such designations, is distinctive if:

i. the designation is “inherently distinctive,” in that, because of the nature of the designation and the context in which it is used, prospective purchasers are likely to perceive it as a designation that, in the case of a trademark, identifies goods or services produced or sponsored by a particular person, whether known or anonymous etc.; OR

ii. the designation, although not “inherently distinctive,” has become distinctive, in that, as a result of its use, prospective purchasers have come to perceive it as a designation that identifies goods, services, businesses, or members in the manner described in (a).  Such acquired distinctiveness is commonly referred to as “secondary meaning”.

d. Categories of Terms:

i. Fanciful marks – one or more made-up word (never existed in the English language) that is crafted for use in a trademark.  Communications no information about the product.  Ex. Kodak.
1. The MOST distinctive.

ii. Arbitrary marks- random selection that has nothing to do with the product or the traditional meaning of the word.  Ex. Babe Ruth (candybar), Wild Turkey (alcohol).

iii. Suggestive marks – The mark suggests or hints at what the product does or the connection from the product to its name.  Ex. Viagra (vigorous activity) or Nike (the Greek goddess of victory), Coppertone (used for tanning products). 

iv. Descriptive marks – describe the product or service.  Ex. Red Lobster, Steak Escape, Chapstick.

v. Generic marks – describe the product category and give the most information about the product. Ex. milk, bread, shirt, computer etc.

1. The LEAST distinctive.
B. GENERIC MARKS

a. Describes the product category and gives the most information about the product. Ex. milk, bread, shirt, computer etc.  
i. It is the generic term if the mark describes it with a fair degree of accuracy and it is the term by which the product is generally known by the public.  (Kellog v. National Biscuit).
b. The LEAST distinctive

c. Generic marks are NOT protected.

d. RS § 15 Generic Designations – 

i. A designation that is understood by prospective purchasers to denominate the general category, type, or class of the goods, services, or business with which it is used is a generic designation.  A user cannot acquire rights in a generic designation as a trademark, trade name, collective mark, or certification mark.

ii. If the prospective purchasers have come to perceive a trademark, trade name, collective mark, or certification mark primarily as a generic designation for the category, type, or class of the goods, services, or business with which it is used, the designation is NO longer eligible for protection as a trademark, trade name, collective mark, or certification mark.

e. Competitor Need: without the generic terms you cannot describe your product and thus cannot communicate with the public.  This handicaps the ability to compete.  

f. When is generic a problem?

i. At the time that the mark is adopted. 
ii. When new product categories are created for products not previously existing.
iii. When a product has lost its distinctiveness over time (ex. Xerox).  
g. Secondary Meaning - proof of a secondary meaning CANNOT transform a generic term into a subject for trademark (Abercrombie v. Hunting World).
h. Protecting descriptive terms from loss of distinctiveness: 
i. Add the term “brand” to packaging and advertising to protect a descriptive term; or 
ii. Create two terms one that you wish to keep (Shredded Wheat Brand Cereal) and one that you are willing to dedicate to the public (Shredded Wheat Brand Extruded Wheat Product); or 
iii. Police (monitor) the use of your mark generically at retail establishments, in the media, or in dictionaries.   
iv. Use the mark on a variety of products, which makes it difficult to use the mark to identify a specific generic type of product.  Ex. JELLO brand now produces more than just gelatin, such as pudding, pudding pops etc.
i. Genus-Species Distinction – 

i. A generic term is one that refers to, or has come to be understood as referring, to the genus of which the particular product is a species.  (Abercrombie v. Hunting World)
ii. Genus – refers to the class of products
iii. Species – refers to the trademark or brand.
iv. Example - Sprite and Coke are different products with a different genus, while Coke and Pepsi are the same genus but different species.
v. If a producer introduces a product that differs from an established product class in a particular characteristic, and uses a common descriptive term of that characteristic as the name of the product, then the product should be considered its own genus. 
vi. AJ Canfield v. Honickman – the question before the ct was whether chocolate fudge soda is a different genus from chocolate soda or simply a different species.  The ct found that although “chocolate fudge” is a separate genus, as applied to diet soda it is also generic.  The relevant product class is not diet chocolate sodas but diet sodas that taste like chocolate fudge.  .

j. Primary Significance TEST – 

i. P must show that the primary significance of the term in the minds of the consuming public is NOT the product but the producer.  

ii. The test is met even if the primary significance of a mark is not directly the producer but rather if the primary significance of the mark to consumers is to identify a product or service which emanates from a particular source, known or unknown for it still provides the assurance to the public that the product is of uniform quality and performance.  

k. TEST of Consumer Understanding – 

i. What do buyers understand by the word for whose use the parties are contending?  

ii. Consumers may have no reason to define it either as the name of a brand or as the name of a genus because the term functions most efficiently as both, such as shredded wheat. 

l. Doctrine of Foreign Equivalents - words that are generic in a foreign language are ineligible for trademark protection (Otokoyama v. Wine of Japan Import).
m. From Distinctive to Generic – Where “Windows” for Microsoft was challenged as having become a generic term for a particular type of software the ct considered:
i. Evidence of Validity:

1. Competitor’s use of the term;

a. Distinctiveness can be lost by failing to take action against infringers.  If there are numerous products in the marketplace bearing the mark, purchasers may learn to ignore the mark as a source of identification.
2. P’s use of the term;

a. Does P’s use indicate that it considered the mark to be generic at the time it began using the trademark.
3. Dictionary definitions;

a. Such evidence on its own is not determinative.
4. Media usage;

a. Ex. if the generic use of the term continues to appear in the press.
5. Testimony of persons in the trade and consumer surveys;

C. DESCRIPTIVE MARKS

a. Describe the product or service.  Ex. Red Lobster, Steak Escape, Chapstick.
i. ALWAYS require secondary meaning.
b. RS §14 Descriptive, Geographic, and Personal Name Designations – A designation that is likely to be perceived by prospective purchasers:
i. As merely descriptive of the nature, qualities, or other characteristics of the goods, services, or business with which it is used.
c. Competitor need is greater with generic terms than with descriptive terms because generic terms are absolutely necessary for other competitors to market their products, while it is possible that they can find an alternate to a descriptive term.

d. Laudatory (Congratulatory) Marks – 

i. Marks that are merely laudatory and descriptive of the alleged merit of a product are also regarded as being descriptive. 
ii. Laudation does not per se prevent a mark from being registrable.
iii. Boston Beer – held “The best Beet in America” is so highly laudatory and descriptive that it is incapable of acquiring distinctiveness as a trademark. 
iv. Competitor need - There is an assumption that self-laudatory terms used to describe products essentially mean nothing and all competitors should be free to use them.

e. Acquiring Secondary Meaning – (Echo Travel v. Travel Assoc.) evidence considered:
i. Direct Evidence

1. Direct consumer testimony
2. Consumer surveys
ii. Circumstantial Evidence

1. Exclusivity, length and manner of use
a. Exclusive ownership rights are NOT relevant to the inquiry into secondary meaning.

b. Evidence of third party use of a substantially similar mark to promote the same goods or services to the same consumer class weighs against a finding that the consumer class associates the mark with one source.

c. A short period of use does not preclude a party from demonstrating secondary meaning.

2. Amount and manner of advertising
a. Advertising evidence, standing alone as circumstantial evidence is insufficient.
3. Amount of sales and number of customers
4. Established place in the market
5. Proof of intentional copying
D. INCONTESTABLE MARKS

a. Park’n Fly v. Dollar Park and Fly
i. To be incontestable a mark must be in continuous use for 5 years after registration and the mark must have no adverse decisions to their claim of ownership or right to registration, and no proceedings involving such rights can be pending.
ii. Once this is shown under § 33(b) the registrant has an exclusive right to use the mark.
iii. Incontestability is NOT automatic, the registrant must file an affidavit within one year after the five year period.

iv. May be cancelled if: 
1. It has becomes generic, 
2. It has been abandoned, 
3. If it is being used to misrepresent the source of goods or services, or 
4. If it was obtained fraudulently (§14).
v. Before a mark become incontestable an opposing party may prove any legal or equitable defense which might have been asserted if the mark had not been registered.
vi. Mere descriptiveness is NOT recognized as a basis for challenging an incontestable mark.
E. SUGGESTIVE MARKS

a. Suggestive marks – The mark suggests or hints at what the product does or the connection from the product to its name.  Ex. Viagra (vigorous activity) or Nike (the Greek goddess of victory), Coppertone (used for tanning products).
b. TEST: 
i. How much imagination is required on the consumer’s part in trying to cull (gather) some indication from the mark about the qualities, characteristics, effect, purpose, or ingredients of the product or service; 
ii. Whether sellers of similar products are likely to use, or actually do use, the term in connection with their goods.
c. Security Center v. Natl Security Centers – held that the mark “Security Center” for a provider of storage of valuables in private vaults was merely descriptive and not suggestive.

F. PERSONAL AND GEOGRAPHIC DESIGNATIONS AS TRADEMARKS

a. RS §14 Descriptive, Geographic, and Personal Name Designations – A designation that is likely to be perceived by prospective purchasers as merely:
i. Geographically descriptive of their origin or location, or
ii. Personal name of a person connected with the goods, services, or business. 
b. § 2(f) - Both personal names and geographic terms may be trademarked if the acquire secondary meaning (NEVER inherently distinctive).

c. Personal Names

i. § 2(e)(4) – permits the PTO to deny registration to a mark that is primarily merely a surname.
ii. § 2(f) – provides that a surname mark may be registered if it has become distinctive of the goods. Note: 
iii. TEST: The primary significance of the mark as a whole to the purchasing public (does the public view it as primarily a surname?)
1. If it is both a normal English term and a surname, it will NOT be considered primarily merely a surname.
2. Under federal law, it does NOT matter if the proposed trademark is the name of anyone actually affiliated with the business in question.  According to the PTO, it is evidence of the surname significance of the term. 
3. Hutchinson Technology - the PTO refused to register “Hutchinson Technology” as a trademark on the grounds that it was a surname and that “technology” was merely descriptive of Hutchinson’s goods, disregarding the fact that it was located in Hutchinson, MN.  The ct held that the term “technology” used in connection with computer products does not mean that the term is descriptive of them.   
iv. Secondary Meaning Ineffective – marks that CANNOT be overcome by secondary meaning:
1. Consists or comprises matter which falsely suggests a connection with persons living or dead 2(a) – to give rise to a public assumption that there is some ownership.
2. A mark that consists or comprises a name, signature or picture of a specific living individual without his/her consent.  Cannot use the name of a dead president during the life of his widow without her consent 2(c).
v. Disclaimer – 

1. The director may require an applicant to disclaim (remove) a component of a mark to the registered.  

vi. Injunctions – 

1. Absolute injunction – cannot use mark at all.

2. Qualified injunction – includes disclaimers with:

a. Certain modifying words forbidden

b. Certain modifying words required

c. Lettering/type size

vii. Rationale: competitor need of others with same surname to distinguish their products using their own surname.  However, if a secondary meaning is acquired then allowing the name to be trademarked would prevent piggybacking.
viii. Family Businesses – (Taylor Wine v. Bully Hill Vineyards)
1. If the second comer owns the company himself and evinces a genuine interest in establishing an enterprise in which his own skill or knowledge can be made known to the public, that argues in favor of allowing him to use his own name in some restricted fashion.  
2. A second comer may NOT use any name, mark or advertisement indicating that he is the successor of another corporation or that his goods are the products of that corporation.
d. Geographic Designations § 2(e)(2) – a geographic term is NOT protected as a valid trademark.
i. Primarily Geographic – 

1. Minor, obscure or remote locations are usually granted trademark protection without any requirement of secondary meaning.

2. Eastern National - Where an attempt was made to register “Independence Park” the ct held that there was no one Independence Park whose geographic significance is any more than minor.

ii. Competitor need –

1.  All should be free to tell consumers where they are located and where there product was made.  The ability to communicate with the consumers is an important right.  
2. But if you have persuaded consumers to think of a geographic name as a brand name then it warrants not allowing competitors to use it. (American Waltham Watch v. US Watch).
iii. Broad Geographic Designators – 

1. America, World, Asia, Saturn etc. are NOT be regarded as geographic because it gives so little information.  

iv. Foreign Designations - If names of foreign communities are not well known then there is no problem (Hungarian cities etc.).

v. Geographically Descriptive – when the goods are made in the geographic place designated by the mark a finding of geographic descriptiveness is appropriate (goods-place association). (American Waltham Watch v. US Watch). (For deceptively misdescriptive see below)

G. FALSE, DECEPTIVE & MISLEADING MARKS

a. Deceptive marks

i. § 2(a) of The Lanham Act - consists of immoral, deceptive, or scandalous matter; or matter which may disparage or falsely suggest a connection with persons living or dead…
ii. CANNOT be overcome with secondary meaning.
iii. RS § 32 Plaintiff’s Misconduct (Unclean Hands) – If a designation used as a trdmk, trade name, collective mark or certification mark is deceptive, or if it’s use is otherwise in violation of public policy, or if the owner of the designation has engaged in other substantial misconduct directly related to the owner’s assertion of rights in the trdmk…, the owner may be barred in whole or in part from the relief that would otherwise be available under §§ 35-37.
b. Deceptively Misdescriptive § 2(e)(1)

i. TEST: for protection to be denied ALL 3 must be yes:
1. Is the term misdescriptive of the character, quality, function, composition, or use of the goods? (FALSE)
2. If so, are prospective purchasers likely to believe the the misdescription actually describes the goods? (BELIEVEABLE)

3. If so, is the misdescription likely to affect the decision to purchase? (IMPORTANT)  

ii. In Context - Misdescriptiveness of a term may be negated by its meaning in the context of the whole mark inasmuch as the combination is seen together and makes a unitary impression (Budge Mfg).   

iii. Finding Misdescription – 

1. The PTO may satisfy the evidentiary burden by means of dictionary definitions showing that the separate words joined to form a compound having a meaning identical to the meaning common usage would ascribe to those words as a compound.
2. Berman Bros – where registration was refused for FURNITURE MAKERS for retail furniture store services, not including the mfg of furniture, the ct held that the term was descriptive of someone who makes furniture, and thus misdescriptive as applied to the applicant’s services. 
c. Primarily Geographically Deceptively Descriptive – 

i. Goods Place Association – 

1. Whether the public associates the goods with the place which the mark names.
2. Whether there is a reasonable basis for believing that purchasers are likely to be deceived.
3. If the goods do not come from the place named, and the public makes not goods-place association, the public is not deceived and the mark is accordingly not geographically deceptively descriptive (Nantucket).
4. If the good do come from a place, the place does NOT have to be famous for making a particular good.
A. IMMORAL, SCANDALOUS & DISPARAGING MARKS

a. Scandalous Marks §2(a)

i. Includes marks that are shocking to the sense of decency or propriety, offense, vulgar etc. 
ii. The mark MUST be scandalous or immoral when applied to the goods in question.
iii. TEST: the determination of whether a mark is scandalous:
1. MUST be made in the context of the marketplace for the good identified in the application, and
2. MUST be ascertained from the standpoint of a substantial composite of the general public  (less than a majority, but still a significant amount).
3. Greyhound v. Both Worlds – held that a substantial composite of the general public would find the use on a shirt of a graphic portrayal of a dog in the act of defecating, including the depiction of the feces, to be scandalous.
iv. Rationale – the government should not be endorsing such marks.
v. Opposition (Ritchie v. Simpson) – Under LA § 13 any person who believe that he would be damaged by the registration of a mark may file an opposition.
1. Must have a real interest in the proceeding, and
2. Must have a reasonable belief of damage.
a. The belief must have a reasonable basis in fact and be more than the opposer’s subjective view.
b. Disparaging Marks §2(a)

i. Trademarks may disparage if they dishonor by comparison with what inferior, slight, deprecate, degrade, or affect or injure by unjust comparison.
ii. TEST: (Pro-Football v. Hari)
1. What is the meaning of the matter in question, as it appears in the marks and as those marks are used in connection with the services identified in the registrations?
2. Is this meaning one that may disparage the referenced groups?
3. Note: Both questions are to be answered as of the dates of registration of the marks and NOT at the time of subsequent legal challenge.
4. NO intent to disparage required.
PACKAGING AND CONFIGURATION OF GOODS

A. TRADE DRESS AND DISTINCTIVENESS

a. RS § 16 Configurations of Packaging and Product: Trade Dress and Product Designs – The design of elements that constitute the appearance or image of goods or services as presented to prospective purchasers, including the design of packaging, labels, containers, displays, décor, or the design of a product, a product feature, or a combination of product features, is eligible for protection as a mark under the rules in this Chap. if:

i. (a) the design is distinctive under the rules stated in §13; and
ii. (b) the design is not functional under the rule stated in §17.
b. Registration 

i. Trade dress does NOT have to be registered to be protected.  LA § 43(a)(3).
c. Distinctiveness

i. MUST be inherently distinctive or acquired secondary meaning

1. Product Packaging - Two Pesos v. Taco Cabana.
2. Product Configuration Morton-Norwich - The entire design of an article (or its container) could function to identify the source of the article and be protected as a trademark. A configuration of a container may be registrable if: 
a. The shape is non-functional in character, and
b. distinctive 
ii. MUST have acquired secondary meaning ONLY (never inherently distinctive)

1. Color – Qualitex v. Jacobson
a. Potential problems with protecting colors:

i. Shade confusion problem - how different does a P’s color have to be from D’s color before it is an infringement? 
1. To be resolved by the courts
ii. Color depletion problem - the supply of colors will soon be depleted.
1. To resolved by the functionality doctrine.
2. Product Design – Walmart v. Samara Bros.
a. Consumer predisposition to equate product design with the source does NOT EXIST.  
b. Courts should classify ambiguous trade dress as product design, requiring secondary meaning.
B. FUNCTIONALITY

a. Utilitarian Functionality

i. Functionality Doctrine – 

1. Forbids the use of a product’s feature as a trademark that is functional in nature (protects ONLY nonfunctional trade dress).
2. The person who asserts trade dress protection has the burden of proving that the matter sought to be protected is NOT functional. LA § 43(a)(3).  
ii. Defining Functionality

1. RS § 17 Functional Designs – A design is functional if the design affords benefits in the mfg, marketing, or use of the goods or services with which the design is used, apart from any benefits attributable to the design’s significance as an indication of source, that are important to effective competition by others and that are not practically available through the use of alternative designs.
2. MUST be essential to the use or purpose of the article OR if it affects the cost or quality of the article. (Traffix v. Marketing Displays)
iii. Functionality Factors:

1. Utilitarian Advantage –
a. Examination into the possibility of trademark protection is NOT the mere existence of utility, but the degree of design utility.
b. Features of the original goods that are NOT in any way essential to their use may be termed nonfunctional.
2. Competitor Need – Whether protection against imitation hinder competition, placing them at a significant disadvantage.
3. Expired Patents – the existence of an expired utility patent is strong evidence that it is functional.
4. Available Alternatives – it is significant if there are other alternatives available.
a. The existence of alternative cannot negate a trademark’s functionality.  
b. But the existence of alternative designs may indicate whether the trademark itself embodies functional or merely ornamental aspects of the product. (Talking Rain v. South Beach).
5. Method of Mfg – it is significant that a particular design results from a comparatively simple or inexpensive method of mfg the article.
6. Advertising – Whether advertising touts the utilitarian advantages of the design. 

b. Aesthetic Functionality 

i. Competitor Need Defense – 
1. Used where trademark protection for purely ornamental features would exclude competitors from a market. 
2. Where an ornamental feature is claimed as a trademark and trademark protection would significantly hinder competition by limiting the range of adequate alternative designs, the aesthetic functionality doctrine DENIES such protection. (Wallace v. Godinger – protection denied for baroque style of silverware).
ii. Factors:

1. The degree of functionality of the similar features, 
2. The degree of similarity between non-functional (ornamental) features of the competing products, and 
3. The feasibility of alternative arrangements of functional features that would not impair the utility of the product.
iii. 9th Cir. - has limited if not rejected the aesthetic functionality doctrine test in favor of the utilitarian functionality test stating that aesthetic functionality is an oxymoron.

iv. Combination of Features (Hartford v. Hallmark) – 

1. A trade dress may be a composite of several features in a certain arrangement or combination which produces an overall distinctive appearance.

2. A combination of features may be nonfunctional and thus protectable, even though the combination INCLUDES functional features.  (protects ONLY the whole and not its parts).

3. The inquiry is not whether each individual feature of the trade dress is functional, but whether the whole collection of features, taken together, is functional.

4. Functional features are NOT limited to those essential to a product’s operation.

C. FED. PRE-EMPTION OF STATE LAW TRADE DRESS PROTECTION

a. Encroachment of Federal Patent Law – 

i. Sears-Compoco Broad View

1. The decisions seem to suggest that the states were precluded from providing any state level common law protection from trade dress where it had not been patented.
2. Just as the state cannot encroach upon the federal patent laws directly, it cannot under some other law give protection of a kind that clashes with the objectives of the federal patent laws. (Sears v. Stiffel).
3. If a structure does not qualify for a patent, it must be left free for the whole world to copy and NO prohibitions are to be tolerated.  (Compco v. Day-Brite).
4. States CAN regulate imitation of competitor’s trade dress if the copying could have the effect of deceiving the public.  Ex. by requiring products to be labeled. (Justice Black)
ii. Bonita Narrow View

1. States may place limited regulations on the circumstances in which such designs are used in order to prevent consumer confusion as to source. (Bonito Boats v. Thunder Craft Boats).
2. If state common law insists on both non-functionality and distinctiveness for trade dress and if relief is predicated on a showing of likelihood of confusion then state law trade dress protection can peacefully co-exist with the federal patent regime. 
b. Federal Law - claim brought under 43(a) CANNOT be pre-empted, federal cannot pre-empt federal.
INFRINGEMENT

A. LIKELIHOOD OF CONFUSION

a. LA § 2(d) – Similar Marks (used in petition to cancel a mark)
i. Marks CANNOT be registered that are so similar to:
1. A mark registered in the trademark office,
2. A mark previously used, or
3. A trade name previously used
a. Note: In the LA “trade name” refers to the name of a business, but under common law it is used synonymously with trade mark.
ii. As to cause a Likelihood of confusion
b. LA § 43(a)(1) – False or Misleading Marks 
i. Any person who on any goods,
ii. uses in commerce,
iii. Any word, term, name, symbol or device or any false designation of origin, false or misleading designation of fact (any falsehood) which:
1. (A) is likely to cause confusion as to the affiliation of the user with another person as to sponsorship or origin. 
a. NOTE: provides a federal remedy for the holder of common law trademarks for infringement.
2. (B) in commercial advertising or endorsement (false advertising).  

a. NOTE: ONLY competitors have standing to sue for false advertising.   
c. RS § 20 Standard of Infringement – 

i. (1) Liability for infringement of another’s trademark etc. if the other ‘s use has priority and in identifying the actor’s business or in marketing the actor’s goods or services the actor uses a designation that causes a likelihood of confusion:

1. (a) that the actor’s business is the business of the other OR is associated or otherwise connected with the other; or
2. (b) goods or services marketed by the actor are produced, sponsored, certified, or approved by the other; or 
3. (c) goods or services marketed by the other are produced etc.; or
ii. (2) One is also subject to liability for infringement of another’s collective membership mark if the other’s use has priority and the actor uses a designation that causes a likelihood of confusion that the actor is a member of or otherwise associated with the collective group.

d. Remedies -

i. Injunctive Relief – 

1. LA § 34(d) Civil Actions Arising Out of Use of Counterfeit Marks

a. (1)(A) Upon ex parte application, an order can be granted to seize goods and counterfeit marks involved in a violation and the means of making such marks, and records documenting the manufacture, sale etc.
b. (11) A person who suffers damage by reason of a wrongful seizure has a cause of action against the applicant, and shall be entitled to recover such relief as may be appropriate, including damages for lost profits, cost of materials etc.
ii. Criminal Penalties – 

1. § 2320 Trafficking in Counterfeit Goods or Services (Crminal)

a. (a) Whoever intentionally traffics or attempts to traffic in goods or services and knowingly uses a counterfeit mark on or in connection with such goods or services shall, if an individual be fined not more than $2,000,000 or imprisoned not more than 10 years.  If more than one individual, be fined not more than $5,000,000.
B. GENERAL LIKELIHOOD OF CONFUSION TEST

a. TEST of Infringement - FACTORS:

i. Circumstantial Evidence

1. Similarity of the marks

a. Sound alike
b. Look alike
c. Similar meaning
d. Family of Marks – where the P has adopted a family of marks (i.e. McDonald’s) that is protected and the D uses the formula of the family of marks it is more likely to be presumed infringement if the family of marks has acquired consumer recognition.
2. Similarity of the goods/services

a. Related goods – 
i. May be related if they are marketed in the same place, made from the same ingredients, or used in conjunction with each other. 
ii. Would consumers assume that the goods would be in the same line of business?
b. Unrelated goods – 

i. Can still be protected. 

ii. If D’s similar brand gets a bad reputation that reputation will spread to P’s products because the products are associated.  

iii. The goods need NOT be identical to pose a risk to P, but they have to be associated enough to affect the P.

3. Strength (fame) of the P’s mark

4. D’s intent (to cause confusion)

5. Marketing context

a. Where are the goods sold?
b. Similarity of trade dress.  
c. Note: once the lawsuit is over one can change their trade dress, colors etc

6. Complexity of (expense of) the product & Consumer Sophistication

a. How expensive is the product?
ii. Direct Evidence of Confusion

1. Survey Evidence
2. Testimony
3. Incidents of actual confusion 

4. Consumer complaints
b. RS § 21 Proof of Likelihood of Confusion: Market Factors – 

i. (a) the degree of similarity between the marks, including a comparison of:
ii. (b) the degree of similarity in the marketing methods and channels of distribution used for the respective goods or services;

iii. (c) the characteristics of the prospective purchasers of the goods or services and the degree of care they are likely to exercise in making purchasing decisions;
iv. (d) the degree of distinctiveness of the other’s designation;
v. (e) when the goods, services, or business of the actor differ in kind from those of the other, the likelihood that the actor’s prospective purchasers would expect the other to expand its marketing or sponsorship into the product, service, or business market of the actor;
vi. (f) when the actor and the other sell their goods and services or carry on their businesses in different geographic markets, the extent to which the other’s designation is identified with the other in the geographic market of the actor.
c. RS § 22 Proof of Likelihood of Confusion: Intent of the Actor

i. (1) A likelihood of confusion may be inferred from proof that the actor used a designation resembling another’s trademark etc. with the intent to cause confusion or to deceive
d. RS § 23 Proof of Likelihood of Confusion: Evidence of Actual Confusion

i. (1) A likelihood of confusion may be inferred from proof of actual confusion.
ii. (2) An absence of likelihood of confusion may be inferred from the absence of proof of actual confusion if the actor and the other have made significant use of their respective designations in the same geographic market for a substantial period of time, and any resulting confusion would ordinarily be manifested by provable facts.
e. Store Brands – 

i. Conopco v. May Dept. Stores – the ct held no found no infringement.  Stating that although retailers packages their products to make it clear to the consumer that the products are similar to the national brand, the retailers clearly mark their products with their private logo, and expressly invite consumers to compare its product with that of the national brand by name.
ii. There is a wide spread consumer awareness that private labels are cheaper.
f. TTAB Proceedings – Many oppositions and cancellations are decided only upon a limited comparison of the registered or applied-for mark and goods without regard for their marketplace manner of use. (Levy v. Kosher).

C. REVERSE LIKELIHOOD OF CONFUSION

a. Infringement Actions (Ameritech v. AITC):

i. Passing off (Likelihood of Confusion) – 
1. Occurs between directly competing goods and the confusion is over their source of origin.  
2. Similar marks on these goods can cause the consumer to mistakenly buy the infringing D’s product as the P’s. 
3. D tries to passes off his goods as the P’s.
ii. Confusion of Sponsorship – (Likelihood of Confusion)

1. Where the goods do not directly compete.  
2. The goods are unrelated enough that no inference arises that they originated from the same source, but the similarity of the trademarks erroneously suggests a connection between the sources.
3. D seeks to capitalize on the P’s goodwill and established reputation.

iii. Reverse Likelihood of Confusion – 
1. Rather than seeking to profit from the goodwill captured in the senior user’s trademark, the junior user saturates the market with a similar trademark and overwhelms the senior user.  
2. The public comes to assume the senior user’s products are really the junior user’s or that the former has become somehow connected to the latter.  
3. Senior user loses the value of the trademark (its product identity, corporate identity, control over its goodwill and reputation, and ability to move into new markets).



( (Sr User)

∆ (Jr. User)

Types of Confusion

Forward L/C

Big, nationally

New or


Consumers think ∆’s



known Co.

Upstart


goods are sponsored


OR come from (
Reverse L/C

Small, local, 

Big, nationally

Consumers think ( 




obsecure Co.

known, heavy

has been acquired by







advertising

∆ OR that ( is an 










infringer

Reverse Passing off (OK)
 
D sells P’s product under D’s name.
Passing off = TM Infringement 
D sells D’s own product under P’s name.
b. Strength of the Mark – 

i. Geographical Strength - A mark might be weak in the national market, but might still be strong in the senior user’s geographical and product area and thus deserving of protection.
ii. Direct Confusion - a P with a commercially strong mark is more likely to prevail than a P with a commercially weak.  
iii. Reverse Confusion - a P with a commercially weak mark is more likely to prevail than a P with a stronger mark, especially when pitted against each other.  A & H sports wear v. Victoria Secrets (3rd Cir.)
c. False Designation of Origin

i. Origin of goods – 
1. refers to the producer of the tangible goods that are offered for sale, and NOT to the author of any idea, concept, or communication embodied in those goods (Dastar v. Twentieth Century Fox).
2. Once the patent or copyright monopoly has expired, the public may use the invention or work at will and without attribution.
3. Dissenting View - “Origin” according to Scalia is the person who put in the physical work not the person who conceptualized the product.
D. PROMOTIONAL GOODS

a. Trademarks as Goods

i. Merchandise with logos and graphic trademarks that have absolutely no trademark significance to some customers and appeal to them strictly on an aesthetic level.
ii. Trademarks tell consumers about the product and where it comes from, but now people seek to utilize the trademark post-purchase.
b. Unauthorized Duplication – 
i. Boston Prof. Hockey v. Dallas Cap – where D intentionally duplicated the symbols of professional hockey teams and embroidered them on an emblem, to be sold to the public as a patch for attachment to clothing, the ct held that the team has an interest in its own individualized symbol entitled to legal protection against such unauthorized duplication.

1. Note: This opinion can be criticized for giving a monopoly to the trademark user, which overlaps with copyright law. 

ii. Functional Aesthetic Components – 
1. Job’s Daughter v. Lindeburg - where D mfg’d and sold jewelry bearing the Job’s Daughter insignia, the ct held no infringement.  

2. Trademark does not prevent a person from copying so-called functional features of a product which constitutes the actual benefit that the consumer wishes to purchase, as distinguished from an assurance that a particular entity made, sponsored, or endorsed a product.

3. P used the jewelry to identify themselves as members.  Here, the name and emblem are functional aesthetic components of the jewelry, in that they are being merchandised on the basis of their intrinsic value, not as designation of origin or sponsorship.

4. This case is different because for the purpose of jewelry the mark was no longer being used to identify the maker of the goods but rather only to signify or communicate membership or support for an organization.  

iii. Consequence - The consequence of embarking upon widespread unauthorized licensing is that consumers assume that good bearing a particular trademark are licensed by the original trademark owner and thus holds the owner accountable for defaults in the products.

E. GEOGRAPHICALLY REMOTE USERS

a. Common Law

i. The geographic extend of your trademark rights is only where it has been used (could also include surrounding areas - zone of reasonable expansion).
ii. Concurrent Use - A distant merchant could subsequently adopt a mark and use it on the exact same goods and have rights in their distant market.  
iii. Good Faith – the junior user MUST have adopted the mark in good faith.  If so, the two users would have rights in their own separate markets and would be allowed to co-exist.
iv. Area of Trade – where your commercial reputation has spread:
1. By advertising and internet sales etc.
2. A national firm can terminate remote users because their of their national reputation.
3. A local firm with a national reputation can terminate distant users (Stork Club case). 
b. Lanham Act
i. Dawn Donuts v. Hart’s Food (2d Cir.) – 
1. The junior user began its use AFTER the senior user had registered (LA).
2. Per se rule that there could never be a likelihood of confusion if:
a. The parties operated in separate and distinct geographical markets, and 
b. The senior trademark user had no imminent plans to expand into the infringers territory.  
3. The senior user owns the mark everywhere, including the junior user’s remote market.  But the junior user is allowed to continue using his mark in its market, ONLY if the senior user is NOT using it there.  
4. 6th Cir. Circuit City v. Carmax – The senior user suffers a cognizable injury because it would have to combat consumer misperceptions about the availability of the senior user’s products if it were to expand into the area dominated by the junior user.
5. Note: there is still a likelihood of present confusion even if the senior user has not spread into the junior user’s area.  People still travel between the two cities and may be confused by the two marks.
ii. Burger King v. Hoots (7th Cir.) – 

1. The junior user began using the mark BEFORE the senior user registered (LA).
2. LA § 33(b) provides a defense to an exclusive right to use a mark, if a trademark was adopted without knowledge of the federal registrant’s prior use, and has been continuously by such party, then such use shall constitute a defense to infringement, provided that this defense applies only for the area in which such continuous prior use is proved.

3. The senior user owns the mark everywhere except the junior user’s remote market.
4. The junior user obtained a state trademark registration an argued that his “market” should be the entire state and not just the city and surrounding area.  The ct held federal law preempts state law.  
5. Register your mark early! 

iii. Weiner v. Weiner – (PTO App.)
1. The senior began using the mark before the junior user, but the junior user registered before the senior user (junior user knew about the senior user). 

2. The junior user should not have been able to register the mark because § 2(d) prohibits the registration of marks that have been previously used.

3. § 2(d) provides that if the PTO determines that confusion is not likely to result from the continued use by more than one person of the same or similar marks under conditions and limitations as to the mode or place of use of the marks or the goods on or in connection with such marks are used, concurrent registrations may be issued to such persons when they have become entitled to use such marks as a result of their concurrent lawful use in commerce.

i. If a director feels that two registrations can co-exist the director can prescribe their limitations.

4. The PTO held that the senior user would be entitled to the mark only in its current trading area, and the junior user would be granted a registration covering the entire balance of the US.

5. Mere knowledge of the existence of the prior user should not, by itself, constitute bad faith.
6. Policy: Encourages prompt registration by rewarding those who first seek registration under LA.
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F. SECONDARY LIABILITY FOR INFRINGEMENT

a. Contributory Liability

i. TEST: (Hardrock v. Concession Servs.)
1. If a mfg. or distributor intentionally induces another to infringe a trademark, or 
2. If it continues to supply its product to one whom it knows or has reason to know is engaging in trademark infringement. 
3. Willful blindness 

a. A person must suspect wrongdoing and deliberately fail to investigate.
b. Equivalent to actual knowledge under LA.
4. Duty – 
a. There is NO affirmative duty to take precautions against the sale of counterfeits or to seek out and prevent violations.
ii. RS § 26 Contributory Infringement by Printers, Publishers & Other Suppliers – 
1. (1)  One who, on behalf of a third person, reproduces or imitates the trademark etc. of another on goods, labels, packaging, advertisements etc. materials that are used by the third person in a manner that subjects the third persons to liability to the other for infringement under § 20 is subject to liability to that other for contributory infringement.
2. (2) If the actor subject to contributory liability under the rule stated in (1) acted without knowledge that the reproduction or imitation was intended by the third person to confuse or deceive, the actor is subject only to appropriate injunctive relief.
iii. RS  § 27 Contributory Infringement by Mfg & Distributors – One who markets goods or services to a third person who further markets the goods or services in a manner that subject the third person to liability for another for infringement is subject to liability to that other for contributory infringement if: 
1. (a) the actor intentionally induces the third person to engage in the ingfringing conduct; or 
2. (b) the actor fails to take reasonable precautions against the occurrence of the third person’s infringing conduct in circumstances in which the infringing conduct can be reasonably anticipated.
b. Vicarious Liability

i. TEST (Hardrock)– a D is vicariously liable for copyright infringement if it has the right and ability to supervise the infringing activity and also has a direct financial interest in such activities.

1. Secondary liability for trademark infringement should be more narrowly drawn than secondary liability for copyright infringement.
TRADEMARK DILUTION

A. DILUTION

a. Definition - The whittling away of an established trademark’s selling power and value through its unauthorized use by others upon dissimilar products. (Mead Data v. Toyota)  Dilution corrodes a trademark either by:
i. Blurring its product identification.
1. Occurs when the D’s use of its mark causes the public to no longer associate the P’s famous mark with its goods or services; the public instead begins associating both P and D with the famous mark.   
ii. Tarnishing positive associations that have attached to it.
1. Hurts or weakens the reputation of the mark.  
2. Often involves the use of P’s mark in a sexually suggestive fashion, or in connection with drugs or other illegal products.    
3. Tarnishment concentrates on the fact that the marks will now connote bad, or immoral instead of having a positive effect.
iii. RS § 45 - The term dilution means the lessening of the capacity of a famous mark to identify and distinguish goods or services, regardless of the presence or absence of:
1. (1) competition between the owner of the famous mark and other parties, OR
2. (2) likelihood of confusion, mistake, or deception.
b. Remedies & Affirmative Defenses 

i. LA § 43(c) FTDA  - Remedies for Dilution of Famous Marks

1. (c)(1)– The owner of a famous mark shall be entitled…to an injunction against another person’s commercial use in commerce of a mark or trade name, if such use begins after the mark has become famous and causes dilution of the distinctive quality of the mark…Consider factors (SEE FAME FACTORS BELOW).
2. (c)(2) – Injunctive relief - entitled only to injunctive relief unless the person against whom the injunction is sought willfully intended to trade on the owner’s reputation or to cause dilution of the famous mark, then also entitled to various monetary remedies.

3. (c)(3) – Pre-emption clause - you cannot use state registration law against a party who holds a Lanham Act registriation.
4. State dilution law has faded in importance as Ps have chosen to assert claims under the federal law instead.
5. (c)(4) – Affirmative defenses: 
a. (A) fair use of a famous mark in comparative commercial advertising or promotion to identify the competing goods or services of the owner of the famous mark, 
b. (B) Noncommercial use of a mark,
c. (C) All forms of news reporting and new commentary.
c. TEST for Dilution (loss of uniqueness): 

i. P’s mark must be famous AND distinctive
ii. The marks must be substantially similar
iii. The junior use must be a commercial use in commerce;

iv.  It must begin after the senior mark has become famous;

v. P must suffer ACTUAL dilution 

1. Do NOT have to prove consequences of dilution, such as an actual loss of sales or profits.

2. Direct evidence of dilution such as consumer surveys will NOT be necessary if actual dilution can be reliably proved through circumstantial evidence.  

d. Actual v. Likelihood of Dilution – 

i. Likelihood - RS § 45 suggests that likelihood would be enough because it refers to the lessening of the “capacity,” which is defined as the power or ability to hold, receive, or accommodate, this imports into the dilution inquiry both the present and the potential power of the famous mark to identify and distinguish goods, and in some cases the fact that this power will be diminished could suffice to show dilution (Moseley Concurring – Sup Ct.).

ii. Proof of Actual Dilution (Nabisco 2d. Cir) - Nabisco states that no court should make or confine itself to a closed list of the factors pertinent to the analysis of rights under the antidilution statute.  Nonexclusive list of factors:

1. Distinctiveness

2. Similarity of the marks

3. Proximity of the products and likelihood of bridging the gap

4. Interrelationship among the distinctiveness of the senior mark, the similarity of the junior mark, and the proximity of the products.

5. Shared consumers and geographic limitations

6. Sophistication of consumers

7. Actual Confusion

8. Adjectival or referential quality of the junior use

a. The senior’s mark might be arbitrary or fanciful in the senior area of commerce but highly adjectival, or even generic, in the junior’s area.

9. Harm to the junior user and delay by the senior user

a. Whether the senior user’s effort to enjoin the junior use was made with reasonable promptness and whether the junior user will suffer harm resulting from any such delay.  

10. Effect of senior’s prior laxity in protecting the mark

e. Proof of Blurring – (Ringling Bros.) – There are three ways to prove blurring:

i. P could offer evidence of an actual loss of revenue after D began using the mark and eliminate other explanations (competitors entering the market).

ii. Could use a survey evidence

iii. Could show the extent of the junior mark exposure; the similarity of the marks; and the firmness of the senior mark’s hold. 

iv. Could show use of increased advertising costs

f. Similarity of the Marks – 

i. Where the marks are not identical, the mere fact that consumers mentally associate the junior user’s mark with a famous mark is NOT sufficient to establish actionable dilution.  Such mental association will not necessarily reduce the capacity of the famous mark to identify the goods of its owner (the statutory requirement for dilution. (Moseley v. V Secret Catalogue)

g. Fame and Distinctiveness – 
i. 8 FAME FACTORS:
1. The degree of inherent or acquired distinctiveness of the mark;

2. The duration and extent of use of the mark in connection with the goods or services with which the mark is used;

3. The duration and extent of advertising and publicity of the mark;

4. The geographical extent of the trading area in which the mark is used;

5. The channels of trade for the goods or services with which the mark is used;

6. The degree of recognition of the mark in the trading areas and channels of trade used by the marks’ owner and the person against whom the injunction is sought;

7. The nature and extent of use of the same or similar marks by third parties; and

8. Whether the mark was registered under the Act of March, 3 1881, or the Act of Feb. 30, 1905 or on the principal register.

a. finding that the designation be a mark that is famous. (Times Mirror).
ii. Niche Market Fame- 
1. A mark famous to the general public is nevertheless entitled to protection from dilution where both P and D are operating in the same or related markets, so long as P’s mark possesses a high degree of fame in its niche market. (Times Mirror v. LV Sports New).

2. A mark that has acquired secondary meaning has a high degree of distinctiveness in its market

3. P and D have to be in the same or related market or competitors.
4. Schechter believe that Sup. Ct will rule that fame refers to nationwide fame.
iii. Distinctiveness in Addition to Fame – 

1. All trademarks have distinctiveness because it is required in order to register a mark whether the mark is inherently distinctive or has acquired distinctiveness through secondary meaning.
2. According to Nabisco 2d Cir. fame and distinctiveness are BOTH required (referring to inherent distinctiveness).  
3. According to 3rd Cir. there is no separate statutory requirement of distinctiveness in § 43(c)(1) apart from a finding that the designation be a mark that is famous.
4. Note: Schechter believe the Sup Ct will side with the 3d. Cir.
h. Trade Dress – indicates federal dilution claims are available for trade dress. (LP Lund v. Kohler).  Note: Scalia does not believe product configuration can be inherently distinctive.
i. Competing & Noncompeting Goods – 
i. The FTDA applies to products which are competitors as well as to products which are totally dissimilar and are not competitors (Times Mirror & Nabisco).

ii. Where the junior mark is used on a different product, courts examine whether the senior is likely to enter the junior’s market, or bridge the gap.
FAIR USE, AFFIRMATIVE DEFENSE & REMEDIES

B. RESALE OF GENUINE GOODS

a. First Sale Exhaustion

i. When a seller sells its product he gets his money, from there the owner of the physical object is free to do what he wishes with it.  Free to resell it.
ii. Grocers etc. are allowed to resale products because they are purchased from the trademark holder.
iii. If the goods have changed in attribute then the original trademark holder can declare them no longer genuine and sell them to flea markets.
iv. Goods that are imported by someone other than the trademark holder are not genuine.
v. Abstract Service – if you purchase software and try to resell them, but Microsoft will not honor the programs.
b. RS § 24 Use of Another’s Trademark on Genuine Goods – One is not subject to liability under § 20 for using another’s trademark etc. in marketing genuine goods or services the source, sponsorship, or certification of which is accurately identified by the mark unless:
i. (a) the other uses a different mark for different types or grades of goods and services and the actor markets one of the types or grades under a mark used for another type or grade; or
ii. (b) the actor markets under the mark genuine goods of the other that have been repaired, reconditioned, altered or used, or genuine services that do not conform to the standards imposed by the other, and the actor’s use of the mark causes a likelihood of confusion that the goods are new or unaltered or that the repair, reconditioning, or alteration was performed, authorized, or certified by the other, or that the services conform to the other’s standards.
c. Repackaged Goods – where rebottler used another’s trademark to describe the origin of the goods, the ct held that when the mark is used in a way that does not deceive the public, there is no sanctity in the word as to prevent its being used to tell the truth. (Prestonettes v. Coty)

d. Imported Goods (Kmart v. Cartier)
i. Grey-market Goods - a foreign-manufactured good, bearing a valid US trademark that is imported without the consent of the US trademark holder. 

ii. § 526 of the Tariff Act – prohibits importing into the US any merchandise of foreign mfg if such merchandise bears a trademark owned by a US citizen, corporation etc. and registered in the PTO by a person domiciled in the US, unless written consent of the owner of the trademark is produced at the time of entry.

iii. CSR Regulations - Restricted gray market goods include goods bearing a genuine trademark applied by the US owner, a parent or subsidiary of the US owner, or a party otherwise subject to common ownership or control with the US owner to goods that the CS has determined to be physically and materially different from the articles authorized by the US trademark owner for importation or sale in the US.  
e. Domestic Goods

i. Gray-market problem – sometimes a trademark owner wishes to limit the retail outlets in which its goods are available.  Goods are diverted by wholesalers or other intermediaries and wind-up on the shelf of discount retailers. 
ii. Remedies - A trademark owner can attempt to deal with the importation of allegedly infringing goods from abroad under several different laws: 
1. § 526 Tariff Act (see above), which is limited by the CS regulations 
2. § 42 Lanham Act - provides that no article of imported merchandise which shall copy or simulate the name of any domestic mfg’er or which shall copy or simulate a trademark registered or shall bear a name or mark calculated to induce the public to believe that the article is mfg in the US, or that is mfg’ed in any foreign country or locality other than the country or locality in which it is in fact mfg’ed, shall be admitted to entry at any customhouse in the US.  

3. If the goods do make it into the country, the trademark owner could sue the seller for infringement either of common law or Lanham Act rights.
4. To prevent importation of infringing goods a trademark owner must record its mark with the CS.  The CS is empowered to seize counterfeit goods even if the mark has not been recorded.
f. Repaired and Second-hand Goods – 

i. Where goods have been repaired or reconditioned the use of the original trademark on the boxes is not infringement so long as the article is clearly and distinctively sold as repaired or reconditioned rather than new. (Champion v. Sanders).
ii. It is permissible as long as the mfg is not identified with the inferior qualities of the product resulting from wear and tear or the reconditioning.    
iii. Trail Chevrolet v. General Motors – the ct enjoined D from using the registered mark “Chevrolet” in anyway that would deceive purchaser into thinking it was an authorized dealer.  The ct held that the D could use the mark collaterally, stating that D should be free to advertise that they sell used Chevrolets.
g. Unauthorized Replacement of Parts and Repairs

i. Electronics Corp. of America v. Honeywell, Inc. – the court held that it was unfair competition for D to sell replacement parts advertised as replacing P’s Fireeye programmers easily and plugging right into the old base when it was actually a difficult job to repair them, and a mistake could cause an explosion.
ii. VW v. Church – C may specialize in the repair of VW vehicles.  He may also advertise to the effect that he does so, and in such advertising it would be difficult, if not impossible, for him to avoid altogether of VW, which are normal terms to the public to signify VW’s cars. C must not advertise in a manner which is likely to suggest sponsorship or affiliation.
C. REFERENTIAL FAIR USE

a. Comparative Advertising

i. In the absence of misrepresentation or confusion as to source or sponsorship a seller in promoting his own goods may use the trademark of another to identify the latter’s goods. (Smith v. Chanel)
ii. Cannot misrepresent the products or confuse as to their source or sponsorship.
b. Nominative Referential Fair Use

i. Where D uses a trademark to describe P’s product, rather than its own, a commercial user is entitled to a nominative fair use defense provided he meets the following TEST:

1. There is no other way to “refer” to other party without use of trademark
2. D uses minimum amount necessary to “refer” to other party
3. The user must do nothing that would in conjunction with the mark, suggest sponsorship or endorsement by the trademark holder.  (No bad faith or intent to confuse) (New Kids)
ii. Such use of a trademark would not imply sponsorship or endorsement of the product because the mark is used only to describe the thing, rather than to identify its source. (Playboy v. Welles)
c. Commercial Parody – 

i. A satirical embodiment of another’s work, a humorous form of social commentary and literary criticism with dual messages.  
ii. Could mock the trademark owner and the trademark OR something else in society.
iii. You want to be able to explain why the parody is a mockery of the mark and not of society in general.
iv. TEST:

1. Must consider whether the parody was likely to confuse the public, 

a. An effective parody does not cause consumer confusion by its humorous or critical association (intentional similarity is unavoidable).

2. Then consider the scope of First Amendment protection. (Ansheuser-Bush)

v. It offends the constitution to invoke the anti-dilution statute as a basis for enjoining the noncommercial use of a trademark by D engaged in a protected form of expression.  (LL Bean v. Drake)
vi. Comparative Advertising (Deere v. MTD)
1. Parody is NOT a defense to dilution in comparative advertising cases.
2. Speech that proposes a commercial transaction is commercial speech, rather than political speech.  
3. Dilution is more likely to be found when the alterations are made by a competitor with both an incentive to diminish the favorable attributes of the mark and an ample opportunity to promote its products in ways that make no significant alteration.
d. Descriptive Fair Use Doctrine – 
i. When you are using someone else’s mark, NOT as a mark, but in their ordinary English meaning to describe your own product.
ii. Usually arises when the mark is a descriptive mark with acquired secondary meaning.

iii. The use of a similar name by another to truthfully describe his own product does not constitute a legal or moral wrong, even if its effects cause the public to mistake the origin of the product. (Sunmark v. Ocean Spray)

iv. RS § 28 Descriptive Use (Fair Use) – In an action for infringement of a trademark etc., it is a defense that the term used by the actor is descriptive or geographically descriptive of the actor’s goods etc., or is the personal name of the actor or a person connected with the actor, and the actor has used the term fairly and in good faith solely to describe the actor’s goods etc., or to indicate a connection with the named person.

v. § 33(b)(4)  Infringing Use -  the use of a name, term, device charged to be an infringement is a use otherwise than as a mark used only to describe the goods or services of another party.
TRADEMARK & UNFAIR COMPETITION ON THE INTERNET

A. USE OF ANOTHER’S TRADEMARK AS A DOMAIN NAME

a. Cybersquatting - for a nominal fee one registers the domain names of large companies and sit on the marks and then sell the domain names to the large companies.
b. Anticybersquatting Consumer Protection Act (1999) § 43(d) Lanham Act:

i. (1)(A) A person shall be liable in a civil action by the owner of a mark, including personal names, if, without regard to the goods or services of the parties, that person –
1. (i) has a bad faith intent to profit from that mark; and
2. (ii) registers, traffics in, or uses a domain name that – 
a. (1) in the case of a mark that is distinctive at the time of registration of the domain name, is identical or confusingly similar to or dilutive of that mark;
b. (2) in the case of a famous mark that is famous at the time of registration of the domain name, is identical or confusingly similar to or dilutive of that mark;
ii. (B)(i) In determining whether a person has a bad faith intent described under (A), a court may consider factors such as, but not limited to:
1. the trademark or other intellectual property rights of the person, if any, in the domain name;
2. the extent to which the domain name consists of the legal name of the person or a name that is otherwise commonly used to identify that person;
3. the person’s prior use, if any, of the domain name in connection with the bona fide offering of any goods or services;
4. the person’s bona fide noncommercial or fair use of the mark in a site accessible under the domain name;
5. the person’s intent to divert consumers from the mark owner’s online location to a site accessible under the domain name that could harm the goodwill represented by the mark, either for commercial gain or with the intent to tarnish or disparage the mark, by creating a likelihood of confusion as to the source, sponsorship, affiliation, or endorsement of the site;
6. the person’s offer to transfer, sell or otherwise assign the domain name to the mark owner or any third party for financial gain without having used, or having an intent to use, the domain name in the bonafide offering of any goods or services, or the person’s prior conduct indicating a pattern of such conduct. 
7. the person’s provision of material and misleading false contact information when applying for the registration of the domain name, the person’s intentional failure to maintain accurate contact information, or the person’s prior conduct indicating a pattern of such conduct;
8. the person’s registration or acquisition of multiple domain names which the person knows are identical or confusingly similar to marks of others that are distinctive at the time of registration of such domain names, or dilutive of famous marks of others that are famous at the time of registration of such domain names, without regard to the goods or services of the parties; and
9. the extent to which the mark incorporated in the person’s domain name registration is or is not distinctive and famous within the meaning of (c)(1) of § 43.  
c. LA § 47 separately provides that any person who registers a domain name that consists of the name of another living person, or a name substantially and confusingly similar thereto, without that person’s consent, with the specific intent to profit from such name by selling the domain name for financial gain to that person or any third party, shall be liable in a civil action by such person.

d. Remedies- 

i. A court may order the forfeiture or cancellation of the domain name or the transfer of the domain name to the owner of the mark if the domain name was registered before, on, or after the date of the enactment of this Act.

ii. Damages can be awarded for violation of the Act, but they are not available with respect to the registration, trafficking, or use of a domain name that occurs before the date of the enactment of this Act.
e. Post-domain Paths (URL) – 
i. Because post-domain paths do not typically signify source, it is unlikely that the presence of another’s trademark in a post-domain path of a URL would ever violate trademark law. 
ii. If a D is only using trademarks in a non-trademark way then trademark infringement and false designation of origin laws do not apply.  The post-domain path of a URL, does not typically signify source.  (Interactive v. Mobile).
f. Jurisdiction – A lack of personal jurisdiction is a prerequisite to proceedings in rem.
i. LA § 43(d)(2) The owner of a mark may file an in rem civil action against a domain name in the judicial district in which the domain name registrar is located if: 

1. (i) the domain name violates any right of the owner of a mark, and 

2. (ii) the court finds that the owner- 

a. (I) is not able to obtain in personam jurisdiction over a person who would be D; or 

b. (II) through due diligence was not able to find a person who would be D. 

i. Must send and publish a notice.

ii. LA § 43(d)(2)(C) states that a domain name shall be deemed to have its situs in the judicial dist. in which 

1. (i) the domain name registrar etc. is located; or 

2. (ii) documents sufficient to establish control and authority regarding the disposition of the registration and use of the domain name are deposited with the court. 

iii. Foreign Ds - Under § 43(d)(2)(a) P can sue: 

1. where the registrar is,

2. where the registry is, or

3. where other authority us.

4. There are hundreds of registrars, but only one registry Verisign (formerly NSI) in VA.  Thus jurisdiction would be in the US in VA.

B. INTERNET PARODIES & GRIPE SITES

a. Use of a Domain Name for a Parody website

i. Gripe Sites - Websites that use the internet to express their disgruntlement with social issues or other individuals and organizations.

ii. Parody – 

1. There MUST be some suggestion of a parody on the site in order for it to be protected by the First Amendment (a second contradictory message that the domain name is not related to P, but is a parody of P).
2. Although the second message is on the website, it is not conveyed simultaneously with the first message in the domain name.
iii. Ex. of parody protected under First Amendment – ballysucks.com
iv. Infringement:

1. Use in Connection w/ Goods & Services – it will be considered such a use if there are links to other commercial sites on D’s site, even if the content of the site is not otherwise commercial. (PETA v. Doughney).
v. UDRP Arbitration (Sallen v. Corinthians)
1. UDRP Policy  - P amy demonstrate a right of legal interest to a domain name  by providing evidence of the following:
a. Demonstrate preparations to use the domain name in connection with bonafide offering of goods or services to the dispute;
b. An indication that the registrant has been commonly known by the domain name even if it has acquired no trademark rights.
c. Legitimate non-commercial or fair use of the domain name without intent to divert consumers or to tarnish the trademark.
2. Reverse Domain Name Hijacking – 

a. Using the UDRP Policy in bad faith to attempt to deprive a registered domain-holder of a domain name.
b. Usually involves big businesses threatening to sue legitimate domain name registrants who do not give up the right to the registration.
c. One must show that the Complainant knew of his unassailable right or legitimate interest in the disputed domain name or the clear lack of bad faith registration and use, and nevertheless brought the Complaint in bad faith.
3. ACPA – a registrant whose domain name has been transferred under a Policy may file a civil action upon notice to the mark owner.  There is federal jurisdiction over such claims.
C. OTHER TRADEMARK ISSUES ON THE INTERNET

a. Initial interest confusion - 

i. Web surfers looking for A’s website who are taken by a search engine to B’s website and find a information or products similar enough to A’s such that a sizeable number of consumers who were originally looking for A’s product that they will simply decide to utilize B’s offerings instead. 

ii. The confusion is dispelled before an actual sale occurs.  

b. Metatags – the words used in metatags are the words that are used by search engines to match a users search terms with available websites.
i. LA bars the use of ANY terms that is confusingly similar to another’s trademark. (Brookfield v. West Coast).
ii. MOST courts accept the idea of initial interest confusion.  
iii. Descriptive Terms – one can legitimately appropriate descriptive terms in its metatags.  Ex. Movie Buff, but NOT Moviebuff.
iv. Policy: What is wrong with consumers finding out by accident (through the use of trademarks in metatags) about the existence of a competitor who might provide comparable goods or services at lower prices?
v. Dissimilarity of Goods & Services - The Network Network v. CBS – The ct noted that dissimilarity of goods and services resolves the initial interest confusion question.  Relatedness of the products is an important component in the analysis, even if the products need not be closely related. 
c. Keying – 

i. Allows advertisers to target individuals with certain interests by linking advertisements to pre-identified terms.  Advertising appearing on search results pages are called “banner ads”.  They also say “click here” and when a person does the search results page disappears and the search finds himself at the advertiser’s webpage.  The search engine owner offers to sell as a key to another company a trademark owned by a third party.
ii. Playboy v. Netscape – although dispelled before an actual sale occurs, initial interest confusion impermissibly capitalizes on the goodwill associated with a mark and is actionable infringement.  Some consumers, initially seeking P’s site may initially believe the banner ads are linked to P’s actual sites.
iii. Today - the banner ads have given way to “Sponsored Links” which are essentially paid advertising, but they look more like apart of the search results and less like separate advertising, possibly increasing the likelihood of confusion.
THE RIGHT OF PUBLICITY

A. RIGHT OF PUBLICITY

a. Economic Value of Fame - celebrities endorse products and people will purchase merchandise with their names and likeliness on them.

b. Right to Publicity – 
i. Celebrities have an exclusive legal right to control and profit from the commercial use of their name, personality and identity.

ii. The right survives death in most states and is NOT conditioned on lifetime exploitation.

iii. RS § 46 –The Right of Publicity – One who appropriates the commercial value of a person’s identity by using without consent the person’s name, likeness or other indicia of identity for purposes of trade is subject to liability for the relief appropriate under §48-49.
iv. RS § 47 Use for Purposes of Trade – The name, likeness, and other indicia of a person’s identity are used for purposes of trade:
1. Advertising the user’s goods or services, or 
2. Placed on merchandise marketed by the user, or 
3. Used in connection with services rendered by the user.  
4. NOT include the use of a person’s identity in news reporting, commentary, entertainment, work of fiction or nonfiction, or in advertising that is incidental to such uses.
c. TEST: (Henley v. Dillard)
i. D appropriated P’s name and likeness for its value

1. NOT in an incidental manner or for a newsworthy purpose; 
2. Was it used as an attention getting device?
ii. P can be identified from D’s use; 

iii. D realized an advantage or benefit.  

1. Requires P to prove that D derived some commercial benefit from the use of P’s name or likeness that without P’s image, D would not otherwise have received.  

2. P is NOT required to show that D made a profit or secured a tangible benefit from the use of P’s name or likeness.

3. The fact that the ad was published and the D intended to make a profit from the ad is NOT enough to constitute commercial benefit.

4. D MUST use the name or likeness for the express purpose of appropriating the commercial benefit that is particularly associated with P.

5. Focuses on D’s INTENT.

d. Claims – Both likelihood of confusion and right to publicity may be pursued.
e. Injury –

i. Privacy – injury is emotional.
ii. Property - P has built up a reputation and D is using that using P’s name as an attention getting device to make money without paying P for it.  Soon everyone will abuse P’s likeness in this way without compensating him.  
f. Policy – 

i. Con - In order to have a marketable asset in your persona you have to be famous and thus are probably pretty well paid and are thus being compensated for your primary skill.  Right of publicity is just an incentive on the margin. 
ii. Pro – Using a person’s likeness is a form of unjust enrichment regardless of whether P is driven by economic incentive; D should not get to use his likeness for free. 
g. Persona – 
i. Midler v. Ford – ct held when a distinctive voice of a professional singer is widely known and is deliberately imitated in order to sell a product, the sellers have appropriated what is not theirs.  
ii. Midler suggests that the right to publicity stretches beyond name & likeness to persona which includes:
1. likeness
2. name 
3. nickname
4. voice
5. object/property
6. catch phrases
7. gestures etc.
iii. The goal is NOT to come up with a list, but rather to determine whether the celebrity is identifiable.
iv. Characters/Costumes - Cannot ask for protection for something you did NOT create.  Ex. Bela Lugosi’s image as Dracula, but Pee Wee Herman was made up by Paul Reuben and could be protected.

v. Objects - Where a person is uniquely associated with a particular object, using pictures of the object for commercial purposes has also been deemed a violation of the right of publicity (Motschenbacher).
e. Remedies: 

i. RS § 48 Injunctions – 

1. If appropriate under (2), injunctive relief may be awarded to prevent a continuing or threatened appropriation of the commercial value of another’s identity.
2. Factors to determine the appropriateness and scope of injunctive relief:
a. the nature and interest to be protected;
b.  the nature and extent of the appropriation;
c. the relative adequacy to P of an injunction and of other remedies;

d. the interests of third persons and of the public;
e. any unreasonable delay by P in bringing suit or otherwise asserting his or her rights;
f. any related misconduct on the part of P; and
g. the practicality of framing and enforcing the injunction.
ii. RS § 49 Monetary Relief – 

1. One who is liable under § 46 is liable for pecuniary loss to the other caused by the appropriation or for the actor’s own pecuniary gain resulting from the appropriation, whichever is greater. 

2. Factors to determine whether an award of monetary relief is appropriate and the appropriate method of measuring such relief:
a. the degree of certainty with which P has established the fact and extent of the pecuniary loss or the actor’s pecuniary gain resulting from the appropriation;
b. the nature and extent of the appropriation;
c. the relative adequacy to P of other remedies;
d. the intent of the actor and whether the actor knew or should have known that the conduct was unlawful;
e. any unreasonable delay by P in bringing suit or otherwise asserting his or her rights; and
f. any related misconduct on the part of P.
h. Commercial Parodies

i. Common Law – 

1. The right of publicity under common law does NOT require that appropriations of identity be accomplished through particular means to be actionable.
2. The common law right reaches means of appropriation other than name or likeness, but that the specific means of appropriation are relevant only for determining whether D has in fact appropriated P’s identity.
ii. White v. Samsung – 

1. Where an advertisement to for VCRs depicted a robot dressed in a wig, gown and jewelry on the set of Wheel of Fortune, the ct held the ad’s spoof of W is subservient and only tangentially related to the ad’s primary message to buy the D’s product.  The difference between parody and a knock-off is the difference between fun and profit. (9th Cir)

2. Dissent (Kozinski) - Instead of having an exclusive right in her name etc. every famous person now has an exclusive right to anything that reminds the viewer of her.  Remove the game board from the ad and no one would think of W.  The panel is giving W an exclusive right not in what she looks like but in what she does for a living.  The public will be robbed of parodies of celebrities.  

iii. Cardtoons v. MLBPA – where baseball cards parodying major league baseball players were made for sale the ct held that the fact that expressive materials are sold neither renders the speech unprotected, nor alters the level of protection under the First Amendment. The cards are NOT commercial speech because they are not used to advertise an unrelated product, they are the product.

iv. Publicity v. Parody Rights

1. Publicity – 

a. The right of publicity provides an incentive for creativity and achievement. 

b. Promotes the efficient allocation of resources because without the artificial scarcity created by the rights, identities would be commercially exploited until there was no value left.

c. Protect against consumer deception.

d. Publicity rights allow celebrities to enjoy the fruits of their labor.

e. Prevention of unjust enrichment.

f. Prevents economic injuries.

2. Parody – 

a. Celebrities are already well paid so there is no need for additional incentive for achievement.  

b. Parody rarely acts as a market substitute for the original.  

c. Celebrities won’t lose money because they would rarely give permission for their identities to be parodied.

d. The power would instead be used to suppress criticism and permanently remove a valuable source of information about their identity from the marketplace.

e. The Lanham Act already provides protection against false or misleading advertising.

f. Celebrities are not always fully responsible for their fame.

g. Parodies usually add their own component and create a new product.

h. Publicity rights are meant to protect against the loss of financial gain, not mental anguish.

FALSE ADVERTISING & DISPARAGEMENT


A. FALSE ADVERTISING

a. RS § 2 Deceptive Marketing – 

i. One who, in connection with the marketing of goods and services, 
ii. Makes a representation relating to the actor’s own goods, services, or commercial activities, 
iii. That is likely to deceive or mislead prospective purchasers to the likely commercial detriment of another.
b. RS § 3 Commercial Detriment of Another – A representation is to the likely commercial detriment of  another if:
i. (a) the representation is material, in that it is likely to affect the conduct of prospective purchasers; and
ii. (b) there is a reasonable basis for believing that the representation has caused or is likely to cause a diversion of trade from the other or harm to the other’s reputation or good will.
c. Elements required to recover for false advertising claim:

i. A false statement of fact by D in a commercial advertisement about its own or another’s product;
1. Requires that the ad be factually inaccurate.
2. Can be satisfied by an express or implied misrepresentation.
ii. The statement actually deceived or has the tendency to deceive a substantial segment of its audience;
1. Requires that consumers believe or probably will believe the inaccurate representation.
2. If seeking injunctive relief only, P need only show that the falsities had a tendency to deceive.
3. 100% of consumers need not be deceived, but a statistically significant part of the commercial audience. 
iii. The deception is material (likely to influence the purchasing decision);
1. Requires that consumers care sufficiently about the misrepresented facts that it will influence their decision whether to buy the product.
2. Currently there is NO test of materiality.
iv. The D causes its false statement to enter interstate commerce; 
1. Requires that the advertisement (NOT the goods) be used in interstate commerce.
2. Where a purely local business runs radio ads on a station that can be receive in several states, the requirement is satisfied.
v. P has been or is likely to be injured as a result of the false statement, either by direct diversion of sales from itself to D or by a lessening of the goodwill associated with its products. 
1. P need not point to an actual loss or diversion of sales, but must submits proof which provides a reasonable basis for the belief that he is likely to be injured as result of the false advertising. (Coca- Cola v. Tropicana)
v. There is NO requirement that D have intent to deceive.
d. Literally False – (Clorox v. Proctor)
i. When a merchandising statement is literally false, the court may grant relief without reference to the advertisement’s impact on the buying public.
ii. MUST demonstrate how the public has actually reacted to the challenged advertisement rather than merely demonstrating how they could have reacted.
iii. Factfinders usually base literal falsity determinations upon the explicit claims, they MAY also consider claims conveyed by necessary implication.
e. Implied Misrepresentation – (Clorox v. Proctor Gamble)

i. When the challenged advertisement is implicitly rather than explicitly false, its tendency to violate the Lanham Act by misleading, confusing or deceiving should be tested by public reaction.  

ii. A claim is implicit when considering the advertisement in its entirety the audience would recognize the claim as readily as if it had been explicitly stated. 

d. False advertising determination: 
i. A factfinder must determine the claim conveyed by the advertisement; once the claim has been determined; 

ii. The factfinder must evaluate whether that claim is false:

1. Advertising which is false on its face; and

a. If the ad is clear on its face, there is no need for evidence of how consumers perceive its message or claim.

2. Advertising which is literally true, but in context becomes likely to mislead.

a. If the ad is not clear, P must produce evidence, usually in the form of market research or consumer surveys, showing exactly what message ordinarily consumers received from the ad.  

e. Remedies

i. Injunction – 

1. P seeking an injunction, as opposed to money damages, need NOT quantify the losses actually borne.
2. A likelihood of damage is sufficient.  Ex. P & D are competitors in a relevant market (the competition need NOT be direct).
3. To prove a likelihood of injury P must also show a logical causal connection between the alleged false advertising and its own sales position.
ii. Monetary Damages –

1. Factors:

a. Profits lost by P on sales actually diverted to the false advertiser;
b. Profits lost by P on sales made at reduced prices in response to the false advertising;
c. The cost of any advertising promulgated by P to respond to false advertising;
d. Quantifiable harm to P’s good will, to the extent that corrective advertising has not remedied the harm.
e. If the P seeks to recover the false advertisers profits there must be an additional showing that D acted willfully or in bad faith.
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