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chapter i - The Competitive Market System and the Right to Compete 

A. The Law of Trademarks

1) Historically, considered part of a larger subset of law – Unfair Competition. 
a) Free Competition:  private companies engage in a rivalry for patronage, based on price, quality of service, innovation, combination thereof, etc. 
b) Rationale: greatest benefit to the consumer ( lowest prices and greatest motivation for innovation. 
c) Direction: left to its own devices, competition in the market would probably not accomplish the greatest benefit to the consumer because it would mutate based on destructive impulses within the system.
i) Anti-Trust Law: guards against collusion and the creation of monopolies ( elimination of rivalry on the sly by the competitors themselves.
ii) Unfair Competition Law: competition becomes too rigorous and competitors engage in overly aggressive behavior ( misrepresentation to the public, bribery, even physical violence, in order to promote theirs products. 
(1) Mostly concerned with behavior that hugs the line between competition on the merits and overly aggressive behavior. [Some behavior falls into the criminal category (hiring someone to kill a competitor’s CEO) and we will not cover that.]
(a) Competition in harmful in nature: every time you gain a customer, you take him away from someone else. (See Schoolmasters’ Case) 
(b) Competition is permissible even though it is harmful.


B. The Right to Enter Markets and To Compete Fairly 

1) Tuttle v. Buck (Minn 1909):

i) Facts: Tuttle alleged that Buck opened a rival barber shop and was basically giving haircuts away for free solely in order to put Tuttle out of business. 

ii) Holding: Tuttle wins. The Court looks to Δ’s motive in engaging in his conduct ( improper motive – malice; proper motive – apparently, greed. 

iii) Court’s Reasoning: Malicious competition is hurtful to the consumer, because once T is out of business, B will likely shut down the barber shop and the town of Howard Lake will be left barberless altogether. Though there is a benefit from price competition in the short term, the long term deprivation of town residents of a barber will be detrimental. 

(a) Theoretical Critique: This is not a foregone conclusion.  If there were no barbers left, someone would most likely step in and fill the void. Also, B may not quit after all – will see the natural monopoly for what it is and may decided to recoup losses and operate the shop anyway.

(b) Second (Restatement) Critique: evidence of malice that would be offered at such a trial is very circumstantial.  By today’s standards, there’s nothing wrong with funding an enterprise that is of no personal interest to you and hiring people to do the work. Operating at a loss may be the only way to break into a natural monopoly, so may also not be malicious per se.  

(i) Restatement §1: an improper motive does not make competition impermissible.  There is too much risk that we will deprive the consumer of important benefits if we look at the motive behind the action.  

C. Interference with Contractual Relationships and the Right to Compete  

1) Intentional Inducement of Breach of Contract 

i) Price v. Sorrell (Wyo. 1989):
(a) Facts: Price was trying to collect a debt from Sorrell on behalf of P’s client RMH.  Sorrell disputed any debt, questioned RMH’s hiring of P and invited a lawsuit to further resolve the debt.  P claimed that S’s letter threatened his relationship with RMH and necessitated increased expenditures to repair the relationship. 
(b) Issue: Would Wyoming adopt § 766(A) of the Second Restatement of Torts, which allowed for recovery for interference with the performance of a contract by causing a party the performance thereof to be more expensive or burdensome.
(c) Reasoning: Though the court had previously adopted §§ 766 and 766(B), the court refused to adopt 766(A) because it was too speculative and subject to abuse where it did not require any actual breach of the contract or a non-performance thereof. 
(d) Holding: Sorrell wins. 
(e) Thomas Concurrence: Argues that 1) this is not a 766(A) case, and 2) that the court should not determine whether 766(A) would be adopted or not. 
1. §766(A) requires that the performance of Price’s contract be made more expensive – here, this is not the case because he could have continued to collect debts at the same cost as before.
2. Argues that 766(A) only protects a party when a third person interferes with the performance of the contract by the OTHER party to the contract (i.e., when there’s a contract between A and B, B can sue C for interfering with B’s performance of the contract by meddling).  Suggests that the interference may be so onerous as to cause a breach of contract.  (Log hauler example). Main difference between when recovery is allowed and not allowed seems to be the breach or non-performance of a contract. 
(f) Urbigkit Concurrence: Agrees with the majority holding and points out that because of the level of dissention in the court on the nature of the interference tort in the first place, adopting §766(A) would simply not be workable. Such determinations would be non-specific and conjectural. 
2) Restatement §767 “Improper” Interference: Consider the following factors (
a) The nature of an actor’s conduct – is there physical violence, etc. 
b) The actor’s motive – political,  malice, racial animus, greed
c) The interests of the other with which the actor’s conduct interferes – usually economic in contracts
d) The interests sought to be advanced by the actor

e) The social interests in protecting the freedom of action of the actor and the contractual interests of the other

f) The proximity or remoteness of the actor’s conduct to the interference 

g) The relations between the parties. 

3) Restatement § 768(2) ( The fact that one is a competitor of another for the business of a third person does not prevent his causing a breach of an existing contract with the other from being an improper interference. 

4) Intentional Interference with Prospective Contractual Relation: 

a) Doliner v. Brown (1986):

(1) Facts: Brown basically stole away a sale of property that Doliner had been planning to make, after Brown had found out through people working with Doliner the details of the sale. 

(2) Holding: A competitor may interfere with another’s contractual expectancy by picking the deal off for himself as long as he does not use wrongful means. The fact that Brown was seeking his own profit, and not simply to injury Doliner, is sufficient. 

(3) Brown Concurrence and Dissent: Feels that bad faith actions should be punished and common principles of decency should apply. 

b) Negligence: Negligent interferences with a prospective contractual relation will apparently NOT provide a cause of action. 

Chapter ii - Acquiring Trademark Rights 
A. Introduction 

1) “Lanham Act” – the Trademark Act of 1946 ( provides for a system of trademark registration and provides legal advantages to holders of registered trademarks.  This is not mandatory for a trademark to be valid, unlike patents.  Reasons why: would raise costs of entering a market; possible Constitutional conflicts between federal and state powers. 

B. Jurisdiction over Trademark Suits 

1) One can sue both in federal and state courts.  

a) Federal Court ( claims can be brought either under the Lanham Act or on the basis of diversity jurisdiction.

b) State Court ( statutory and common law trademark and unfair competition claims. 

C. Obtaining and Protecting Trademark at Common Law


1) Possible Defenses:

a) Abandonment: a trademark is only good as long as you use it ( if a party can demonstrate that another party has abandoned use of the mark, they may be able to get rights to it.  
b) Just Advertising: Δ company can claim that Π was just advertising the product whereas they, Δ, were making actual commercial use.  However, use in advertising can survive this challenged if sufficiently detailed and maybe if there’s a temporal link. {I.e., watch for our movie coming out June 1st.} (See also comment to Restatement §18). 
2) Policy Considerations
a) Investment ( Companies invest a lot into the branding of a product before the product ever hits the market.
b) Notice ( without notice of who else is working with the same mark, companies stand to lose money on their investments ( disincentive to business.
c) Registration ( Trademark Law promotes registration so as to prevent loss of investment due to lack of notice. 
d) Timing ( the user who quickly gets products to consumers justifies his ownership right by not sitting on the mark. 
3) Case Law

a) Blue Bell v. Farah Manufacturing (5th Cir. 1975): 
i) Facts: 2 companies used the mark “Time-Out” for men’s slacks.  
ii) Holding: The court considered various alleged use and concluded that: 1) F sending 12 pairs of slacks to its distributors, though a sale, was not sufficient; 2) BB selling slacks with 2 TMs on it also doesn’t count; and that F was the senior user when it sold pants on the market first. 
b) Zazu Designs v. L’Oreal (7th Cir. 1992): 
i) Facts: Zazu was a local salon in Hinsdale that sold some of its hair care products in plastic bottles with a business card taped to it.  They also mailed a few of these bottles to friends in Florida.  L’Oreal was selling funky hair colors under that name.  They checked with the salon numerous times as to whether or not they were publicly selling hair care products under the name of the salon. 
ii) Reasoning: The court did not find the salon’s use to be sufficiently extensive.  Easterbrook pointed out that registration eases this burden considerably: use sufficient for registration is not necessarily enough for acquisition of rights in absence of registration. If there is registration, competitors can quickly discover the mark.  If not, there is no way for them to know about the mark where its use is not widespread or well-known.  Furthermore,  the use requirement rewards those who act quickly in getting products to consumers. 
iii) Holding: The salon has not established any injury and was not the first user because use was insufficient. 
D. Obtaining Trademark Rights by Federal Trademark Registration [Lanham Act]

1) Federal Registration: entirely optional; entitles you to use the ® symbol. 
2) Lanham Act: allows registration of Trademark, Service Mark, Certification and Collective Marks. 
a) Trademark ( name, a symbol, word, device, or combination that is used to identify goods or distinguish them from others.
3) 2 paths of Lanham Act TM Registration:
a) §1(a) Application for Use of a Trademark: requires that you use the trademark as a precondition before actually filing your application. 

i) Procedure:

(1) You fill out the application.

(2) You have to make a certain # of representations:
(i) Allege that you have used your mark in interstate commerce; 
(ii) As evidence, you have to submit specimens of use, such as labels, boxes, etc.;
(iii) Indicate the GOODS on which you plan to use the mark – you only get a mark for a good in a certain context; 
(iv) Indicate what administrative category your goods fall into – there’s an international chart of classes, such as cosmetics, etc.
(3) You must pay a fee per class of goods – if you want to register the mark for multiple classes, you need to multiple fees.
(4) TM Attorney examines your application at the PTO ( verify your actual use of mark; determine whether mark and use are permissible under §2.
(5) If approved, Attorney sends mark for publication in the Gazette with a description
(6) 30 days given to file an opposition. 

(i) If opposition filed, case sent to the Trademark Trials and Appeals Board (TTAB), staffed by admin law judges.  Called an “inter partes” proceeding when between 2 parties on an opposition. Opposer – party who filed opposition; applicant – person seeking registration. 

1. Paper trial – board makes determination.  Party who is unsatisfied may appeal decision to the Federal Circuit.

2. Alternatively, a party may file a de novo claim in a federal District Court; subsequently, to a federal Court of Appeals.  This is a good choice if you want a chance to supplement the record with more facts. 

(ii) If the TM Attorney decides your mark doesn’t qualify, you get an ex parte proceeding before the TTAB (In re Jane).  The rest of the appellate procedure is the same. 

(7) The party who is ultimately successful gets registration for 10 years – renewable indefinitely, as long as the mark is being used.  At the 5-year-mark, you have to confirm that you are using it. 
b) §1(b) Application for Bona Fide Intention to Use Trademark (as of 1998): you can begin the registration process before you actually begin using the mark – “Intent to Use” or “ITU” application.
(1) Swear your bona fide intention to use mark in the next 6 months. 
(2) After TM lawyer reviews it, and approves, published in Gazette.
(3) 30 days allowed to filing of opposition (see above).
(4) If no opposition, NO REGISTRATION ( issued notice of allowance. 
(5) You have 6 months to commence use.
(6) Once use has commenced, you file a Statement of Use (SOU).
(a) If you don’t use within 6 months, you abandon the application and have no federal rights. 
(b) Alternatively, if you use before the notice of allowance, you may file an Amendment to Allege Use, and you skip a step and speed up the process ( proceed as under §1(a). 
(7) Registration will issue after SOU is reviewed and is found valid.  
(8) When the ITU is finally approved, enforcement for infringement dates back to the date of application. (Reasoning – once you file, there’s a record of your application to register and competitors have notice). 
c) Post-Registration Actions: 
i) Cancellation: any party with standing or substantive grounds can file a cancellation petition.  The party can allege any ground that would have been a bar to registration in the first place. 
(a) Appeals Procedure: TTAB, then Federal Circuit. 
ii) Presumption of Incontestability: after 5 years, many grounds for a challenge become unavailable; others always remain, however.  
d) Case Law:
i) White v. Paramount Pictures Corp. (Fed. Cir. 1997) (the Romulans Case):
(1) Facts:  Member of a band called “The Romulans” sells a connect-the-dot game at this concerts.  The Star Trek people sue him. Post-1988, “Token Use” – a one time use of a product, became unnecessary because of the ITU.  Mr. White, the band member, half-sold, half-gave away these games – similar to token use, though not one time.  

(2) Reasoning: This is insufficient use “in commerce” for registration of the TM for this particular good (Court doesn’t address whether this is really a good or not).  Use has to be typical to the industry.  Court found the use “sporadic, casual and nominal.”  The statute requires use in commerce that is “bona fide use in ordinary course of trade – not to reserve the mark,” and that reflects a “continual effort to create a viable business in the goods so marked.” 

(3) Holding: Mr. White loses his registration suit – no registration.  

(4) Some interesting questions: Why didn’t White just try to register name for the band – greater likelihood of success? Why not file an ITU for the game and increase use to make it sufficient?

ii) Warnervision Entertainment, Inc. v. Empire of Carolina, Inc. (2nd Cir. 1996):

(1) Facts: 9/94 TLV (Empire) filed an ITU for “RealWheels” for toy cars; 1/3/95 – WarnerVision wanted to use it for videos/cars; 1/6/95 – Buddy L (Empire) wanted to use it for toy replicas of cars.  Warner wanted to enjoin Empire from selling any of the cars – actually using the mark.

(2) Reasoning: An injunction would have prevented Empire from fulfilling the requirements of the ITU which it had already filed ( they wouldn’t be able to make the actual use.  

(a) Policy Reasons:  A

(i) Allowing Warner to prevail would undercut the whole point of the ITU provision – it would place companies in limbo between filing for an ITU and final registration. 

(ii) §7(c) of the Lanham Act – Application to Register Mark Considered Constructive Use, contingent on registration of the mark. 

(3) Holding: Because of the constructive use presumption in §7(c), Empire has used in accordance with the law, and is entitled to an injunction to prevent use by Warner.  

iii) Commodore Electronics v. CBM Kabushiki Kaisha (TTAB 1993):
(1) Facts: Commodore argues that CBM lacked bona fide intent to use in connection with an ITU application because he lacks objective proof thereof – documents, etc.  
(2) Reasoning: Lack of documents requested during discovery should allow a negative inference that they do not exist.  
(3) Holding: Lack of documents supporting or bearing upon a claimed intent to use a mark in commerce supports a presumption of lack of bona fide intent.  This can be overcome by producing the requests documents.  The requirement of bona fide intent is NOT a mere formality, and the proponent should be prepared to prove that such intent actually exists.  
CHAPTER III – PROBLEM TRADEMARKS

A. Kinds of Marks – Spectrum of Distinctiveness 

1) Fanciful: a mark that consists of one, or more, made-up word; a word that never previously existed in the English language and is made up to serve the merchant’s purpose; a coined word.  This usually doesn’t communicate anything about the product.  (Kleenex, Kodak, Kotex)
2) Arbitrary: words that exist in the English language but are not used in connection with their actual meaning. (Baby Ruth, Wild Turkey, Rose Red Tea)
3) Suggestive: provides subtle and attenuated hints as to the use. (Viagra, Nike, Coppertone)
4) Descriptive: provide relatively straightforward info about the product; doesn’t require a further inference. (Red Lobster, Chapstick, Steak ‘n Shake)
5) Generic: the word that describes the product category; not protectable as trademarks. (Milk, Bread, etc.) No trademarks by which the goods of the applicant would be distinguished form the goods of another should be refused

i) Genericness Abonitio ( mark is inherently generic. 
ii) Loss of Distinctiveness ( the mark lapses as a result of its own popularity (Heroin, escalator, zipper, etc. – Genericide!)

B. Case Law

1) Generic Terms 

a) Kellogg Co. v. National Biscuit Co. (1938):

i) Facts: Around the turn of the 20th century, National Biscuit Company (Nabisco) started manufacturing a shredded wheat cereal. When the patents expired, the Kellogg company started making the same product.  The product was different in size.  Nabisco sued Kellogg.

ii) Reasoning: A mark becomes generic when it stops signaling to the consumer a specific producer, and simply signals a type of product.  Nabisco had held a patent, but after that shredded wheat came into the public domain – people are free to copy it.   Secondary meaning doesn’t matter here because there is no primary significance.

iii) Holding: Justice Brandeis held that shredded wheat had lost its distinctiveness and become generic. 

iv) Policy Considerations:

(1) Pro-Consumer ( increases competition – price and variety benefits. 

(2) Against Consumer ( 

(i) Consumer confusion (once again, depends on whether people think of shredded wheat as product or brand)

(ii) Free-Riding ( company that develops heretofore unknown product invests in acquainting the public with it, and others get that benefit for free – discourage innovation? (Company may be able to recoup investment during tenure of patent)

b) A.J. Canfield Co. v Honickman (3rd Cir. 1986):

i) Facts: Canfield sued Concord for using the term “chocolate fudge” for a soda flavor and wanted to enjoin Concord’s use. 

ii) Reasoning:  To determine genericness of the term, the Court talks about a genus/species distinction – does not think the primary significance test is helpful here because at the time, there was only 1 species in the genus.  

(a) When is a new genus created?  

1. RULE: If a producer introduces a product that differs from an established product class in a particular characteristic, and uses a common descriptive term of that characteristic as the name of the product, then the product should be considered its own genus. 

(b) When is the term for a new genus generic?

1. RULE:  If no commonly used alternative effectively communicates the same functional information, the term that denotes the product is generic. [COMPETITOR NEED evaluation}

iii) Holding: Court found that the relevant product class is not “diet chocolate sodas,” but diet sodas that taste like chocolate (species/genus). 

c) Otokoyama Co. v. Wine of Japan Import, Inc. (2nd Cir. 1999):
i) Facts: Δ claimed that Π’s mark “Otokoyama” was in fact a generic term in Japanese for a certain type of sake and that Π’s mark was therefore fraudulently obtained under the Lanham Act.
ii) Reasoning: Doctrine of Foreign Equivalence – no merchant may obtain the exclusive right over a trademark designation if that exclusivity would prevent competitors from designating a product as what it is in the foreign language their customers know best.  [Basically, it the term is generic in a foreign language, you can’t get a trade mark registration for it – yogurt, for example]. 
(a) How does one determine if a foreign word is generic?

(i) Decisions of foreign courts with respect to the TM in question is not dispositive, but can be relevant and competent evidence of a relevant fact – must look to the purpose for which foreign decision is being offered. 
1. In this case, Δ offered decision of JPO for the purpose of showing that the word in Japanese refers to a type or class of sake.
iii) Holding: Evidence should have been admitted

d) Mircosoft Corp. v. Lindows.com, Inc. (W.D. Wash. 2002): 

i) Facts: Microsoft sued Lindows.com for trade mark infringement.

ii) Issue: Lindows argued that Microsoft’s “Windows” mark is generic .

iii) Reasoning: What distinguished Generic names from Descriptive names. 

(1) Standard of Proof ( preponderance of the evidence. 

(2) Generic – when primary significance is to describe the type of product rather than a source.

(3) Descriptive – Who are you? Where do you come from?

(a) Evidentiary Factors:

(i) Media Usage 

(ii) Dictionary Definitions

(iii) Microsoft’s Use of the Term – there was some evidence that because Microsoft coupled the term Windows on its products as “Microsoft Windows 1.0”, it considered Windows itself a generic one.

(iv) Competitor’s Use of the Term ( look at usage at time the mark came into being, not in retrospect.

(v) Testimony of Persons in the Trade 

(vi) Customer Surveys regarding likelihood of confusion 

(vii) Is it a kind, sort, genus or subcategory? 

iv) Holding: Court did not grant Microsoft’s request for a preliminary injunction. 

C.  Generic vs. Descriptive Marks and Secondary meaning 

1) Descriptive marks are usually defined as marks that describe an ingredient, characteristic or feature of a product in a way that its meaning is immediately obvious to the consumer; communicates information.  

2) Descriptive marks therefore can only be TM protected when they acquire secondary meaning – mark is distinctive of producer’s particular goods; it is all about consumer perception.

a) Restatement §14 ( a designation that is merely descriptive in nature  . . . is distinctive only if it has acquired secondary meaning under §13(b) (identified goods or services produced of sponsored by a particular person).

b) Lanham Act § 2(f) ( a mark that is merely descriptive shall not be refused registration if it has become distinctive. 

i) 5 years of exclusive use raises an automatic presumption of accomplished distinctiveness. 

3) Policy Considerations:

a) Competitor Need ( do not want to limit access to descriptive marks unless there is a good reason.  If the term doesn’t describe something specific, no need for monopoly. 

b) The need to leave the term available to the general public is not as compelling as with a generic term, which is why we still provide some protection for it. 


4) Case Law

a) In re Boston Beer Co. (Fed. Cir. 1999):

i) Facts: Boston Beer wanted to register the mark “The Best Beer In America” for a brand of beer.  They argued that the term had acquired secondary meaning and had come to be associated just with their beer.  They relied on their wins in the Great American Beer Festival, etc. 

ii) Reasoning: Examiner found that the mark was just a name for a “genus” of beer – beers touted as Best Beers in America.  The TTAB found the mark to be merely descriptive because it is “only laudatory” and “trade puffery.”  Laudatory marks and puffery are a condensed form of describing the character or quality of the goods, not the goods themselves. Descriptive goods nonetheless can become distinctive if secondary meaning, but some laudatory phrases or slogans can be so highly laudatory and descriptive as to be incapable of acquiring distinctiveness as a trademark.  

iii) Holding: In this case, BB had not met its burden of showing that the mark became distinctive of its specific goods: too laudatory to be distinctive as a trademark, and freely used by people to describe other goods as well. 

iv) Policy Considerations: 

(1) Why are laudatory terms/puffery only descriptive?

(a) Competitor need ( these terms are a way of calling attention to your product and everyone should be able to use them; presumption that they don’t mean anything in particular. 

(2) Length of slogan ( courts begin to pay attention when slogans get long.  They are a combination of regular words, so it becomes difficult to determine when it’s really a brand designator.  However, you can register them: “just do it” for Nike. 

(a) Helps if they have a distinctive twist – Morton Salt, “when it rains, it pours.”

b) Echo Travel, Inc. v. Travel Associates, Inc. (7th Cir. 1989):

i) Facts: 2 spring break travel companies ended up using the same or very similar photo of Daytona Beach, FL, in their ads.  The photos came from the same batch of promotional photos from the Daytona Beach advertising agency.  

ii) Issue: Can the photo be considered a trade mark of Echo Travel? It could be if it can prove that there is secondary meaning.  How do we measure secondary meaning? Consumer Perception!!!

iii) Reasoning: To measure consumer perceptions, there are several methods:

(1) Direct evidence ( 

(a) Consumer surveys.

(b) Consumer testimony 

(2) Circumstantial evidence ( 

(a) Exclusivity

(b) Length of use

(c) Manner of Use

(d) Amount and manner of advertising 

(e) Amount of sales and number of customers

(f) Established place in the market

(g) Proof of intentional copying 

iv) Holding: Echo did not meet its burden of showing that the poster had acquired secondary meaning sufficient to make it distinctive of Echo’s services.

c) Park ‘n Fly, Inc. v. Dollar Park ‘n Fly (1985):

i) Facts: This is a dispute between 2 airport parking lots, with Π being the holder of a federal registration for the name “Park ‘n Fly.”  Δ counterclaimed to Π’s suit, claiming that there is no infringement because the term is generic and merely descriptive.  Π asserts that its mark is noncontestable.  The District Court dismissed the claim of genericness.  The issue litigated is that of a “merely descriptive” mark. 

ii) Reasoning: Common descriptive names = generic.  Merely descriptive names may be registered if secondary meaning is shown.  Such a mark may become incontestable after 5 years of being registered, with the registration serving as conclusive evidence of the registrant’s exclusive right to use the registered mark.  An incontestable mark can be cancelled if it becomes generic §14(c), also if abandoned, but not for falling into other categories of mark.  Also for fraud, etc. 

(1) Section 15 of the Lanham Act: §15 begins with a very long clause that says “Except”: the right to use the mark shall be uncontestable with respect to the goods for which it was registered if it has been used for 5 years provided that:

(a) 1) there can’t be a final decision against the validity of mark

(b) 2) there aren’t lawsuits pending against my mark

(c) 3) there’s an affidavit on file saying that I’ve been using the good for 5 years and am still using

(d) 4) can’t ever get it if the mark is found to have become generic.

(2) An incontestable mark is not bulletproof.  However, incontestable status is conclusive evidence of the registrant exclusive right to use that mark – and mere descriptiveness is not a basis for challenging an incontestable mark.  A mark can be cancelled only if generic (as far as type of mark goes): the 5 year limit protects other categories such as descriptive. 

iii) Holding: the holder of a registered mark may rely on incontestability to enjoin infringers and such an action may not be defended on the grounds that a mark is merely descriptive.  The incontestability assertion cannot be used in a defensive manner. 

iv) Policy Discussion: What are the reasons for having an incontestability provision?

(1) Repose: strengthening the owner’s rights – peace of mind and security in ownership of the mark and in your investment; similar to a “quiet title” property provision; also similar to adverse possession – even if the PTO makes a mistake, if you have an interest, you should bring an opposition within 5 years. 

(2) Competitor Need Argument: though this is a valid concern, if no one bothered to bring a claim during the period of pending registration and subsequent 5 years, they must not need it that badly. 

(3) Generic/Fraud: survive because these are considered of such importance that cancellation is allowed after 5 years to protect the public interest.

(4) Incentive to Registration: incontestability status encouraged businessmen to register their marks – great security after 5 years. 

(5) Notice: once registered, there’s notice to other companies of the mark – prevents possible conflict and further litigation. 

5) Descriptive vs. Suggestive Marks 

a) Security Center, LTD. v. First National Security Centers (5th Cir. 1985):

i) Facts: One storage company sued another for using a virtually identical name.

ii) Issue: Is “security center” a descriptive or suggestive mark?

iii) Reasoning: 

(1) Descriptive ( identifies a characteristic or quality of article; must have secondary meaning; need only describe the essence of the business – no need to spell it out. 

(2) Suggestive ( suggests rather than describes a characteristic and requires effort of imagination. 

(3) Factors to look at in determining the descriptive/suggestive paradigm:

(a) Imagination ( how much imagination is required from consumer to try and gather from the mark info about the qualities, characteristics, effect, purpose, etc.

(b) Competitor Need ( are sellers of similar products likely to use or do use the term in connection with their goods. 

(c) Creativity ( correlative on the part of inventor to imagination on the part of consumer.

(4) Holding: The court found that the term was descriptive, though with potential to be suggestive.  Only a modicum of creativity was necessary here to come up with the name.  Δ had managed to show that competitors frequently used the precise term in their own names – high competitor need.  Overall, scales tipped in favor of descriptiveness. 

(5) Policy Considerations: 

(a) Competitor Need: check to see if exclusion of a term from language freely available to all for commercial use will interfere with competition among providers of the same product or service.  


6) Personal Names
a) In re Hutchinson Technology Inc.  (Fed. Cir. 1988):
i) Facts: HT wanted to register that for disc drives and some other techy thingymagigs.  Lanham Act §2(e)(4) and the common law do not provide TM protection for marks which are “Primarily a surname.”  However, Secondary Meaning can save the day.  
ii) Reasoning: 

(1) Threshold determination: is the mark primarily a surname?
(a) Surname Determination – factors to look at:
(i) Impact or Impression on public of the Primary Significance of a word when applied to a product.
(ii) Mark in its Entirety – the proper consideration is of “Hutchinson Technology,” not Hutchinson. 
1. Adding words to a standalone surname (Jones & Co.) will not necessarily take the mark out of the surname category.  
(iii) Factors PTO considers in determining whether a mark is primarily a surname:
1. Degrees of surname rareness.
2. Whether anyone connected with applicant has the surname.

3. Whether the term has any recognized meaning other than that of a surname

4. The structure and pronunciation or “look and sound” of the surname. 

iii) Holding: You must consider the actual mark the registrant seeks to register.  TTAB should have considered the mark “Hutchinson Technology” as a whole, and looked at what impression it communicates to the public as such. 
b) Lanham Act §2(a): no mark can be registered that may disparage or falsely suggest a connection with persons, living or dead, institutions, beliefs, or national symbols, or bring them into contempt or disrepute. 

c) Lanham Act §2(c): consists or comprises a name, portrait, or signature identifying a particular living individual except by his written consent, or the name, signature, or portrait of a deceased President of the US during the life of his widow, if any, except by the written consent of the widow. 

d) Lanham Act §6: you can be asked to disclaim a portion of your mark, such as “technology”, that is unregisterable.  You agree that you assert no legal rights to this part. This is usually done at the PTO level.  This is done so that others can still use those parts in their marks. 

e) Taylor Wine Co. v. Bully Hill Vineyards, Inc. (2nd Cir. 1978):

i) Facts:  Walter S. Taylor, Δ, is the owner of a winery called Bully Hill. Starting in 1977, he started marketing wines under the Walter S. Taylor name.  However, there is also a Taylor Wine Co., which is probably the best known NY wine company.  Interestingly, the name of this company goes back to Walter’s grandpa.  Taylor is a common name, but there is certainly secondary meaning for the Taylor Wine Co.  Taylor Wine (TW) sues Walter to enjoin his use of the name.  The merits weren’t really in debate, but the Court of Appeals didn’t like the absolute injunction issued by the lower court. 

ii) Reasoning: The Court took very seriously the limiting of a man’s ability to use his own name on his products, and therefore modified the injunction: Taylor had to take precaution to prevent mistake – put disclaimers on his bottle indicating that he was not associated with TW.  


(1) Factors to consider to determine remedy:

(a) Did the person trying to use the name previously sell the rights to it to the owner of the TM? 

(b) Did person enter the field simply because his name was fortunately similar to another dominant in the market already? (Sam McDonald going into the fast food business).

(c) IS 2nd comer not a newcomer but a legitimately practicing individual in the field with a genuine desire to built a business under his name?

iii) Holding: A 2nd comer whose identity will be taken away by a limitation on using his name may be allowed to retain a limited use of his name even though the goodwill of the name has been conveyed.  Walter Taylor couldn’t use the name Taylor as a mark for his wines, but he could indicated his own connection with his vineyard, by placing his signature on the label, etc.  He had to put a disclaimer on the bottles. 


7) Geographic Descriptions:

a) Lanham Act §2(e)(2) – Primarily Geographically Descriptive: A mark cannot be registered if used on or in connection with the goods of an applicant when primarily geographically descriptive of them, except as indications of regional origin under §4. 

i) §2(f): this can be overcome through Secondary Meaning. 

b) How to determine if a place is a geographic description in the first place?

i) Significance to the Public Test ( must be relatively well-known to communicate significance to the public; geographic nick names (Big Apple) also count.

c) American Waltham Watch Co. v. United States Watch Co. (Mass. 1899): 

i) Facts: Waltham, Mass., was known for manufacturing watches – it thus acquired secondary meaning.  

ii) Reasoning: Like with copyright, a first comer has a right to prevent future competitors from just free-riding on his “custom,” so competitors must take some measures to accommodate him, though they can identify where they come from.

iii) Holding: Limited injunction.  Must consider 1) importance of indicating place of manufacture; 2) discrediting effect of disclaimers; and 3) importance of preventing inferences being drawn from Δ’s product to Π’s product. 

d) In re Eastern National (TTAB 2001): In determining if something is “primarily geographically descriptive”, focus should fall on “primarily,” because it is not the intent of the federal statute to refuse registration of a mark where the geographic meaning of a term is minor, obscure or remote.


C. Factually Inaccurate Marks

1) Deceptive v. Deceptively Misdescriptive Marks

a) In re Budge Manufacturing (Fed. Cir. 1988):
i) Facts: Lovee Lamb seat covers were made from synthetic fibers.  
ii) Reasoning: §2(a) prohibits sale of products that consists or comprise deceptive matter.  
(1) Test for Deceptiveness under 2(a), drawn from In re Shapely and In re Simmons:
(a) False ( Is the term misdescriptive of the character, quality, function, composition or use of the goods?
(b) Believable ( If so, are consumers likely to believe that the midescription actually describes the goods?
(c) Important ( If so, is the misdescription likely to affect the decision of purchasers?
(2) The answer to all these must be “Yes” for it to be deceptive.
(3) If deceptive, Secondary Meaning can’t save it. 
(4) Context ( the court may consider context in which term is used to see if it negates deceptiveness. 
(5) Clarifying language ( this doesn’t negate deceptiveness because that is not part of the mark usually, and there is no requirement that whatever way that that’s advertised continue to be placed on the product.  The company may stop publishing the explanation once they receive registration.  
iii) Holding: A mark that contains deceptive matter is barred from registration – no love for Lovee Lamb.  
iv) Policy Considerations:
(1) Consumer Protection ( NOT about Competitor Need; we do not want to allow someone to confuse consumers and make a profit off of that. 
(2) Preventitiveness ( just because registration won’t issue doesn’t mean the company has to stop using the mark – there’s just no federal protection for it.  Someone else can start using it – but then we have 2 liars in the market? 
(a) The only way to prevent people from selling deceptive goods is under the Federal Trade Commission Act. 
b) Common Law Rule – “Unclean Hands Doctrine”
i) Restatement §32 ( if mark is deceptive or otherwise in violation of public policy, the only thing that happens to the owner is that they are not entitled to get relief against others in the form of damages or injunctions. 
c) In re Berman Bros. Furniture (TTAB 1993): 
i) Facts: BB wanted to register the name “Furniture Makers” for their furniture store, except they sold furniture that they bought from others, didn’t make themselves.  LA §2(e)(1) prohibits marks that are deceptively misdescriptive.  
ii) Reasoning:

(1) Test for Deceptively Misdescriptive:
(a) Does the mark disdescribe a characteristic, quality, function, composition or use of the goods or services?
(b) Are consumers likely to believe that the misdescription actually describes the goods or services? 
(i) No materiality requirement here, unlike Lovee Lamb – distinction based on reaction and perception of consumer. [How important is this though?]
(c) This can be salvaged by Secondary Meaning (§2(f)).  
iii) Policy Considerations:  
(1) Why do we allow terms that appear deceptive their description to be redeemed by secondary meaning?  Competitor Need!!!
(2) Registration ends up being deferred until Secondary Meaning develops. 
(a) LASTS FOREVER Soap ( probably registerable because, though misdescriptive, it’s probably not deceptive because people aren’t likely to believe that the soap in fact lasts forever.  
2) Geographically Deceptively Misdescriptive Marks 

a) In re Nantucket (CCPA 1982):
i) Facts:  Registration denied for the mark “Nantucket” for men’s shirts. 
ii) Reasoning: THE LAW HERE IS WRONG – BEEN CHANGED. 
(1) TTAB found this to be “Primarily Georgraphically Deceptively Misdescriptive” – primary meaning of the mark on shirts was geographically misdescriptive because they weren’t made in Nantucket.  Court REVERSED. 
(2) For Deceptively Misdescriptive, there must be some degree of deception ( 

(a) Goods/Place Association – are people likely to associate the goods with the place because it’s famous for making this kind of product, like Murano Glass?  Usually, there has to be an association of the good with the place, even if not that famous. 
iii) Holding: The goods must be considered in the context of their marketplace according to the goods/place association.  If it doesn’t exist, there is no deception of the public.  Mark registration should be allowed. 
b) Change in the Law following NAFTA and new round of GATT:

i) NAFTA ( now, PGDM is no longer salvageable by Secondary Meaning because of the element of deception to it. 
(a) Under §2(f) of the Lanham Act, both 2(e)(2) Primarily Geographically Descriptive and 2(e)(3) PGDM subject to redemption by Secondary Meaning. 
(b) NAFTA and GATT changed that: for example, the French were probably not pleased about people using Champagne for sparkling wine when that term really is descriptive of a region in France that is obviously known for a specific product. 
(i) Any American wineries using Champagne are using PGDM marks – CANNOT save these anymore.
c) In re California Innovations, Inc. (Fed. Cir. 2003):
(1) Facts: Canadian company wanted to register the mark “California Innovations.”
(2) Reasoning: 
(a) There are three types of determinations regarding geographic marks ( 
1. Geographically deceptive §2(a) – test centers on materiality of deception. 
2. Primarily geographically descriptive §2(e)(2)
3. Primarily geographically deceptively misdescriptive §2(e)(3)
(b) Before NAFTA, under the Lanham Act §2(f), (1) could not be saved by Secondary Meaning; (2) and (3) COULD be saved.  Focus was primarily on distinctiveness rather than deceptiveness.  Did not really look out for fraud as much as distinctiveness.  There was no materiality requirement. 
1. Major Difference between Deceptive and Descriptive/Misdescriptive Marks was that 1) deceptive rejection was final; 2) rejection for description was temporary – until Secondary Meaning kicked in. 
(c) After NAFTA, Geographically Deceptive Marks = PGDM.   Focus shifts from descriptiveness to prevention of public deception through inaccurate geographic description.  
(3) Holding: PGDM marks under §2(e)(3) are now denied registration and are not able to be saved through Secondary Meaning – emphasis on prevention of fraud upon the consumer.  Denial is permanent.  NEW TEST:
(i) Is primary significance of the mark a generally known geographic location?

(ii) Is the public likely to believe that the place identified by the mark is the origin of the goods, when in fact the goods do not come from there? [kind of like a Goods/Place distinction?]

(iii) Is the misrepresentation a material factor in the consumer’s decision? [Basically, would they not buy the product if they knew it didn’t come from where they think it came from? Examples: Boston salt water taffy, San Fran sourdough, Belgian chocolate]

i. (Basically, it appears that the NAFTA statute virtually added a provision to Lanham Act that says that 1) PGDM marks must be evaluated for materiality, and 2) if all factors are met, Secondary Meaning no longer applies). 

(4) Policy Considerations: 

(a) This appears to make it easier to register inaccurate marks because more factors need to be met.

(b) This seems to be the opposite of treaty intent.

(c) §2(e)(3) also seems superfluous now. 

d) Bronco Wine Co. v. United States (E.D. Cal. 1997): 


E. Immoral, Scandalous and Disparaging Marks

1) Greyhound Corp. v. Both Worlds, Inc. (TTAB 1988):

a) Facts: BW wanted to registered a design with a logo of a dog defecating on the ground.  Greyhound opposed it because the logo was similar to their logo of a running dog, asserting that the mark is immoral and scandalous material. 

b) Reasoning: §2(a) precludes registration of any material which consists of or comprises immoral or scandalous matter.  What does this mean?

i) Shocking to the sense of decency, propriety; offensive. 

ii) Court considered the CONTEXT of the logo: the mark is a dog defecating on a shirt, not the ground – thus, not a natural environment.  

iii) Shock value of the mark – in this case, shock stems from offensiveness of the depiction. 

c) Holding: Board found that the substantial composite of the general public would find the mark scandalous. 

d) Policy Considerations: this appears to be about protecting the sensibility of the public.  However, this doesn’t preclude use; it does preclude government sponsorship of the use. 


2) Ritchie v. Simpson (Fed. Cir. 1999):

a) Facts: OJ Simpson registered his name as a mark for a bunch of paraphernalia.  Mr. Ritchie, a regular guy, filed opposition alleging that the marks are a) immoral and scandalous; and b) that it’s merely a surname.  The real issue here is whether Mr. Ritchie has standing.

b) Reasoning: Court finds that he has standing, because as a family man he would be offended by trademarks being registered to a known wife-beater and murderer.  

i) Scandalous  & Immoral?

(a) This case suggests that because these are issues of public perception, perhaps they should be allowed to go to the public, i.e., unless totally offensive, publish the mark in the Gazette, and then people can oppose it like Mr. Ritchie if they want. 

ii) Holding: Ritchie has standing and remanded for further proceedings.

3) Pro-Football, Inc. v. Harjo (D.D.C. 2003):

a) Facts:  A group of Native Americans sued the NFL over the name the “Washington Redskins,” claiming that it is disparaging to Native Americans.  

b) Reasoning: Factors for the court to consider in determining whether the mark may disparage under §2(a):

(1) Focus on the referenced group, NOT the general public 

(a) It has to be a substantial composite of the referenced group

(2) Focus on time of registration, NOT time of the lawsuit/ substantive legal challenge

(3) Focus on the relationship of mark to the goods/services

(4) Intent to disparage not necessary – if the mark “may” disparage, that may be important. 

c) Holding: Court reversed findings of disparagement and found for NFL on the laches claim.  Court finds for the Football Company and dismisses the Con Law claims. 

CHAPTER IV: PACKAGING AND CONFIGURATION OF GOODS

Trade Dress and Distinctiveness 

1) Trade Dress ( generally, packaging and product configuration.  Must be distinctive to be protected.  It can be registered separately from the mark itself – like the Coca-Cola bottle. 

2) Two Pesos, Inc. v Taco Cabana, Inc.  (1992):

a) Facts: 2 Mexican restaurant chains were suing over the décor of the restaurant.  

b) Issue: Must TD be inherently distinctive in order to be protected or does it need to attain secondary meaning? There was a circuit split.

c) Reasoning: Marks that are fanciful, arbitrary or suggestive can be inherently distinctive.  Descriptive marks may acquire distinctiveness through secondary meaning.  Trade dress that is generic can never be protected.  Must also be non-functional.  Lower court found that TD in this case was inherently distinctive and non-functional.  

d) Holding: Proof of secondary meaning is not required for trade dress that is inherently distinctive.  It would be required for trade dress that is merely descriptive – same thing as with a mark.  See §43(a).

3) Qualitex Co. v. Jacobson Products Co., Inc. (1995):

a) Facts: Qualitex sued another company for using the same distinctive green color on their dry cleaning pads. 

b) Issue: Can color alone serve as a mark that is federally protected?

c) Reasoning: Jacobson company made 4 arguemtns, two of which were interesting:

i) Shade Confusion: Δ argued that courts have no way to distinguish between the different shades of colors – judicially inadministrable test.

(a) Court rejected this argument ( they have to make tough decisions all the time. 

ii) Color Depletion: all colors will get appropriated and this will hinder competition; there may only be a few colors suitable for a certain purpose.  

(a) Court rejected this argument as well.  There is also always the Functionality Defense – if this really became a barrier, competitors could argue that color serves a functional role and should not be protected. 

iii) What about Distinctiveness? Can color be inherently distinctive? The court suggests that color would need to acquire secondary meaning. 

d) Holding: The type of format you use ought not be an obstacle to protection – the key is to see if it meets all the prerequisites of a mark.  “Ontological status” should not be a barrier. 

4) Wal-Mart Stores v. Samara Brothers, Inc. (2000): 

a) Facts: Wal-Mart sold children’s garments that were copied from the Samara Brothers’ design.  

b) Issue: Configuration (the TD is the good itself) ( when is this distinctive and therefore protectable under the Lanham Act?

c) Reasoning: The problem with claiming that configuration is inherently distinctive is that when the trade dress is the good, it presents attributes that one wants to buy – that’s its primary purpose, not to signal the origin of the product.  

i) How do we determine if something is distinctive? 

(1) If the mark’s intrinsic nature serves to identify a particular source (fanciful, arbitrary, suggestive marks)

(2) Secondary Meaning

ii) Court found that design/trade dress, like color, can never be inherently distinctive.  Consumers do not have a predisposition to equate product design with the source.  

d) Holding: Product design usually serves purposes other than source identification and can therefore NEVER be inherently distinctive.  Trade dress can sometimes be inherently distinctive (Taco Cabana), but product-design trade dress cannot. [Scalia said that Taco Cabana was either about product packaging as opposed to design, or about some other thing.] Ambiguous trade dress should be classified as product-design and should be held to the standard of Secondary Meaning.  

e) Policy Considerations: 

i) Competition ( Scalia may have been concerned with not depriving consumers of the benefits of competition: people may not be able to have affordable items that look like more expensive ones where you protect something that is a product as well as a design. There’s an inherent right to copy unless we can find a reason otherwise – free competition ( Scalia. 

ii) Free-Riding ( this is the opposite concern: disincentive for business.  Scalia thinks you can get patent or copyright protection to off-set any damage. 

iii) Seabrook Case (mentioned and disagreed with in Wal-Mart):  articulated a test for inherent distinctiveness of product packaging:

(1) Is it a common basic shape or design?

(2) Is it unique or unusual in the field?

(3) Is it a mere refinement of a commonly-adopted and well-known form of ornamentation for a particular class of goods viewed by the public as such? 

5) Sunrise Jewelry v. Fred. S.A. (Fed. Cir. 1999):

a) Facts: Sunrise filed a petition for cancellation of Fred’s rope jewelry design (not the mark, but the design itself) for being generic.  

b) Issue: Can an incontestable mark be challenged on the grounds that the TD is generic?

c) Reasoning: Something that is generic cannot serve as a mark, whether that’s trade dress or a word mark, because it is the source-distinguishing quality of the mark that makes it protectable.  Generic name in the Lanham Act encompasses anything that might serve as an indicator of a source, including trade dress – this has to be true because otherwise things other than word marks would receive more protection than the mark itself! 

d) Holding: Trade dress can be generic, and can be a basis for cancellation of trade dress registration. 


6) In re Morton-Norwich Products, Inc. (CCPA 1982):

a) Facts/Issue: Can the configuration of a spray bottle be protected?

b) Reasoning: Functionality always applies to the design of the thing, and not the thing itself.  How do we determine functionality?

(1) Look to design

(2) Does it have utility?

(3) What is the degree of utility?

(4) Is the degree of utility is superior?

(i) Superiority – based on competitor need; must be one of the best or few superior designs in functionality and economy of manufacture available.

(b) If yes ( trade dress is functional. 

ii) Restatement § 17: Slightly more lenient definition (not the governing law)

(1) Design is functional if it affords benefits in manufacturing, marketing, or use of goods, apart from any benefits attributable to the design’s significance as an indication of source, that are important to effective competition and not so available through other designs.  

7) Traffix Devices, Inc. v. Marketing Displays, Inc. (2001):

a) Facts: Two companies sued over similar designs of road hazard signs.

b) Reasoning: A design is functional if it is essential to the use or purpose of the article or if it affects the cost or quality of the article. [Inwood] It is also one where “the exclusive use of design would put competitors at a significant non-reputation-related disadvantage.”  [Qualitex] But it need not be the only workable design. The Inwood rule applies in all cases, particularly ones of Utilitarian Functionality, such as this one. (Qualitex more for aesthetic functionality). 

c) Holding: Where the Inwood test is satisfied (and the method is unique and useful for the purpose required), no further inquiry is needed. Other design possibilities need not be considered - once functionality is established, availability of alternative designs won’t negate the standing finding of functionality and will not allow trade dress to be registered as a trademark.

d) Policy Considerations: The Lanham Act does not exists to reward manufacturers for their innovations ( that’s for patent law.  It simply protects designs that immediately identify their producer.  

e) Evidence: What type of evidence shows functionality?

i) Patents – utilitarian patents are strong evidence of utilitarian functionality; for core elements of a patent it’s pretty much dispositive. 

(1) Design patents can be evidence – you can overcome it by showing that the design is purely ornamental.

ii) Evidence that other manufacturers in your business use similar containers – shows that most people find this the most useful packaging.

iii) Marketing ( if you advertise the product for its utility.

iv) Evidence of alternative designs – can help show that it’s not the only essential design. 

8) Wallace International Silversmiths v. Godinger Silver Art (2nd Cir. 1990):

a) Facts: Cheap silverware maker copied Wallace’s Grande Baroque design for forks, etc. Wallace sued. 

b) Reasoning: Functionality consists of the fact that the very appearance of the fork is what is being sold – thus, using a different design would not reach the same target audience. Court adopts the view of the Restatement: “where an ornamental feature is claimed as a TM and TM protection would significantly hinder competition by limiting the range of adequate alternative designs, the aesthetic functionality doctrine denies such protection.” 

c) Holding: Court emphasized ability of other players to enter the market (i.e., target the same audience) and did not resolve the ambiguity of the aesthetic functionality doctrine. Held that Wallace could not interfere with others’ entrance into the market.  For this reason mostly, Court denied injunction.   

9) Hartford House v. Hallmark Cards (10th Cir. 1988):

a) Facts: Hallmark copied the style and appearance of Blue Mountain’s series of sentimental cards: spray-on color, multi-colored edge, three-panel fold. 

b) Reasoning: Hallmark claimed that all these features are functional because they appeal to the sentimental mood.  They argued that each feature should be viewed separately.  Court focused on competitor need to determine whether the design was in fact functional, i.e., the superior design – availability of comparable other options could be evidence of uniqueness. 

c) Holding: The overall appearance of the card constitutes its trade dress.  Proper inquiry is whether the collection of features that comprise the card is functional, not each individual feature where the product is really the sum of its parts.  Court found BM’s combination of features to not be functional: protected trade dress. 

10) Publications International LTD. v. Landoll, Inc. (7th Cir. 1998):

a) Facts:  Manufacturer of a cookbook sued for trade dress infringement. 

b) Reasoning: Similar situation to Hallmark – court looks at the factors that make up the book, such as oil cloth cover, gilded edge, etc.  However, unlike 10th Circuit, Posner doesn’t decide on the sum of the parts but determines utilitarian functionality based on the elements.  

c) Holding: Court decides that the design is functional – most useful in the kitchen and on the shelf. 

d) Policy Considerations: Which approach is better for consumers?

i) 10th Cir. Sum of its Parts ( not as good for consumers because by protecting more design it may decrease competition. Of course, it may also force companies to bring more variety to the market.  

ii) 7th Cir. Individual Factor Evaluation ( may be better because permits more competition.  However, less incentive for investment because no protection. 

iii) Aesthetic Functionality Generally ( where there are suitable alternatives, it’s likely that aesthetic functionality will not be found. 

Federal Pre-emption of State Law Trade Dress Protection 

1) Federal Trade Dress law trumps state intellectual property law. 

2) Sears v. Stiffel and Compco v. Day-Brite Lighting (1964) – decided on the same day and are companion cases:

a) Holding: States cannot enforce unfair competition state claims that conflict with federal patent statute.  That would allow states to put out of public reach something the federal government thinks should be in the public domain.  Here, protection was sufficiently patent-like and conflicted with patent law. 

b) Controversy: Justice Black declared that “if the design is not entitled to a design patent or other federal statutory protection, then it can be copied at will.”  This scared a lot of people because if they didn’t meet the requirements for federal registration they might be out of luck. 

3) Bonito Boats v. Thunder Craft Boats (1989):


a) Facts: State statute in FL forbid copying hulls of boats.  

b) Reasoning: Though state regulations of IP must yield to federal law to the extent that it conflicts with patent law, state may place limited regulation on circumstances where design may lead to consumer confusion as to source – as long as nature and degree of protection does not conflict with federal law.  

c) Holding: The Florida statute substantially impedes the public use of objects in the public domain – goes beyond usual unfair competition protection.  Unfair competition has as its aim protection of consumer confusion about source. The current statute protects producers from having their work copied. States are free to protect unpatentable shapes where the state purpose is to prevent consumer confusion, notwithstanding patent law.

CHAPTER V: INFRINGEMENT, DILUTION AND COUNTERFEITING 

Likelihood of Confusion 

1) This is the most important test for infringement.  Factors to look at: 1) similarity of the mark; 2) similarity of goods/services; and 3) geographic area.

2) Criminal Consequences/Problems of Counterfeiting: 

a) Problems with small-time sellers of counterfeit goods extend beyond the economic and IP sphere to the social and the criminal. 

b) §34(d) (P. 28) provides the remedy for this ( Entitles a trademark owner to obtain an ex parte seizure of counterfeit goods – prevents the counterfeiters from escaping with their merchandise.  However, this is a very strong remedy and not to be treated lightly. (See also Trademark Counterfeiting Act of 1984 – 18 U.S.C.A. § 2320).  

3) Case Law

a) Quality Inns International v. McDonald’s (D.Md. 1988):
i) Facts: Quality Inns wanted to come out with a new chain of hotels called “McSleep Inn.”  McDonald’s sued for infringement.  Central question – Likelihood of Confusion.
ii) Reasoning: 
(1) Test for LoC:

(a) Strength or distinctiveness of the mark
(b) Similarity of the two marks
(c) Similarity of goods/services
(d) Likelihood that the senior user will bridge the gap
(e) Similarities of facilities used by the parties conducting their business
(f) Similarity of advertising used by parties
(g) Δ’s intent
(h) Actual Confusion.
(2) Dimensions of the test ( do the marks 1) look alike; 2) sounds alike; 3) mean the same thing.  
(3) Family of Marks ( when a company owns a number of related marks.  Because the structure of this family of marks is so well known, there’s a high chance that LoC will be found in this case. 
(4) In this case, we had restaurant services vs. lodging/motels.  Because of the pervasiveness of McD’s mark, there was evidence of actual confusion as shown by survey evidence. 
iii) Policy Considerations: In some earlier cases, likelihood of confusion was treated very narrowly – goods had to be identical (Borden Milk v. Borden Ice-Cream).  The test has been expanded, however.  Why?
(1) Diversification: perhaps in the past there was less concern with diversification of business.  
(2) Reputation ( even if goods aren’t identical, but are of poor quality, an association might arise of the name with poor quality goods in general.  
(3) Related Goods Doctrine (Aunt Jemima) ( There must be enough similarity to cause association, however.  Borden Milk v. Borden Tires probably won’t do. 
iv) Holding: There is infringement here because: 1) McSleep is so similar to McD’s family of marks in whatever clothing it is dressed that the public will connect it with McDonald’s; 2) Confusion occurs in a different, but related market; 3) Though intent is not necessary, but Mr. Hazard’s line of thinking is strong evidence that he hoped to ride on McD’s popularity.
b) Conopco, Inc. v. May Dept. Stores (Fed. Cir. 1994):  Venture stores sold lotions, etc., of their generic brand in packaging very similar to the brand name product.  However, the packaging was purposely marked with the generic name and invited consumer to compare it to the brand name by specific reference. 
i) Holding: No infringement because of the prominent placement of Δ’s well-known TM. 

c) Levy v. Kosher Overseers Association of America, Inc. (2nd Cir. 1997):
i) Facts: A lab that certified kosher foods applied for a TM for its logo and was denied because of similarity to another business whose mark was similar in the same market. The TTAB decided that likelihood of confusion would result.  The losing party did not appeal, but continued use.  Thereafter, the party that had filed the opposition brought this suit for an injunction, relying on the TTAB ruling on collateral estoppel grounds.
ii) Reasoning: 
(1) §2(d) of the Lanham Act prohibits registration of:
(a) A mark registered with the PTO, OR

(b) A mark or trade name (such as Proctor & Gamble) previously used in the US by another and not abandoned
(2) For collateral estoppel to apply, the issues litigated previously must be identical.  LoC standards for registration and those for infringement can be different.  The main difference is the Court’s consideration of actual evidence of confusion, which the PTO and TTAB do not necessarily look at – they do not take into account the context of the market place (i.e., how the competition of marks actually plays out).  
iii) Holding: No Collateral Estoppel applies to TTAB’s finding of LoC in previous proceeding.  (It could have that effect in other cases if there’s evidence that they considered the context of the marketplace). 
4) Reverse Confusion:
a) Ameritech, Inc. v. Ameritech Infomration Technologies Corp. (6th Cir. 1987):
i) Facts: AI, little Ohio company, was the first used of the Ameritech name but never registered it federally, only in OH.  AIT is a big phone company that later expands to Ohio.  AI files infringement suit.
ii) Reasoning: This is a case of Reverse Confusion: where the senior user is damaged by confusion with the junior user, who is bigger and more wide-spread; senior user is overwhelmed by junior user. 
(a) Reverse Confusion Factors:

(i) Strength of Π’s mark (senior user) in his market 
(ii) Relatedness of Goods
(iii) Similarity of marks
(iv) Evidence of actual confusion
(v) Marketing channels used
(vi) Likely degree of customer care
(vii) Δ’s intent in choosing the mark

(viii) Likelihood of expansion of product lines 
iii) Holding: Court found that Π’s mark was strong in Ohio, with state registration as evidence of this, and reversed the judgment of the District Court for Δ.  Little guy wins here.  
iv) Policy Considerations: What’s so bad about reverse confusion?
(1) Reputation ( people may assume that Senior User is actually an upstart trying to piggy-back on the wider-known Junior User’s fame.  Also, if the Junior User’s reputation is bad, it could ruin the Senior User by association. 
(2) Origin/Source ( people may assume that Senior User has some connection to Junior User, such as sponsorship; old customers may assume that it sold out to the big company. 
(3) Expansion ( competition with a big junior user would hurt senior user’s ability to expand into other markets, to relocate. 
(4) Schechter’s Opinion ( intent here is the most important factor.  If the junior user knew about the senior user and went ahead with this anyway, they brought trouble on themselves. 
5) Reverse Passing Off

a) Dastar Corporation v. 20th Century Fox Film (2003):
i) Facts:  Fox made a series using footage from WWII, and copyrighted it.  However, the copyright lapsed.  Fox later reacquired the TV rights and started selling videos.  Dastar also sold WWII videos, in which they used some of the footage from the original Fox series that was now in the public domain because of lapsed copyright.  
ii) Reasoning: Scalia rejects the “origin means conception theory,” i.e., that the source of the product is the party that conceptualized the product.  He believes the origin of the video is the party that physically pieced it together, in this case, Dastar.  Otherwise, the Wal-Mart case would have had to go the other way because Samara Brothers had conceptualized the idea of the little kiddie dresses, even without any secondary meaning. 
(1) Copyright concerns – if the copyright has lapsed and it’s in the public domain, it would seem to go against public policy to protect something that copyright law has declared should be public. 
iii) Holding: Dastar did not infringe because they were the origin of the tangible product they were selling.  
iv) Policy Considerations:
(1) Schechter worries that this would allow people to rip off works of other authors, etc., whose copyrights have expired, by simply reproducing the works in different packaging. 
6) Infringement by Use on Promotional Goods

a) Trademark is the good!!! The goods in this case are being monopolized for their own inherent value. 
b) Boston Professional Hockey v. Dallas Cap & Emblem (5th Cir. 1975):
i) Facts: BPH brought suit against third parties that sold emblems with the logos of its teams.  The argument is that the product is the logo/mark itself.
ii) Reasoning: Π were held to have satisfied a showing of infringement because LoC rested in the fact that Δ duplicated Π’s TM and sold them to the public knowing that the public would identify them as being the teams’ TMs.  “The certain knowledge of the buyer that the source and origin of the TM symbols were in the Π satisfies the requirements.”  Court rejected arguments of aesthetic functionality because the emblems were not sold for any sort of aesthetic value but for what they symbolize –Π’s TM.  
c) Job’s Daughters v. Lindeburg & Co.  (9th Cir. 1980): this court found that there was functionality in the use of the mark and thus no infringement.  The name and emblem were held to be functional aesthetic components of the jewelry, not a designation of origin, because consumers were not going to buy the jewelry because they thought it came from Job’s Daughters.  Rejected the theory in Boston Hockey that a TM owner has a complete monopoly over its use – read Lanham Act more narrowly.  
i) However, court must always conduct an examination of whether or not the articles being sold, the Δ’s merchandising practices, and any evidence that consumers have actually inferred a connection/sponsorship between Δ’s product and TM owner exist.  
ii) Holding: the holding is rather narrow, in that the Court rejects absolute monopoly over TM, but cautions that the factual inquiry conducted must keep a sharp eye out for suggestions of sponsorship or endorsement.  
7) Geographically Remote Users

a) Dawn Donut Co. v. Hart’s Food Stores, Inc. (2nd Cir. 1959):
i) Facts: Dawn sold its baking mixes in many areas of the country, and registered its mark in 1927.  They didn’t really have vast operations in Rochester, where Δ had its stores.  Δ started making and selling donuts under the name Dawn Donuts because of the slogan “baked at midnight, delivered at Dawn.” They had constructive notice of Π’s registration, but there was no evidence to show that they did in fact know because no investigation was done.  Δ contended that because Π hadn’t used the mark in their geographic area in 30 years, Π should no longer have exclusive rights to it.
ii) Reasoning: Failure to use a federally registered mark in a particular area does not negate exclusive right to use, unless there is actual abandonment.  What relief?
(1) Relief ( Lanham Act says that you can enjoin only that concurrent use that creates a likelihood of confusion in connection with the marks used.  In this case, the markets are fairly distinct and geographically separate.  Court doubts that any likelihood of confusion exists in those circumstances (in 1959).  
iii) Holding: Because the markets are so separate and because there was no present prospect that Π would expand into Δ’s market, court did not order an injunction.  However, if Π wanted to expand into that area, they would be able to enjoin Δ because of federal registration.  
b) Circuit City Stores v. Carmax (6th Cir. 1999): Court held that unlike in Dawn Donut, no present likelihood of confusion is necessary to enter an injunction. 
i) Judge Jones in his concurrence questions the applicability of the Dawn Donut rule in modern day, where society is much more mobile and geographical markets overlap to a much greater extent. (But it may not be necessary to overturn Dawn Donut: the results can change because the underpinnings change.)
c) Burger King v. Hoots (7th Cir. 1968):
i) Facts: BK of FL adopted mark in 1953 and started to expand.  BK in Mattoon, IL, opened 4 years later and did not know of the other mark.  In 1959, IL guy gets TM registration; in 1961, BK FL gets federal registration and comes to IL; in 1966, BK FL’s mark became incontestable.  
ii) Reasoning: This is unlike Dawn Donut ( here, we have the junior owner retain rights to use the mark nationally (they registered later, though Δ only registered at the state level), and the senior user can use the mark in the area where they started operations in good faith and without knowledge of Π’s mark (Mattoon, IL).   The most important factor to consider here is good faith – it can be a defense of infringement.  
(1) Lanham Act §33(b)(5) ( it is a defense to a claim of infringement that a party charged had adopted the mark without knowledge of the registrant’s prior use and from a date prior to (A) the date of constructive use of the mark established pursuant to section 1057(c); (B) the registration of the mark under this chapter if the application for registration is filed …; (C) publication of the registered mark … provided that this defense shall apply only for the area in which such continuous use is proved. 
iii) Holding: Mattoon guy can continue using the mark there, but BK has the rights to all other places in IL.  This is all part of the federal scheme: it awards those who register early and provide notice to others.  State law is unavailing here because trumped by federal law. 
d) Weiner King Inc. v Wiener King Corp. (CCAP 1980): 
i) Facts: A uses, B uses, B registers. 
ii) Reasoning: LA §2(d) prohibits registration of a mark that was already being used as a mark by another.  The other can petition to cancel such a mark. However, concurrent registration will be allowed if both users started their use prior to the filing of any applications for registration: neither would have had notice.  They can only use the marks in their respective markets, however:
(1) Factors to consider to determine who gets what area?

(a) Previous business activity
(b) Previous expansion or lack thereof
(c) Dominance of contiguous areas
(d) Presently-planned expansion
(e) (Where applicable) possible market penetration by means of products brought in from other areas.
(2) IF unclear from the above factors, 1st Federal Registration breaks the tie
(3) This is always a fact-driven inquiry
iii) Holding: Focusing on what would actually cause consumer confusion, court allows the Senior user to remain operational in NJ, and the junior user to retain its own market.

8) Contributory and Vicarious Infringement 

a) Hard Rock Café v. Concession Services (7th Cir. 1992): secondary liability for TM infringement is more narrow than for copyrights.  May require an actual finding of apparent or actual partnership.  Court doesn’t really address this. 

Dilution 

1) Purely a statutory doctrine – no common law. Came into being shortly after WWII.  Based on the principle of “whittling away at the selling power” of a mark for a specific product.  Not about confusion but about uniqueness of the mark to a specific product.  
2) 2 types of Dilution – Tarnishment and Blurring. 
a) Tarnishment: another’s use of your mark will hurt your reputation by association; not loss of uniqueness but rather bad association with your name.
b) Blurring: because more than one product bears a mark, the public may not react quickly to your mark. 
3) Lanham Act (Federal Dilution Act) §43(c): Factors to consider in determining whether the mark is “distinctive” and “famous.”
a) §43(c)(1):

i) (A) degree of inherent or acquired distinctiveness of mark
ii) (B) duration and extent of use in connection with the goods/services with which mark is used
iii) (C) duration and extent of advertising and publicity of mark
iv) (D) geographical extent of trading area in which mark is used
v) (E) channels of trade for the goods or services with which mark is used
vi) (F) degree of recognition of mark in the trading areas and channels of trade used by marks’ owner and the person against whom injunction is sought
vii) (G) nature and extent of use of the same or similar marks by third parties
viii) (H) whether the mark was registered under the Act of March 3, 1881, or the Act of February 20, 1905, or on the principal register.  
b) §43(c)(2): remedies – confined to injunctions unless there is evidence of willfulness.
c) §43(c)(4): Three affirmative defenses: 1) news reporting; 2) non-commercial use; 3) fair use.
4) Mead Data Central, Inc. v. Toyota Motor Sales (2nd Cir. 1989):
a) Facts: Toyota wanted to manufacture a new line of cars that it wanted to call Lexus.  Mead argued that that would reduce the selling power of their mark Lexis for an online research service.  
b) Reasoning: To determine dilution, the court looked at the following factors: pronunciation of the marks, everyday usage, spelling and use in media advertising. They also said that marks must 1) possess a distinctive quality capable of dilution and 2) there must be a likelihood of dilution.  Competition and likelihood of confusion are not necessary. Court focused on the limited geographical or commercial area in which the mark is well-known.  It found that Lexis was only known to lawyers and accountants – not the general public.  Thus, the requisite mental association between the marks was unlikely to take place.  
c) Holding: Marks must be “Very” or “substantially” similar, and absent such similarity there can be no viable claim.  Lexis has no distinctive quality for the general public. Because of the sophistication Lexis’s consumers, moreover, there is no threat of dilution.  
d) Concurrence (Judge Sweet): These factors are very similar to a usual LoC analysis:
(1) Similarity of the marks
(2) Similarity of the products covered by the marks
(3) Sophistication of consumers
(4) Predatory intent
(5) Renown of the senior mark
(6) Renown of the junior mark
5) Moseley v. Victoria Secret Catalogue (2003):
a) Facts: Victor Moseley opened a store called “Victor’s Little Secret” that sold sex paraphernalia.  Πs argue that Δ’s products are scandalous and would tarnish VS’s reputation by association and also blur the distinctiveness of their product.  
b) Reasoning: The circuits were split on whether or not “Actual Dilution” was required to prevail, or only a likelihood of dilution.  HOLDING: Actual Dilution Required.  

i) The Court read the statute (§43(c)) straightforwardly: “causes dilution” means actual dilution.  

ii) However, in §45 definition of dilution is “the lessening of the capacity of a famous mark to identify and distinguish goods or services” ( addresses a certain degree of potentiality in the definition; it’s the lessening of the potential to accomplish something in the future – so how can that be conclusively shown?

iii) Remedies ( only injunctions, which are prophylactic in nature anyway ( about preventing future harm.

c) Policy Considerations: This is not favored by the TM community: unclear just when actual dilution happens.  How many people have to start thinking poorly about the mark?

d) Holding: Showing of Actual Dilution is required to prevail on a federal dilution claim.  Mere mental association of the two marks won’t do without some evidence of actual affect on sales or ability of the mark to distinguish the goods.  If the marks are identical, that’s circumstancial evidence that there’s dilution. 

(1) Sidenote: Federal Circuit recently determined that Moseley does not control at the PTO, where actions are usually brought before use has commenced.  A dilution cause of action can be brought in opposition at the PTO. 

6) Ringling Bros. Case: “The greatest snow on earth” case.  4th Circuit identified 3 ways to demonstrate actual dilution:

a) Evidence of loss of revenue and elimination of other causes that may have caused decline in revenue ( this seems a very uncertain factor.

b) Surveys showing consumer impressions.

c) Relevant contextual factors.

7) I.P. Lund Trading v. Kohler Co. (1st Cir. 1998):

a) Facts: Kohler came up with and sold a faucet design that looked an awful lot like Lund’s VOLA faucet.  They sued for dilution of trade dress.

b) Reasoning: “mark” within the Lanham Act means a word, slogan, logo, or trade dress.  Trade dress can be either product packaging or, as in this case, design.  Use doesn’t have to be confusing nor do goods have to be competitors – i.e., no one would think that Motor Oil in a Coke bottle comes from Coca-Cola, but if you found it empty on the ground, you wouldn’t know which source it came from.  

i) Burden of Proof: must show distinctiveness, but for dilution the standard is much higher than for infringement.  (Because you are arguing that the product is famous). 

ii) Required Inquiry:  Will the target customers perceive the 2 products as essentially the same? (Court rejects the Sweet factors) Though products don’t have to be related, they can be. 

c) Policy Considerations:

i) Competition is not required between products, and most frequently dilution is found where the goods are dissimilar.  However, when they are competitors, a showing of actual dilution is kind of complicated because the entry of a competitor on the market will always draw away from the sales of the others, regardless of why.

d) Holding: Court remands case for further findings under its new standards, but expresses doubt that what is involved here is anything more than Lund’s attempt to prevent free-riding on its design’s popularity – something better addressed by patent law. 

8) Nabisco v. Pepperidge Farm (2nd Cir. 1999): 

a) Facts: PPF makes the Goldfish cracker.  Nabisco entered into an agreement with Nickelodeon to market crackers made in the shape of a cat, dog, and fish based on a cartoon. The problem is that the fish looked too much like the Goldfish. Nabisco wanted a declaratory judgment that what they were doing was alright.  PPF counterclaimed for infringement and dilution.  

b) Reasoning: 

i) Is the mark famous? AND is it distinctive?

(1) The mark must be both famous AND distinctive (United Airlines wouldn’t work), because the mark must be inherently distinctive. 

(i) Nabisco thinks there’s a separate “distinctiveness” 

ii) The Court considered the following (non-exhaustive) factors in determining dilution:

(1) Distinctiveness of the senior mark ( no logical relationship of a fish shape to a cheese cracker

(2) Similarity of the marks ( important in determining whether the junior mark will conjure up images of the senior mark

(3) Proximity of the products and likelihood of bridging the gap ( the closer the junior user comes to the senior user’s area of commerce, the more likely it is that dilution will result from the use of a similar mark. (Dilution can happen where there are competing products; court also seems to think that a junior user that confuses the consumer surely dilutes the mark!!!)

(4) Interrelationship among the distinctiveness of the senior mark, the similarity of the junior mark, and the proximity of the products ( how the above 3 relate to one another; on balance, where one of the factors is weak it can be rescued by the strength of another factor.  (Example ( very strong senior mark like Chevy can be diluted by a not-oh-so-similar mark like Chevremont if in the car business, but probably not for perfume).

(5) Shared consumers and geographic limitations ( overlap among consumers of the senior and junior marks, because we have to look at the target audience of each mark.  

(6) Sophistication of Consumers ( like infringement, must consider the standard of purchasing care of the targeted consumers.

(7) Actual Confusion ( this is a factor, but (before Moseley) not a requirement.  Probative of blurring.

(8) Adjectival or referential quality of the junior use ( the stronger the adjectival association between the junior use and the junior area of commerce, the less likelihood that the junior’s use will dilute the strength of the senior’s mark. (Use of Goldfish shape on a sign for a fish market is generic or descriptive w/out secondary meaning – no dilution here, as there is never protection for that kind of thing anyway).

(9)    Harm to the junior user and delay by the senior user ( was there delay on the senior’s part in addressing the problem with the junior, and will junior be harmed because he had been acting in the meantime.  At risk are the goodwill acquired by junior user.  

(10) Effect of senior’s prior laxity in protecting the mark ( if the senior has allowed many others to use it, the distinctiveness of its mark probably isn’t so high anymore anyway. 

c) Holding: The factors above are not exclusive. In this case, Court finds that PPF has a right to an injunction before dilution has actually occurred.

d) Policy Considerations: 

i) Competition ( does it make sense to allow injunctions against direct competitors if there is no infringement?  The harm appears to be that Blurring could lead to genericness – complete loss of distinctiveness of a mark – and thus be bad for the senior user.

ii) Consumer Confusion ( Schechter thinks that the statement that consumer confusion will dilute the mark is WRONG.


9) Fame: what is needed for dilution – Distinctiveness or Fame?  

a) 2nd Circuit (Nabisco) seems to suggest that distinctiveness = inherent distinctiveness, and you fame itself won’t do.  By that definition, things like McDonald’s would fail – surnames can only be registered after secondary meaning.  

b) Niche Fame: Is it sufficient that a mark has a high degree of distinctiveness within the market and that Π and Δ operate in that same market, even if the mark is not famous outside of it?

c) Times Mirror Magazine v. Las Vegas Sports News (3rd Cir. 2000):

i) Facts: One newspaper covering your usual sports with a wide-spread readership in the sports market sued another one with a similar name that covered gaming sports. 

ii) Reasoning: Court used the 43(c)(1) factors to determine that the mark is indeed famous.  Does not think that mark needs to be both “famous” and “distinctive”, or that separate tests are needed to determine this.  (Opposite of Nabisco!!!)  Without outright rejecting the Sweet factors, the Court supplements them with the Nabisco factors and therefore holds that the D.Ct. didn’t err. 

iii) Holding: Niche fame is possible and the court below didn’t err.

iv) Dissent (Judge Barry): Feels that fame should be defined narrowly.  There should not be such things as niche fame – otherwise, the FTDA will devour infringement.  

CHAPTER VI: FAIR USE, AFFIRMATIVE DEFENSES, AND REMEDIES

Resale of Genuine Goods

1) Repackaged Goods 

a) Prestonettes, Inc. v. Coty (1924):

i) Facts: Π buys Coty’s powder and repackages it for sale in the US.  Coty wants to enjoin Π from using its name on the resold product.

ii) Reasoning: Court held that Δ can use the name as long as they explain the use they are making of it.  As long as use does not deceive the public, there is nothing sacrosanct in the mark. 

iii) Holding: Plaintiff has no naked right to prevent Δ from making collateral references to Π’s mark after initial sale where reference is truthful. 

iv) Policy Considerations: Seems that Π was in fact mostly worried about its products being sold cheaper because of the repackaging – different market availability. 

2) Imported Goods
a) K Mart Corp. v. Cartier (1988):
i) Gray-Market Good: foreign-made good, bearing a valid US TM, that is imported w/out consent of US mark holder.  3 contexts in which this arises:

(1) Domestic firm purchases a foreign mark and registers it as a US TM.

(2) Domestic firm registers a US mark for goods manufactured abroad (sometimes these are made by the company’s foreign subsidiary)

(3) Domestic mark holder authorizes a foreign entity to use the mark abroad, but conditions it on promise not to import to the US.

ii) Tariff Act of 1930: prohibits importation of goods made abroad that bear a TM owned by a US citizen without consent of the owner.

(1) Exceptions when:

(a) Both the foreign and US trademark are owned by the same person (Common Control)

(b) If both are parent or subsidiary companies or otherwise have common control (Common Control)

(c) If the US trademark owner authorized the use of the mark in foreign manufacture (Authorized Use)

iii) Reasoning: Common-Control exceptions are alright ( this passes the Chevron test as being a reasonable interpretation of the statute: if company abroad controlled by US company, that could reasonably be “ownership” of product by US citizen.

(1) Authorized-Use Exception is invalid ( goods made in a foreign country by an independent manufacturer be excepted because a US mark holder can authorize use of mark abroad, but may not want those goods imported back home to compete with his goods without his permission. 

b) Lever Brothers Co. v. United States (D.C. Cir. 1989):

i) Facts: Third parties were importing British Shield soap and Sunlight dishwasher liquid into the US without permission from the US mark holder.  The goods are made and marketed in both Britain and US.  However, the substance of the products is different – adapted to local preferences.  

ii) Reasoning: These goods are materially different from the US goods – thus, despite common control, these are nonpermissible gray market goods.  This is done to prevent customer confusion.

iii) Holding: This caused the Customs Office to change regulations and implement the “Lever Rule” - goods that are materially and physically different from the US trademarked goods are not permitted in. 

(1) RULE: gray market goods are allowed in when 1) they are the same as the US TM goods, or 2) there is a conspicuous label indicating that they are different. 

c) Champion Spark Plug Co. v. Sanders (1947):

i) Reselling of repaired or second-hand goods is allowed with the original brand name on the goods as long as there is also clear indication that the goods have been repaired or are second-hand. 

ii) You can also use the TM in the sign of your business, etc., as long as there is no suggestion of sponsorship – like owning a VW repaid shop. 


3) Referential or Nominative Use of TM

a) Comparative Advertising

i) Smith v. Chanel (9th Cir. 1968): 
(1) You are allowed to use a TM in your advertising to identify the product being copied or that you are competing with if there is no misrepresentation or confusion. 
ii) Can one use it in point-of-sale advertising?
(1) Omni v. Opium ( no: causes likelihood of confusion despite disclaiming mark.
(2) Werther’s v. Nabisco ( yes: possibility of confusion is not significant.  
(a) Schechter has a problem with this because the use of Werther’s name seems to be a token use – comparison doesn’t really accomplish anything; plus, standard to apply should be likelihood of confusion.

b) Use for Comment

i) The New Kids on the Block v. News America Publishing (9th Cir. 1992):
(1) Facts: The Kids sued some newspapers that had set up paying hotlines for people to call and vote, and used their name in the ads.  Kids argued that basically every dollar spent by fans because of their name but not going to them is unfair competition with them.
(2) Reasoning: 
(a) 3-part test for Nominative Fair Use:
(i) Is the product/service not readily identifiable w/out use of the TM?
(ii) Is the use only to the extent necessary to identify product – to refer to the TM holder?
(iii) Is there any suggestion of sponsorship or endorsement? 
(3) Holding: The newspapers’ use was Nominative Fair Use.  The kids have limited property rights in their name, but not so much as to control fans’ use of their own money.  Use is fair and reasonable. 
ii) Playboy v. Welles (9th Cir. 2002): applying the Nominative Fair Use test, the court found that where the use of Π’s name served only to identify Δ, it was fair and reasonable.  Where use of the mark is not necessary to identify Δ, it was probably not proper nominative use.  Use of the mark is allowed where no descriptive substitute (that is practical) exists to describe someone or something. 
(1) Nominative Use, by definition, does not dilute trademarks. 

c) Referential Fair Use/ Parody Cases

i) Anheuser-Busch, Inc. v. L&L Wings, Inc. (4th Cir. 19920:
(1) Facts: Some kid sold T-Shirts using a replica of the Budweiser can, but geared to Myrtle Beach, SC, spring breaks. Jury found for the Δ (the kid), but the judge gave a j.n.o.v. The 4th Circuit reverses.
(2) Reasoning: Main issue in infringement ( is there a likelihood of confusion? The regular LoC test doesn’t do a good job here: intentional similarity it the point in parody.  However, effective parody dispels likelihood of confusion.  Benefit arises from humorous association, not from public confusion as to the source of the mark.  [Basically, they are free-riding on the good will of the mark, but no one is confused]. 
(3) Holding: Jury found for Δ, and so did the court of appeals.  This is really a fact-based case and the jury verdict is hard to overturn. 
(4) Dissent (Powell): In this instance, the parody does little to prevent consumer confusion as to sponsor because there is not ridicule of the brand, etc. (That’s what I think too: it’s totally feasible that Budweiser would contract with the Myrtle Beach people to promote their brand with this fun gimic). 
ii) Anheuser-Busch, Inc. v. Balducci Publications (8th Cir. 1994):
(1) Facts: Similar to the above case, except “Crack” magazine ran a parody ad on the back cover of their magazine showing a oil coming out of the Michelob can.  In a bench trial, the judge found no likelihood of confusion.  8th Circuit reverses.
(2) Reasoning: Is there LoC?  Court applied a typical LoC test, and found that Balducci, if without actual intent to confuse, was at least indifferent to the fact that confusion might result because they designed the ad to appear as realistic as possible.  Court doubted that many people would recognize that this is a parody.  They also looked to survey evidence which tilted balance in favor of Π.
(3) Holding: Court found LoC: LoC analysis should be conducted before First Amendment analysis.  Court found that 1st Amendment doesn’t protect the parody in this case.
(4) Policy Considerations: What impact does “parody” have on the likelihood of confusion analysis?
(a) Increases LoC ( there are so many similarities to make parody similar to the original that LoC has to go up.
(b) LoC unlikely ( it’s pretty obvious that the TM owner would not put out an ad that demeans their mark, so negative parodies shouldn’t be confusing.  
(i) However, things like the T-shirt would appear to be a clever marketing thing rather than anything else.
(c) Parody:
(i) Satirical: critical and mocking
(ii) Targets or mocks the owner of TM

(d) To the extent that a mark parody deserves special leniency in the likelihood of confusion analysis depends on the extent to which it mocks the mark. 

(e) Look to see if you are dealing with “Expressive Products” (Canvasses for speech) vs. a purely money-making operation. 

iii) Aberzombie v. Abercrombie: you always want to be able to explain why your parody is a parody of the mark owner specifically and not of society in general.

iv) Miss Piggy v. Janet Jackson: this was a parody of society in general – nothing specific about Miss Piggy.  Henson Productions could probably sue over this. There is hardly a likelihood of confusion – but Π might loose anyway. 

v) “Enjoy Cocaine” ( this was held to be an infringement. 

vi) L.L. Bean, Inc. v. Drake Publishers, Inc. (1st Cir. 1987):

(1) Facts: a sex magazine published a spoof lay-out based on L.L. Bean’s catalogue.  Π alleges dilution – tarnishment.

(2) Reasoning: The Court saw this as protected First Amendment use.  This was held to be non-commercial use and an Expressive Product.  Though TM rights are property rights, they are not the same as real property rights.  TM owner’s rights extend only to “injurious, unauthorized commercial use by another.”  TM rights don’t entitle owner to quash an unauthorized “expressive” use.  

(i) 3 Tarnishment Factors considered in this case:

1. Injury from actual or potential confusion

2. Diminution in the uniqueness of the mark

3. Injury resulting from use of mark in a manner that tarnishes or appropriates the goodwill or reputation associated with Π’s mark.

(ii) These factors were not satisfied in this case 

(3) Holding: No dilution.  Constitution tolerates an incidental impact on rights of expression of commercial actors in order to prevent a Δ from unauthorizedly merchandising his products with another’s TM.  In those cases, dilution statute use is ok to regulate commercial speech. But it’s unconstitutional to invoke anti-dilution statute as a basis for enjoining the non-commercial use of TM by Δ engaged in protected expression.  

vii) Deere & Co. v. MTD Products, Inc.  (2nd Cir. 1994):

(1) Facts: MTD used Deere’s deer in their commercial ad, showing the deer scurrying away from their lawnmower.

(2) Reasoning: Purely commercial use of the mark – no protected expression. Factors considered:

(a) Is it commercial use?

(i) Is it a competitor?

(b) Is there incentive to diminish the TM?

(c) Other opportunities to promote the mark?

(d) Degree of alteration of TM?

(3) Holding: Court found dilution here – no likelihood of confusion; initially, they said it wasn’t tarnishment (but went back on that soon).  They based the dilution finding on the alteration of the TM: the negative alternation risked that consumers will come to attribute unfavorable characteristics to a mark and ultimately associate the mark with inferior goods and services. 

(i) Federal Law: this case was decided under state law using the Sweet factors.  Under federal law and Moseley, Π would have to prove actual dilution ( this would be a very difficult cause of action. 

viii) Hormel Foods v. Jim Henson: suing over use of Spam for pirate Muppet character.   The court found that there was no dilution ( it’s a clear parody.  

(1) Not all parodies are dilution!!!

ix) Pink Panther Case: gay rights watch group. Court found that there was LoC because cartoon watchers are children and may not be sophisticated enough to make the connection to the Black Panthers, etc. 


d) Descriptive Fair Use
i) Sunmark v. Ocean Spray (7th Cir. 1995) (the Sweetarts case):
(1) Facts: Sunmark owns the TM Swee Tarts.  Ocean Spray was using the phrase “sweet-tart” in their commercials for cranberry juices.  
(2) Reasoning:

(a) Descriptive Fair Use: when you use what is arguably another’s TM, but not as a mark, but simply as a description of a product or its attribute, in their ordinary English language meaning.
(b) Lanham Act §33(b)(4): despite presence of secondary meaning, other firms can use your trademark, or rather the word, in its ordinary English meaning. (Descriptive Fair Use)
(c) Π argued that “sweet-tart” is an oxymoron and therefore cannot be descriptive, and is not used in its normal English meaning.  
(i) The defense would have to show that it’s nonetheless descriptive of something. 
(3) Holding: For a word or mark to be descriptive it just needs to refer to a characteristic of the product.  The use of a similar name by another to truthfully describe his own product does not constitute a legal or moral wrong, even if its effect be to cause the public to mistake the origin of the product.

Domain Name Disputes in the Courts

1) Domain names ( 
a) URL: universal resource locator
b) Domain name: the actual address identifying the site (gwu.edu)
c) Top Level Domain: the three letter designator that goes to the right of the period, groups websites by category (.edu)
d) NSI: Network Solutions Inc., used to hold a monopoly on registering domain names.  Did not determine right of registration, but required the applicant to warrant 3 things:
(1) That statements in application were true and that applicant has right to use domain name;
(2) That use of registration of domain name does not infringe anyone else’s IP rights
(3) That applicant is not seeking to use domain name for any unlawful purpose, including unfair competition.  
e) SRS: now there is a shared registration system instead of a monopoly – different companies issue registrations but they all search the same database. 
(1) ICANN: international entity that oversees all the registrars. 

2) ACPA – Anticybersquatting Consumer Protection Act  §43(d) of LA. ( Requirements:
i) Section (1)(A)

(1) (i) Bad Faith intent to profit, AND
(2) (ii) Registers, traffics in, or uses a domain name that:
(a) I. Distinctive ( identical or confusingly similar
(b) II. Famous ( identical or confusingly similar
(c) III.  TM, word or name protected by 18 U.S.C. §706.
ii) Section (1)(B) Factors to use in determining bad faith.

iii) Section (1)(C) Court can order cancellation or transfer of domain name when the above factors are met. 

iv) Section (1)(D) only domain name registrant or licensee can be liable. 
3) ACPA §43(d)(2) In Rem Questions: (MOST OF THESE ACTIONS BROUGHT IN E.D. Va). 

i) (A) Owner of mark can file IN REM suit against a domain name in the judicial district in which the domain name registrar, domain name registry, or other domain name authority that registered or assigned the domain name is located if:
(1)  (i) The domain name violates any right of the owner of mark registered with the PTO, AND
(a) court finds that owner 
(i) (I) Can’t get jurisdiction otherwise
(ii) (II) Through due diligence hasn’t been able to find the person who’s be the Δ  by
1. (aa) sending a notice of violation and intent to sue
2. (bb) publishing notice of action per court instruction. 
4) ACPA § 47 : Cyberpiracy Protections for Individuals 

i) (1)(A) Registering the name of another living person without consent and for the specific purpose of profiting by selling the name back to the person is a matter of civil liability.  
ii) (1)(b) Exception ( you can register another person’s name in connection with copyrighted work and you can sell it to that person if in connection with this person and otherwise not prohibited by your contract. 
5) Panavision International v. Toeppen (9th Cir. 1998):

a) Facts: Panavision makes sophisticated camera equipment for the movie industry.  Toeppen was a hack in IL who registered panavision.com.  He put up pictures of the City of Pana, IL, on the website.  He then basically proceeded to try and extort Panavision for the right to the website.

b) Reasoning: Traditional Dilution Theories ( Toeppen challenged the finding that he made “commercial use” of the mark and that caused dilution.

i) Commercial Use ( use is commercial because by registering marks of legitimate companies, T interferes with their ability to engage in commerce – putting up obstacles to commercial exploitation of the mark, and used the value of being able to use the mark to try and extort money from the company.  This is found to be commercial use, or “use in commerce.” 

ii) Court introduces a new brand of dilution, beyond blurring and tarnishment.  Trademarks have evolved to have a new function in commerce – that of being search tools on the internet.  When someone like T registers the domain name that is someone else’s trademark, that TM inevitably becomes a less effective search tool – just like if you had 2 products on a shelf with the same TM.  This is a diminution of the mark’s ability to indicate or identify source or origin, i.e., dilution. 

c) Holding: T is found liable on the dilution claim.  

6) Sporty’s Farm v. Sportsman’s Market (2nd Cir. 2000):

a) Facts: People at Omega register sportys.com basically in order to hinder the business of Sporty’s Catalogue.  They then hastily set up some tree-selling business and come up with some bullshit story about a dog named Spotty.

b) Reasoning: Court evaluates this case under the new Cybersquatting Act.  Court finds bad faith intent to profit: does not confine itself to the factors of the statute, which are non-exhaustive, in its analysis.  Sportsman’s mark is protected whether it’s famous or just distinctive because of the new law. [Δ argued that the mark was only famous in a niche market]  The court applies some of the statute’s factors, but found the unique (and bizarre) facts of the case to be most important in the determination of bad faith.  

7) Interactive Products Corp. v. A2Z Mobile Office Solutions (6th Cir. 2003):

a) Facts: A2Z sold a product of 2 business partners, who later split up and started making different products.  A2Z removed the original product from their site and replaced it w/the new one, but the original name remained in their “post-domain path” so it would come up in searches for the old product. 

b) Reasoning: ACPA does not apply because we are not talking about registering a domain name; simply something that comes up in the post-domain path.  There was no dilution because the Lap Traveler is not famous enough (even for niche fame).  Court also doesn’t find any infringement: no LoC because Post-Domain names are not indicators of source and there was no intent to confuse.  

c) Holding: A2Z wins.  Too early to say whether this is going to become a standard.

8) Ford Motor Co. v. Greatdomains.com, Inc. (E.D. Mich. 2001):  Ford tried to sue in rem some people who registered the domains for their TMs.  Court held that some minimum contacts must still be established for a court to have jurisdiction.

a) Most of these cases would be brought in E.D. Va because that’s where VeriSign (former NSI) is located – the registry. 

b) Bad faith not required here by statute, but most courts look for it anyway.

9) PETA v. Doughney (4th Cir. 2001): 

a) Facts:  D registered peta.org and created the People Eating Tasty Animals website.  PETA sues for infringement and dilution. 

b) Reasoning: Court finds commercial use because 1) there are links to commercial websites, and 2) because he is interfering with PETA’s making use of its TM in commerce because of diversion of services (Like Panavision).  Is there LoC?  Court says yes, because there is the intiail confusion of typing in the web address and being taken to a different site – the parody (web content) is not conveyed at the same time as the web address message. (This seems like a flimsy argument – how simultaneous does this need to be?)  

i) ACPA claim: court does find evidence of bad faith and that the name is sufficiently identical. 

c) Holding: Doughney is liable. 


10) Dispute Resolution:


a) UDRP ( under the UCANN regime, this method of dispute resolution has to be incorporated into all registration contracts. 

b) p. 194 (Green book): There are three prongs in 4(a)

· (i) domain name of registrant is identical or confusingly similar 

· (ii) complainant has to show that registrant has no rights or legitimate interests in the domain name in question

· (iii) bad faith

11) Maha v. Deepak Rajani (WIPO 2001): dispute over the registration of the website “maha.com” comes for Δ, who had a legitimate interest in using the name and no bad faith. 

12) Sallen v. Corinthians (1st Cir. 2001): 

a) Remedies provided by the Lanham Act for Infringement or Innocent Infringement by Printers & Publishers:

· §32(2): catalogue of remedial limitations – limits on available remedies. 

· There are 4:

· (a) applies when Δ is a printer of labels or wrappers: if you printed the infringing labels, and you acted innocently, then there is no monetary relief ( only an injunction

· (b) magazines, TV, newspapers, etc, that publish ads that are infringing – an advertising publication ( no monetary liability

· (C) also dealing with magazines, TV, etc, as above ( injunction only available if will not interfere with present distribution of entire periodical (no prior restraint)

· (d) cybersquatting dispute – 5 defenses:

· (i) and (ii) deal with remedial limitations against domain name registrars

· (i) protects domain name registrar from any kind of remedial sanction …

· (ii) protects domain name registrant seeking additional remedies 

· (iii) suits by trademark owners against domain name registrars claiming that they erroneously registered something 

· (iv) reverse domain name hijacking:  

· (v) (Corinthians) provides for judicial review of UDRP panel decisions

b) Sallen sued under 32(2)(d)(v).  Corinthians, who won the alternative dispute resolution, say that they have no interest in suing him, but the Court concludes that the statute contemplates judicial review and allows it. 

13) Other Trademark Problems on the Net  

a) Brookfield Communications v. West Coast Entertainment (9th Cir. 1999):

i) Facts: BC owns MovieBuff, a search program.  WC plans to use moviebuff.com, based on a slogan they use.  They also feature a search database.  BC argues that the encoding of metatags with that word results in WC website popping up first and diverting their business.

ii) Reasoning:
(1) Initial Interest Confusion ( no source confusion, but improper benefit (unjust enrichment?) on the part of diverting company because consumers stop their search and just use their services, once they get over the initial confusion of not finding what they were looking for.  
iii) Holding: The court barred WC from using “moviebuff.com” because Brookfield was the senior user.  They also barred WC from using the metatags that were confusingly similar to BC’s terminology.  (This seems to be outdated now – search engines no longer search metatags). 

b) Playboy v. Netscape (9th Cir. 2004): 

i) Facts: This case deals with the practice of “keying.”  Search engine companies, like Netscape or Google, sell certain “Key words” used by people in internet searches to advertisers, so that when an individual puts the word into search, the appropriate ads pop up along with the results.  Playboy sued because it felt that Netscape’s selling of the word “Playboy,” which is their registered TM, was an infringing and diluting use. 

ii) Reasoning: Π’s claims:

(1) Initial Interest Confusion ( competitors impermissibly appropriate the goodwill that Π has developed by leading consumers to its website. Court found that such use can be actionable, and focused on actual confusion in its LoC test.  It decided that strong likelihood of Initial Interest Confusion suffices to at least reverse grant of summary judgment for Δs.  

(2) Dilution Claim ( Court found general issues of material fact on the issues of Famousness of Mark and Commercial Use.  For Fame, the only contested issues was use by third parties that PE has allowed, but PE was able to show actions that they were undertaking to combat such use.  The requirement of fame was satisfied.  Commercial Use ( Δs don’t make an argument that they don’t make commercial use of the mark, so that requirement is met as well.  Dilution ( court vacated the judgment on this claim to allow a finding of facts as to whether actual dilution occurred (under Moseley), hinting at the suggestion that it may have because in the minds of consumers, Δs implicitly labeled the goods of others (other ads that came up) with PEI’s mark.

iii) Concurrence (Judge Berzon): Doesn’t think it’s reasonable to find Initial Interest Confusion when the ads are clearly labeled.  (Compare to the brick-and-mortar world where on your way to the Tylenol aisle, you’ll see generic grand pain killers and that won’t be infringement.)  


Right of Publicity 

1) Protects the economic value of marketing a persona, the economic value of individual fame (such as via endorsements).  This is really about protecting the value of an economic asset/property right.  However, it’s not about a list of assets that are protected but whether Π is identifiable.

i) Strictly a state-law cause of action. 

ii) Affect of Death ( currently, in most states this does survive death. 

2) Henley v. Dillard Dept. Stores (N.D. Tex. 1999):

a) Facts: Dillard’s marketed a Henley shirt using a play on Don Henley without his permission.  He sued for infringement, dilution, and misappropriation/invasion of privacy.  

b) Reasoning: Elements of the Right of Privacy test applied:

(1) Did Δ appropriate the Π’s name or likeness for the value associated with it, and not in an incidental manner or for a newsworthy purpose?

(2) Can Π be identified from the publication?

(3) Was there some advantage or benefit to Δ in doing this?

c) Holding: No actual profit or benefit need be demonstrated, i.e., a total sum of money.  Court found that by appropriating Henley’s likeness, the Δ received the benefit of a celebrity endorsement without asking permission or paying for it. 

3) Restatement §46: one who appropriates the commercial value of a person’s identity by using without consent the person’s name, likeness, or other indicia of identity for purposes of trade is subject to liability.  (A broader test). 
4) Policy Considerations:

a) Do we really need to allow actors, etc., to be paid for just being themselves? They are already being well-compensated! 

b) Regardless of the incentive, the actor has nonetheless done the work that results in his name being distinctive, so why should anyone else be using it without a return on actor’s investment?  (Unjust Enrichment)

c) To the extent that there is a demand for celebrity endorsements, celebrities should be able to channel that to causes of their own choosing – that’s the whole point of an endorsement; otherwise it loses value not just for the actor, but also for the person trying to use it. 

5) Midler v. Ford Motor Co. (9th Cir. 1988):

a) Facts: Ford hired a sound-alike to sing one of Midler’s songs, and it was so similar that people thought that Midler was the person singing.  Is voice a “likeness” that can be protected under RoP?

b) Reasoning: Midler fails on the statutory claim, because that requires use of a person’s “name, voice, signature, photo or likeness”, and Midler’s voice wasn’t used.  However, she has a cause of action on the common law claim because her voice is an attribute of her identity in which she has a proprietary interest.  

c) Holding: When a distinctive voice of a professional singer is widely known and is deliberately imitated in order to sell a product, the sellers have appropriated what is not theirs and have committed a tort in California.

6) White v. Samsung Electronics (9th Cir. 1992):

a) Facts: In a series of commercials, Samsung uses the image of a robot in a fancy dress, with blond hair, turning letters on a board that looks like Wheel of Fortune.  

b) Reasoning: The court finds that this is an appropriation of Vanna White’s identity.  In this analysis, resulting injury was a 4th element of the test.  The court below found that there was no use of her name or likeness, but the court of appeals reversed, finding that the RoP covers more than that ( such as appropriation of identity by impersonation.  Whatever the means of appropriation, the main point is: is Π identifiable from the use made?  This is not about a laundry list of factors.  

c) Holding: The RoP protects the celebrity’s sole right to exploit the value of his/her fame regardless of how celebrity achieved it.  The court refuses to permit evisceration of this common law right.  1st Amendment defense doesn’t work her because this is purely commercial speech.  Court rejects parody defense because the parody was subservient to the main goal of advertising – not about free expression.   

d) Dissent (Judge Alarcon): Does not agree that California common authorizes suit for an appropriation of the broad concept of identity, as opposed to that of likeness.  Furthermore, believes that Vanna’s identity was not appropriated: rather, what used in the commercial is the identity of her “role” on WoF, not her own personality. There must be a distinction between a performer and a role that she plays.  (Perhaps in particular where the role could easily be filled by any number of people). 

e) Dissent from the denial of rehearing en banc (Kozinski): IP rights should only be protected to a certain point.  This new case/rule is too sweeping ( gives Vanna a right not in what she looks like, but in what she does for a living.  (You could put a monkey next to the board and the image would be the same as with a robot).  

i) IP rights are also imposed at a cost to the public at large.  

ii) The new rule of the majority panel has no essential limitations, such as fair use, parody, or idea-expression dichotomy.  

iii) Good point about the fact that the Vanna-on-WoF persona is probably not even her own creation. 

iv) Thinks Vanna should not have a cause of  action.

(1) Schechter ( it should be up to the jury to decide if they can recognize Vanna in the ad. 

7) Cardtoons v. Major League Baseball (10th Cir. 1996):

a) Facts: A card making company developed a series of cards that mocked baseball players.  They sued.

b) Reasoning: The right of publicity test was satisfied, because Cardtoons did 1) knowingly use names of players or their likenesses, 2) on products or merchandise, 3) w/out MLPBA’s prior consent.  However, there were 2 applicable exceptions ( news use and incidental use.  These did not apply.  Thus, w/out 1st Amendment defense, there was infringement of the RoP.  However, the cards were found to be protected 1st Amendment speech as speech that entertains and parodies. 

i) Balance of Economic and Free Speech Rights: MLBPA offered several arguments (
(1) Adequate Alternative Avenues  ( court rejected this as not sufficient for the public interest in free expression.

(2) Infringement on RoP ( 

(a) Incentive for creativity and achievement ( court rejects because even if RoP was unavailable in this case, the celebrity could still earn a living from doing what they do (they don’t do it because their likeness will be protected in the future).

(b) Promotion of efficient allocation of resources (identities could be exploited to the point of losing their value) ( this is not persuasive when the use is not in advertising. 

(c) Protection against consumer deception ( that’s covered by infringement, and not usually actionable in parody anyway.  

ii) Non-Economic Arguments:

(1) Natural rights (in RoP) ( rejected.

(2) Enjoy fruits of one’s labor ( celebrities are often not fully responsible for their fame.  

(3) Prevention of unjust enrichment ( Cardtoons is not just hitching up for a free ride – they added a lot of creative components to their cards and created a new product.  Allowing MLPBA to profit from this new creation would in fact be unjust enrichment for them.

(4) Emotion distress ( publicity rights are to protect loss of financial gain, not mental anguish. 

c) Holding: Court finds that 1st Amendment protects this kind of social commentary and that RoP is not as compelling here as for other kinds of IP.   


[Too passive] ---[Competition on the Merits]	 ---[Too “aggressive”]


Anti-Trust--------     Legal ---------------Unfair Competition Domain





Who owns the mark? FIRST (SENIOR) USER


You have to be the 1st user


The use must be commercial/public


[Consider type and magnitude of use – goes to notice to competitors] 


Must be bona fide use


Use must be active 


Lack of evidence supporting claimed intent to use can be evidence of lack of such intent. 





TEST: What is a protectable type of Trademark?


Where on the spectrum does it fall: fanciful, arbitrary, suggestive, descriptive, generic?





TEST: When is a mark Generic?


Primary Significance: does is signify to the consumer a Producer or a Product?


Has mark lost its distinctiveness? 


Is there a genus/species distinction? If so, is there any other way to describe it? Competitor need?


Look at the factors in Lindows to weigh evidence. 


Lanham Act §14(3): the test for genericness is the Primary Significance test. 


Doctrine of Foreign Equivalence: if a word is generic in another language, it cannot obtain TM registration in the US.


Why do we not protect generic marks?


COMPETITOR NEED!!! (Valuable consideration, though not determinative)  





Do we have a protected Descriptive Mark?


Is the mark Descriptive?


Is there Secondary Meaning?


Is the mark “simply laudatory?”


Is it too laudatory to be distinctive at all? 


Is it just a slogan? Is it too long? 


Does consumer perception reveal evidence of secondary meaning?


Use Echo Travel factors to test consumer perception


Direct evidence ( 


Consumer surveys.


Consumer testimony 


Circumstantial evidence ( 


Exclusivity


Length of use


Manner of Use


Amount and manner of advertising 


Amount of sales and number of customers


Established place in the market


Proof of intentional copying


Is the mark uncontestable? If so, can it still be cancelled because it’s fraudulent, generic, etc.? See §15 .





TEST: Is mark Descriptive or Suggestive?


How much Imagination must consumer have to make the connection from name to purpose or quality?


How much Creativity was required from producer to come up with the name?


Was is the likelihood that others will use the same terms in their names? [COMPETITOR NEED]





TEST: When is a mark Primarily a Surname?


What is the Primary Significance of the Impact or Impression of the word in connection with the product on the consumer?


Must consider the mark as a whole, not as separate parts. 


PTO factors to consider:


Degrees of surname rareness.


Whether anyone connected with applicant has the surname.


Whether the term has any recognized meaning other than that of a surname


The structure and pronunciation or “look and sound” of the surname.


Does the name disparage or falsely suggest a connection? (See LA §2(a))


Does the mark use a name of an individual without permission or of a President during widow’s life?





TEST: What is the proper remedy?


Consider the following factors:


Did the person trying to use the name previously sell the rights to it to the owner of the TM? 


Did person enter the field simply because his name was fortunately similar to another dominant in the market already? (Sam McDonald going into the fast food business).


IS 2nd comer not a newcomer but a legitimately practicing individual in the field with a genuine desire to built a business under his name?





TEST: Is the mark Primarily Geographically Descriptive?


When used in connection with goods, what is the primary significance of the term to the public? 


If it is primarily geographic, is there Secondary Meaning? 


Is it Significantly known to the public? (not some rural village in France no one’s ever heard of.)


Weigh the Waltham Watch factors to determine remedy:


1) importance of indicating place of manufacture


2) discrediting effect of disclaimers


3) importance of preventing inferences being drawn from Δ’s product to Π’s product.





TEST: Is the mark Deceptive under §2(a)?


False ( Is the term misdescriptive of the character, quality, function, composition or use of the goods?


Believable ( If so, are consumers likely to believe that the midescription actually describes the goods? (Consider the context of mark)


Important ( If so, is the misdescription likely to affect the decision of purchasers? (Materiality Requirement)


If the answer to all of the above is “Yes,” the mark is permanently barred from registration.  Secondary Meaning or Clarifying language are unavailing. 


TEST: Is the mark Deceptively Misdescriptive under §2(e)(2)?


Does the mark disdescribe a characteristic, quality, function, composition or use of the goods or services?


Are consumers likely to believe that the misdescription actually describes the goods or services?  (No materiality requirement here, unlike Lovee Lamb – distinction based on reaction and perception of consumer.) 


If “Yes” to both of the above, is there Secondary Meaning under §2(f)?





TEST: Is the mark Primarily Geographically Deceptively Misdescriptive under §2(e)(3)?


Is primary significance of the mark a generally known geographic location?


Is the public likely to believe that the place identified by the mark is the origin of the goods, when in fact the goods do not come from there? [kind of like a Goods/Place distinction?]


Goods/Place Association – are people likely to associate the goods with the place because it’s famous for making this kind of product, like Murano Glass?  Usually, there has to be an association of the good with the place, even if not that famous.


Is the misrepresentation a material factor in the consumer’s decision? [Basically, would they not buy the product if they knew it didn’t come from where they think it came from? Examples: Boston salt water taffy, San Fran sourdough, Belgian chocolate]


If “Yes” to all of the above, the mark is permanently barred from registration ( Secondary Meaning is unavailing. 








TEST: Is mark Scandalous or Immoral?


Is the mark shocking to the sense of decency or propriety?


Is it offensive?


Is shock value a component of the mark?


Does shock value stem from offensiveness? 


What is the context of the mark – is it shocking with respect to the particular goods? [Holy Sisters of the Rosary Condoms]


What would the substantial composite of the marketplace think of the mark?


TEST: Is a mark Disparaging?


Focus on the referenced group, NOT the general public 


It has to be a substantial composite of the referenced group


Focus on time of registration, NOT time of the lawsuit/ substantive legal challenge


Focus on the relationship of mark to the goods/services


Intent to disparage not necessary – if the mark “may” disparage, that may be important.





TEST: Is Trade Dress protectable?


Is it Packaging?


Is it generic?


Is it capable of being distinctive? 


Has it acquired Secondary Meaning? 


Is it Functional? If “Yes” – no protection.


Look to design


Does it have utility?


What is the degree of utility?


Is the degree of utility is superior?


Superiority – based on competitor need; must be one of the best or few superior designs in functionality and economy of manufacture available.


If yes ( trade dress is functional.


Is it essential to the use or purpose of the article or does it affects the cost or quality of the article? [Inwood Test for utilitarian functionality]


Is it inherently distinctive?


Does it identify the source of origin? 


Is it Product-Design?


Is it generic?


Is it capable of distinction? 


Has it acquired Secondary Meaning? 


Is it Functional? If “Yes” – no protection. (See above test)





TEST: Is there a Likelihood of Confusion?


Factors to Consider: 


Strength or distinctiveness of the mark


Similarity of the two marks


Similarity of goods/services 


(Aunt Jemima Doctrine: enough similarity to cause association; can Δ’s product harm the Π’s product). 


Likelihood that the senior user will bridge the gap – will the senior user expand into the junior user’s line of business/geographic area.  


Similarities of facilities used by the parties conducting their business


Similarity of advertising used by the parties


Δ’s intent


Actual Confusion


Complexity of product and consumer sophistication 


Dimensions to Consider:


Do the marks look alike?


Do the marks sounds alike?


Do the words of the mark mean the same thing? (Cyclone-Tornado)


Is the public likely to be confused by the packaging?


Are there obvious invitations for comparison to the name brand?


Is the generic mark prominently stamped on the good? 


What kind of confusion is it?


Is this “passing off” – passing off an competing goods?


Is it confusion of sponsorship – goods not identical, but related?


Is it Reverse Confusion  - junior user overwhelms senior user?


Is it Reverse Passing Off – passing off someone else’s goods as your own without using their mark (i.e., sticking your mark on their product)?


Is the party the origin of the tangible product they are selling? 





TEST: Is Concurrent Use allowed?


Are the marks geographically remote? 


If so, who was the first user?


If both users started legitimately using before either registered, then concurrent use allowed in their respective areas. 


Who gets what area? Factors to look at: 


Previous business activity


Previous expansion or lack thereof


Dominance of contiguous areas


Presently-planned expansion


(Where applicable) possible market penetration by means of products brought in from other areas.


What was the intent of the junior user? If good faith, may be allowed to continue use in own area.  (see §33(b)(5))


Is there present likelihood of confusion that merits an injunction? This is no longer necessary for an injunction. 





TEST: Is there Dilution?


Is there TM use (by either junior or senior user) to signify source/origin?


Is the senior mark Famous? See §43(c) factors:


(A) degree of inherent or acquired distinctiveness of mark


(B) duration and extent of use in connection with the goods/services with which mark is used


(C) duration and extent of advertising and publicity of mark


(D) geographical extent of trading area in which mark is used


(E) channels of trade for the goods or services with which mark is used


(F) degree of recognition of mark in the trading areas and channels of trade used by mark’s owner and the person against whom injunction is sought


(G) nature and extent of use of the same or similar marks by third parties


(H) whether the mark was registered under the Act of March 3, 1881, or the Act of February 20, 1905, or on the principal register


Is there Niche Fame?


Lexis Case ( not sufficient.


Sporting News ( allowed


Does Δ use a substantially similar mark? 


If marks are identical, that can be circumstantial evidence of actual dilution.  (Moseley)


Are we looking for Tarnishment or Blurring?


Is the use for News Reporting, Fair Use, or Non-Commercial Use?  If “yes,” no dilution. 


Will the 1) target customers perceive the mark as 2) essentially the same? (See Lund)


Is there Actual Dilution? If “No,” then there is no dilution.  (See Moseley)


Evidentiary Factors for Actual Dilution (Ringling Bros.):


Evidence of loss of revenue and elimination of other causes that may have caused decline in revenue ( this seems a very uncertain factor.  


Surveys showing consumer impressions.


Relevant contextual factors.


Is there Blurring in Fact – Causation of Dilution?  (See above list in factors in Nabisco) 


Distinctiveness of the senior mark 


Similarity of the marks 


Proximity of the products and likelihood of bridging the gap (Dilution can happen where there are competing products; court also seems to think that a junior user that confuses the consumer surely dilutes the mark!!!)


Interrelationship among the distinctiveness of the senior mark, the similarity of the junior mark, and the proximity of the products. (Example ( very strong senior mark like Chevy can be diluted by a not-oh-so-similar mark like Chevremont if in the car business, but probably not for perfume).


Shared consumers and geographic limitations.


Sophistication of Consumers .


Actual Confusion 


Adjectival or referential quality of the junior use.  (Use of Goldfish shape on a sign for a fish market is generic or descriptive w/out secondary meaning – no dilution here, as there is never protection for that kind of thing anyway).


Harm to the junior user and delay by the senior user.  


Effect of senior’s prior laxity in protecting the mark.





TEST: Are the goods permissible gray-market goods? 


Is there Common Control? If yes, then your goods are ok. (K-Mart)


Are both companies owned by same person?


Are they subsidiaries of one another or otherwise commonly controlled?


Is it an Authorized-Use situation? If yes, then your goods are not permissible.


Are your goods commonly-controlled, but materially different? If yes, then not ok.  (Lever)


Are your goods second-hand, but there is no suggestion of sponsorship? If yes, then ok.


Are your goods second-hand, but properly labeled as such?  If yes, then ok.  (Champion)





TEST: Is there permissible use in Comparative Advertising?


Is there misrepresentation of the competing product?


Is there confusion as to source or sponsorship? 





TEST: Is there Fair Nominative/Referential Use?


Is the product/service not readily identifiable w/out use of the TM? (NKOTB, Welles)


Is the use only to the extent necessary to identify product – to refer to the TM holder?


Is there any suggestion of sponsorship or endorsement?


Is use fair and reasonable?








TEST: Is the Parody Use permissible Referential Fair Use?


Is there Infringement?


Is there likelihood of confusion? There is bound to be a lot of similarity, BUT:


Is the parody effective at dispelling the suggestion of sponsorship? (Budweiser T-Shirt case)


Is it an Expressive Product? 


Can you show that your mark parodies the specific mark in question and not the public in general? (Abercrombie v. Aberzombie)


Is there Dilution?


Is the use commercial? 


Is it expressive/First Amendment use?


Is there Tarnishment? 


See L.L. Bean factors: 


Injury from actual or potential confusion (Moseley – just actual)


Diminution in the uniqueness of the mark


Injury resulting from use of mark in a manner that tarnishes or appropriates the goodwill or reputation associated with Π’s mark.


See John Deere case (Weird 3rd class of Dilution proposition)


Is it commercial use?


Is it a competitor?


Is there incentive to diminish the TM?


Other opportunities to promote the mark?


Degree of alteration of TM?





TEST: Is there Descriptive Fair Use?


Is the word being used as a mark?


Is the word being used in its ordinary English meaning?  


See Lanham Act §33(b)(4).





TEST: Is there an illegal use of a Domain Name?


Is there Infringement?


Is there likelihood of confusion?


Is there Dilution?


Apply test above.


Is there a violation of ACPA?


Is there a domain name at issue? (as opposed to post-domain path)


Is there bad faith? (See Lanham Act § 43(d)(1)(A), (d)(1)(B))


Is the mark in question Famous or Distinctive?


Is there use of mark that is identical or confusingly similar to the mark in question?


Is there basis for an In Rem action? (See Lanham Act § 43(d)(2))





TEST:  Is there Initial Interest Confusion?


Is someone using another’s TM in a manner calculated to capture initial consumer attention, even though no sale takes place as result of confusion?


Is there likelihood of confusion at the point of contact?


Is there actual evidence of confusion?


Is the use commercial?


Is there Dilution?





TEST:  Is there a violation of Π’s TM in Internet Usage?


Is there a violation because someone is selling Π’s TM for profit without their permission?  (Playboy v. Netscape)








TEST: Is there a violation of one’s Right of Publicity? 


Elements of Violation of RoP (Henley):


Did Δ appropriate the Π’s name or likeness for the value associated with it, and not in an incidental manner or for a newsworthy purpose?


Can Π be identified from the publication?


Was there some advantage or benefit to Δ in doing this? 


Is there a resulting injury? (White)





Is there an Appropriation of Identity?


Are attributes of one’s identity appropriated? (Such as voice in the Midler case) 


Is there value in the person’s attribute to the Δs?


Is there deliberate imitation for profit?


Is there an appropriation of identity by impersonation?  (White)





Is there a parody or 1st Amendment Defense?


Is there a contribution of creativity, etc., by Δ that essentially creates a new product? (Cardtoons)


Is the speech primarily expressive, even if also commercial?


Is the use incidental or for news reasons? 
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