PAGE  
1

Trademarks Checklist 2004






















Who owns the mark? FIRST (SENIOR) USER


You have to be the 1st user


The use must be commercial/public


[Consider type and magnitude of use – goes to notice to competitors] 


Must be bona fide use


Use must be active 


Lack of evidence supporting claimed intent to use can be evidence of lack of such intent. 





TEST: What is a protectable type of Trademark?


Where on the spectrum does it fall: fanciful, arbitrary, suggestive, descriptive, generic?





TEST: When is a mark Generic?


Primary Significance: does is signify to the consumer a Producer or a Product?


Has mark lost its distinctiveness? 


Is there a genus/species distinction? If so, is there any other way to describe it? Competitor need?


Look at the factors in Lindows to weigh evidence. 


Lanham Act §14(3): the test for genericness is the Primary Significance test. 


Doctrine of Foreign Equivalence: if a word is generic in another language, it cannot obtain TM registration in the US.


Why do we not protect generic marks?


COMPETITOR NEED!!! (Valuable consideration, though not determinative)  





Do we have a protected Descriptive Mark?


Is the mark Descriptive?


Is there Secondary Meaning?


Is the mark “simply laudatory?”


Is it too laudatory to be distinctive at all? 


Is it just a slogan? Is it too long? 


Does consumer perception reveal evidence of secondary meaning?


Use Echo Travel factors to test consumer perception


Direct evidence ( 


Consumer surveys.


Consumer testimony 


Circumstantial evidence ( 


Exclusivity


Length of use


Manner of Use


Amount and manner of advertising 


Amount of sales and number of customers


Established place in the market


Proof of intentional copying


Is the mark uncontestable? If so, can it still be cancelled because it’s fraudulent, generic, etc.? See §15 .





TEST: Is mark Descriptive or Suggestive?


How much Imagination must consumer have to make the connection from name to purpose or quality?


How much Creativity was required from producer to come up with the name?


Was is the likelihood that others will use the same terms in their names? [COMPETITOR NEED]





TEST: When is a mark Primarily a Surname?


What is the Primary Significance of the Impact or Impression of the word in connection with the product on the consumer?


Must consider the mark as a whole, not as separate parts. 


PTO factors to consider:


Degrees of surname rareness.


Whether anyone connected with applicant has the surname.


Whether the term has any recognized meaning other than that of a surname


The structure and pronunciation or “look and sound” of the surname.


Does the name disparage or falsely suggest a connection? (See LA §2(a))


Does the mark use a name of an individual without permission or of a President during widow’s life?





TEST: What is the proper remedy?


Consider the following factors:


Did the person trying to use the name previously sell the rights to it to the owner of the TM? 


Did person enter the field simply because his name was fortunately similar to another dominant in the market already? (Sam McDonald going into the fast food business).


IS 2nd comer not a newcomer but a legitimately practicing individual in the field with a genuine desire to built a business under his name?





TEST: Is the mark Primarily Geographically Descriptive?


When used in connection with goods, what is the primary significance of the term to the public? 


If it is primarily geographic, is there Secondary Meaning? 


Is it Significantly known to the public? (not some rural village in France no one’s ever heard of.)


Weigh the Waltham Watch factors to determine remedy:


1) importance of indicating place of manufacture


2) discrediting effect of disclaimers


3) importance of preventing inferences being drawn from Δ’s product to Π’s product.





TEST: Is the mark Deceptive under §2(a)?


False ( Is the term misdescriptive of the character, quality, function, composition or use of the goods?


Believable ( If so, are consumers likely to believe that the midescription actually describes the goods? (Consider the context of mark)


Important ( If so, is the misdescription likely to affect the decision of purchasers? (Materiality Requirement)


If the answer to all of the above is “Yes,” the mark is permanently barred from registration.  Secondary Meaning or Clarifying language are unavailing. 


TEST: Is the mark Deceptively Misdescriptive under §2(e)(2)?


Does the mark disdescribe a characteristic, quality, function, composition or use of the goods or services?


Are consumers likely to believe that the misdescription actually describes the goods or services?  (No materiality requirement here, unlike Lovee Lamb – distinction based on reaction and perception of consumer.) 


If “Yes” to both of the above, is there Secondary Meaning under §2(f)?





TEST: Is the mark Primarily Geographically Deceptively Misdescriptive under §2(e)(3)?


Is primary significance of the mark a generally known geographic location?


Is the public likely to believe that the place identified by the mark is the origin of the goods, when in fact the goods do not come from there? [kind of like a Goods/Place distinction?]


Goods/Place Association – are people likely to associate the goods with the place because it’s famous for making this kind of product, like Murano Glass?  Usually, there has to be an association of the good with the place, even if not that famous.


Is the misrepresentation a material factor in the consumer’s decision? [Basically, would they not buy the product if they knew it didn’t come from where they think it came from? Examples: Boston salt water taffy, San Fran sourdough, Belgian chocolate]


If “Yes” to all of the above, the mark is permanently barred from registration ( Secondary Meaning is unavailing. 








TEST: Is mark Scandalous or Immoral?


Is the mark shocking to the sense of decency or propriety?


Is it offensive?


Is shock value a component of the mark?


Does shock value stem from offensiveness? 


What is the context of the mark – is it shocking with respect to the particular goods? [Holy Sisters of the Rosary Condoms]


What would the substantial composite of the marketplace think of the mark?


TEST: Is a mark Disparaging?


Focus on the referenced group, NOT the general public 


It has to be a substantial composite of the referenced group


Focus on time of registration, NOT time of the lawsuit/ substantive legal challenge


Focus on the relationship of mark to the goods/services


Intent to disparage not necessary – if the mark “may” disparage, that may be important.





TEST: Is Trade Dress protectable?


Is it Packaging?


Is it generic?


Is it capable of being distinctive? 


Has it acquired Secondary Meaning? 


Is it Functional? If “Yes” – no protection.


Look to design


Does it have utility?


What is the degree of utility?


Is the degree of utility is superior?


Superiority – based on competitor need; must be one of the best or few superior designs in functionality and economy of manufacture available.


If yes ( trade dress is functional.


Is it essential to the use or purpose of the article or does it affects the cost or quality of the article? [Inwood Test for utilitarian functionality]


Is it inherently distinctive?


Does it identify the source of origin? 


Is it Product-Design?


Is it generic?


Is it capable of distinction? 


Has it acquired Secondary Meaning? 


Is it Functional? If “Yes” – no protection. (See above test)





TEST: Is there a Likelihood of Confusion?


Factors to Consider: 


Strength or distinctiveness of the mark


Similarity of the two marks


Similarity of goods/services 


(Aunt Jemima Doctrine: enough similarity to cause association; can Δ’s product harm the Π’s product). 


Likelihood that the senior user will bridge the gap – will the senior user expand into the junior user’s line of business/geographic area.  


Similarities of facilities used by the parties conducting their business


Similarity of advertising used by the parties


Δ’s intent


Actual Confusion


Complexity of product and consumer sophistication 


Dimensions to Consider:


Do the marks look alike?


Do the marks sounds alike?


Do the words of the mark mean the same thing? (Cyclone-Tornado)


Is the public likely to be confused by the packaging?


Are there obvious invitations for comparison to the name brand?


Is the generic mark prominently stamped on the good? 


What kind of confusion is it?


Is this “passing off” – passing off an competing goods?


Is it confusion of sponsorship – goods not identical, but related?


Is it Reverse Confusion  - junior user overwhelms senior user?


Is it Reverse Passing Off – passing off someone else’s goods as your own without using their mark (i.e., sticking your mark on their product)?


Is the party the origin of the tangible product they are selling? 





TEST: Is Concurrent Use allowed?


Are the marks geographically remote? 


If so, who was the first user?


If both users started legitimately using before either registered, then concurrent use allowed in their respective areas. 


Who gets what area? Factors to look at: 


Previous business activity


Previous expansion or lack thereof


Dominance of contiguous areas


Presently-planned expansion


(Where applicable) possible market penetration by means of products brought in from other areas.


What was the intent of the junior user? If good faith, may be allowed to continue use in own area.  (see §33(b)(5))


Is there present likelihood of confusion that merits an injunction? This is no longer necessary for an injunction. 





TEST: Is there Dilution?


Is there TM use (by either junior or senior user) to signify source/origin?


Is the senior mark Famous? See §43(c) factors:


(A) degree of inherent or acquired distinctiveness of mark


(B) duration and extent of use in connection with the goods/services with which mark is used


(C) duration and extent of advertising and publicity of mark


(D) geographical extent of trading area in which mark is used


(E) channels of trade for the goods or services with which mark is used


(F) degree of recognition of mark in the trading areas and channels of trade used by mark’s owner and the person against whom injunction is sought


(G) nature and extent of use of the same or similar marks by third parties


(H) whether the mark was registered under the Act of March 3, 1881, or the Act of February 20, 1905, or on the principal register


Is there Niche Fame?


Lexis Case ( not sufficient.


Sporting News ( allowed


Does Δ use a substantially similar mark? 


If marks are identical, that can be circumstantial evidence of actual dilution.  (Moseley)


Are we looking for Tarnishment or Blurring?


Is the use for News Reporting, Fair Use, or Non-Commercial Use?  If “yes,” no dilution. 


Will the 1) target customers perceive the mark as 2) essentially the same? (See Lund)


Is there Actual Dilution? If “No,” then there is no dilution.  (See Moseley)


Evidentiary Factors for Actual Dilution (Ringling Bros.):


Evidence of loss of revenue and elimination of other causes that may have caused decline in revenue ( this seems a very uncertain factor.  


Surveys showing consumer impressions.


Relevant contextual factors.


Is there Blurring in Fact – Causation of Dilution?  (See above list in factors in Nabisco) 


Distinctiveness of the senior mark 


Similarity of the marks 


Proximity of the products and likelihood of bridging the gap (Dilution can happen where there are competing products; court also seems to think that a junior user that confuses the consumer surely dilutes the mark!!!)


Interrelationship among the distinctiveness of the senior mark, the similarity of the junior mark, and the proximity of the products. (Example ( very strong senior mark like Chevy can be diluted by a not-oh-so-similar mark like Chevremont if in the car business, but probably not for perfume).


Shared consumers and geographic limitations.


Sophistication of Consumers .


Actual Confusion 


Adjectival or referential quality of the junior use.  (Use of Goldfish shape on a sign for a fish market is generic or descriptive w/out secondary meaning – no dilution here, as there is never protection for that kind of thing anyway).


Harm to the junior user and delay by the senior user.  


Effect of senior’s prior laxity in protecting the mark.





TEST: Are the goods permissible gray-market goods? 


Is there Common Control? If yes, then your goods are ok. (K-Mart)


Are both companies owned by same person?


Are they subsidiaries of one another or otherwise commonly controlled?


Is it an Authorized-Use situation? If yes, then your goods are not permissible.


Are your goods commonly-controlled, but materially different? If yes, then not ok.  (Lever)


Are your goods second-hand, but there is no suggestion of sponsorship? If yes, then ok.


Are your goods second-hand, but properly labeled as such?  If yes, then ok.  (Champion)





TEST: Is there permissible use in Comparative Advertising?


Is there misrepresentation of the competing product?


Is there confusion as to source or sponsorship? 





TEST: Is there Fair Nominative/Referential Use?


Is the product/service not readily identifiable w/out use of the TM? (NKOTB, Welles)


Is the use only to the extent necessary to identify product – to refer to the TM holder?


Is there any suggestion of sponsorship or endorsement?


Is use fair and reasonable?








TEST: Is the Parody Use permissible Referential Fair Use?


Is there Infringement?


Is there likelihood of confusion? There is bound to be a lot of similarity, BUT:


Is the parody effective at dispelling the suggestion of sponsorship? (Budweiser T-Shirt case)


Is it an Expressive Product? 


Can you show that your mark parodies the specific mark in question and not the public in general? (Abercrombie v. Aberzombie)


Is there Dilution?


Is the use commercial? 


Is it expressive/First Amendment use?


Is there Tarnishment? 


See L.L. Bean factors: 


Injury from actual or potential confusion (Moseley – just actual)


Diminution in the uniqueness of the mark


Injury resulting from use of mark in a manner that tarnishes or appropriates the goodwill or reputation associated with Π’s mark.


See John Deere case (Weird 3rd class of Dilution proposition)


Is it commercial use?


Is it a competitor?


Is there incentive to diminish the TM?


Other opportunities to promote the mark?


Degree of alteration of TM?





TEST: Is there Descriptive Fair Use?


Is the word being used as a mark?


Is the word being used in its ordinary English meaning?  


See Lanham Act §33(b)(4).





TEST: Is there an illegal use of a Domain Name?


Is there Infringement?


Is there likelihood of confusion?


Is there Dilution?


Apply test above.


Is there a violation of ACPA?


Is there a domain name at issue? (as opposed to post-domain path)


Is there bad faith? (See Lanham Act § 43(d)(1)(A), (d)(1)(B))


Is the mark in question Famous or Distinctive?


Is there use of mark that is identical or confusingly similar to the mark in question?


Is there basis for an In Rem action? (See Lanham Act § 43(d)(2))





TEST:  Is there Initial Interest Confusion?


Is someone using another’s TM in a manner calculated to capture initial consumer attention, even though no sale takes place as result of confusion?


Is there likelihood of confusion at the point of contact?


Is there actual evidence of confusion?


Is the use commercial?


Is there Dilution?





TEST:  Is there a violation of Π’s TM in Internet Usage?


Is there a violation because someone is selling Π’s TM for profit without their permission?  (Playboy v. Netscape)








TEST: Is there a violation of one’s Right of Publicity? 


Elements of Violation of RoP (Henley):


Did Δ appropriate the Π’s name or likeness for the value associated with it, and not in an incidental manner or for a newsworthy purpose?


Can Π be identified from the publication?


Was there some advantage or benefit to Δ in doing this? 


Is there a resulting injury? (White)





Is there an Appropriation of Identity?


Are attributes of one’s identity appropriated? (Such as voice in the Midler case) 


Is there value in the person’s attribute to the Δs?


Is there deliberate imitation for profit?


Is there an appropriation of identity by impersonation?  (White)





Is there a parody or 1st Amendment Defense?


Is there a contribution of creativity, etc., by Δ that essentially creates a new product? (Cardtoons)


Is the speech primarily expressive, even if also commercial?


Is the use incidental or for news reasons? 








