 TRADEMARKS CHECKLIST

Competition (Policy):

PRO:  low prices, higher qual, more innov, more consumer convenience

CON:  allowing competition means some firms will be econ harmed by entrants

ISSUE 1: Is harm from comp actionable?

Motive not dispositive ~ may be a factor:

NO:
Harm from new entrant not actionable – Schoolmaster’s Case (1410)

motive- actionable if enters to drive competitor out & entrant is losing $$. Tuttle v Buck [extreme case] 

NOT actionable IF: enters for profit. 

Problems w/ motive-based argument:

1.  Motive= hard to prove [must show they operated at loss/planned to retire; 2.  comp would still provide bens b/c once both firms are gone it allows entrant cheap entry. Rest 3rd rejects Motive-based argument

Focus on Actor’s actions, not motive:

Rest 1st §1: No liab for causing harm via comp unless (a) harm results from 

(1) deceptive mkting (false ads)

(2) ™ infring or (infring)

(3) appropriation of trade values like right of publicity (Misapprop)

OR other acts determ to be actionable as uf meth of comp when considering nature of conduct & likely effect on P & public.

WHEN is aggressive competition ok?  NOT during K, but ok pre-K
Interference w/ K:  the need for stability in Ks
5 elements:

1. K betw/ P & 3rd
2. D knows of K

3. D’s acts are the principle cause of 3rd’s decision not to perform

4. D acted intentionally

5. **D’s inducement of the breach was improper – MOST LITIGATED

- Damage is assumed if all 5 are met.

- Actual Breach NOT Necessary—D’s acts just need to make P’s perf more burdensome/lessen value of K

ISSUE 2: Is Inducement Improper?

§ 767 Rest 2nd Torts: Factors to determ whether improper:

(a) nature of D’s conduct

(b) D’s motive; malice is not

(c) P’s interest

(d) Interest D seeks to advance

(e) Social interest in protecting D’s freedom of action & 3rd’s K interest  BALANCE

(f) Proximity/remoteness of D’s conduct to the interference

(g) Relations betw/ P & D—competitors?, EE-ER? (Adler Barish)

BAD reasons to induce breach:

1. offer a superior bargain

2. desire to make a profit

AdlerBarish: breach induced for D’s econ interests as competitors + ethic’ly quest’ble conduct=improper

GOOD reasons to induce breach:
To protect a superior K/property right

Pre-K interference: ok b/c public interest in compet > need for stability in Ks. Doliner v Brown: ok to offer better bargain, but can’t use fraud:

BUT if D uses misleading/coercive means to interfere it’s actionable as per R2T§766B.

HOW:  Unfair Comp Per Se:  Theft of Trademarks and Deception

Dual system of ™ protection:  Fed and State( indep & concurrent: possible to have one w/o other!

State: 
· CL based

· ™ obtained via (1) affixation to goods AND (2) active use in commerce (Blue Bell)

- mega advertising is active use

- quant of use may be a factor (Zazu): one sale not enough; unlikely to give notice to competitors 

Fed: 

· Stat based: Lanham Act- C can pass this via I,8,3

· Registration provides notice, so actual use may be minimal

· Must have use in intrst comm (broadly interpreted); if only w/in state( go to state protections

™ Prot limited to consumer confusion situations: use on similar/related goods
- States can go further to protect ™ even when no confusion( see dilution statutes

Obtaining STATE CL ™ rights

1.
USE:  merchant must make

a. Actual Use:  Genuine commercial sales of goods
b. Affixation:  TM attached to the goods 

2.
priority: 

a. 1st merchant to use ™ in X area = owner so long as use is continuous & uninterrupted

b. BUT if 2 users of same mark at same time w/ good faith, ct will balance the equities

3.
Benefits of state ™ rights:

a. can enjoin others from: (1) using same/similar ™ (2) on same/similar goods (3) in local area AND 

b. has superior claim to fed reg if dispute arises unless guy can invoke constrive use date (7c/itu);

ISSUE: What constitutes “USE” enough to win a Priority Suit? 

To determ State ™ rights/whether final reg should issue: Genuine comm. sales w/ ™ attached

· OK :

principle motivation of genuine sale CAN be obtaining ™ as long as sale is genuine  

advertising generally determined to be enough to constitute use (Zazu)

· NOT OK:
- Can’t attach ™ to other goods you sell for now while you develop new good to apply ™ to

- Intra-company sale are not public enough to id marked goods in the public mind (Blue Bell)

- Token sales: state cts may look to amt of use to resolve priority suit

How much use is enough use?  Must have 1st use AND “high degree of penetration” (Lucent( 1st user lost b/c no penetration) Natural Footwear Factors: (1) sales volume (2) growth trend +/-? (3) # actual Bs v. # potential Bs (4) amt of ads 

- Intent to use: Zazu- intent to use ™ not enough( irrelev that D knew of P’s intent to use

To determ Fed ™ rights: can apply for ITU p.t. sales( ™ must eventually be used in connex w/ IC sales

How to Register: Lanham Act
1.
Types of marks:

a. TM – marks on goods: Ford, Gateway

b. Service Marks – marks on services: Motophoto, McDonalds

c. Collective Marks- used by organizations: NEA, ABA, UAW

d. Certification Marks- Owned by A, but used on X’s goods when they meet A’s criteria: “UL”

2.
Who can register: §1LA:


§1(a) may register via use in IC

§1(b) ™s intended to use applications:  (ITU’s)

· if ™ not forbidden under §2, party can apply for reg ( but no reg actually given until evid of actual use is provided to PTO. Extensions: 1st after 6 mo, 2nd after 12 mo.

ISSUE: T1: P’s ITU applic; T2: D’s use in IC; T3: P’s 1st actual use.
§7(c)- contingent on eventual reg, filing ITU application = constructive use of ™. nationwide protect

  
- ITU applic trumps another’s use in interim. Make sense b/c ITU is published in gazette( notice.

3.
WHAT marks are registrable? LA §2 (a)-(d) are ABSOLUTE BARS(can’t overcome

§2(a): No reg for immoral/deceptive/scandalous marks (no econ justification for this §- moralistic)

§2(b): No reg for marks consisting of flags/coat of arms/insignia/simulation thereof of any nation

§2(c): No reg for name, portrait, signature of living person except by his written consent

§2(d):  LOC   No reg when mark 

· so resembles a ™ registered at PTO OR 

· used in US by another & not abandoned 

· that when used on/in connex w/ applicant’s goods likely to cause LOC, mistake, deceive

§ 2(e) = bar to registration, BUT CAN BE OVERCOME by further evid showing

§2(e)
(1)* no reg when mark is merely descriptive/deceptively misdescriptive of goods



(2)* no reg when mark is primarily geog’ly descriptive of goods



(3) no reg when mark is primarily geog’ly deceptively misdescriptive of goods



(4)* no reg when mark is primarily merely a surname


(5) no reg when mark comprises any matter that is functional as a whole (more at trade dress)


§2(f): * Secondary meaning overcomes bar under e(1), e(2) and e(4)

to prove 2nd meaning(even if merely descriptive (, exclusive & continuous use of ( by applicant for 5 yrs = presumptive 2nd meaning as per 2(f). 

4.
Process:

a. Actual Use Filing: §1(a)

- file app w/ PTO: app contains ™, goods w/ ™ attached, affid of when 1st used

denial? ( can submit more evid OR appeal to TTAB (ex parte) & then to Fed Cir

accept? ( publish ™ in gazette; no comment for 30 d. = certif of reg- valid 10y & renew indef

b. ITU Filing:  1§(b)

Same as above except if no comment after 30 d. applicant gets notice of allowance & has to submit affid of actual use w/ 6 mo. Can get 6 mo extension & then 12 mo extension.

c. Inter Partes Opposition §13 Lanham  

- P may oppose application for reg if P feels he will be injured by applicant’s reg, inclg dilution. 

- P must state reasons why applicant is not entitled to reg. TTAB decides & Fed Cir reviews.

d. Inter Partes Cancellation § 14 Lanham

If fed reg is granted, s/o who believes it is/will be damaged by contin of reg may file for xcel.

Y0-5, P may claim any grounds for xcel; y5 on, only specified grounds for xcel will be allowed.

a.  5.
Advantages of Fed Reg:

b. ®symbol gives all notice

c. Constructive notice – merchant can rely on this to assert a sup claim to mark in new mkt

d. Incontestability – 5y after reg, ™ is incontestable( precludes some claims against registrant:

(1) in xcel: immunizes registrant from some claims that ™ is invalid when P sues to xcel. 

(2) in infring: prevents D from asserting: 

(a) that reg is not sr user AND (b) that mark is merely desc/lacks 2nd meaning.

THE CONTINUUM OF DISTINCTIVENESS (Abercrombie)

Consider mark in relat to prod:  “old crow” ok for whiskey, but not for bird seed. 

™ can be words/logos

	Fanciful –inherentl
	Arbitrary-inherentl
	Suggestive-inheren
	<<Descriptive>>
	<<Generic>>

	Has no meaning in English language
	real words but no connex to prod
	™ gives a hint re: nature of prod
	No mental leap nec – straight desc
	Category of product

	Kotex, Kodak
	GAP, Apple 
	Nike, Coppertone
	U-haul, Beer Nuts
	Corn Flakes, Milk

	from time of 1st use: full CL prot & immed fed reg
	from time of 1st use: full CL prot & immed fed reg
	from time of 1st use: full CL prot & immed fed reg
	Need 2nd meaning
	Never registrable


Policy for req of 2nd meaning

1.
Cost of ™: Competitor need- don’t want to take away the ability to describe prod. 

2.
Ben of ™: Lower search costs- awd ™ to prods so consumers don’t have to search: ™ = wysiwyg

ISSUE: Is ™ Suggestive or Descriptive?

1.
How much imagination is nec to figure out what the prod is?

2.
Will the words in Q be nn by competing firms/avail of alt language?

3.
How much have other merchants been using these words to describe their prods?

If Descriptive, what evid proves 2nd meaning?  See outline p. 9 bottom (Platinum Mtg)

PROBLEM ™S

1.
Coined terms not auto prot: 3M “Skinvisible”( ™  CAN be 2+ common words stucktogether if: 

· new term ( word AND 

· is suggestive w/o being merely descriptive. 

2.
Slogans: Maidenform- Underneath it all ( merely desc b/c words do more than convey immed idea of ingreds, quals, chars of the goods;  Double-entendre = suggestive. 

· Slogans need more showing of distinctiveness/2nd meaning b/c tend to be descriptive.

Fed Reg can help:  §15 LA INCONTESTIBILITY

Poss of incontest ™ is conclusive evid of reg’s exclusive right to use ™ on type of goods in q. 

 
-  cuts off claim of not being sr user AND 

 
-  cuts off claim that ™ is merely descriptive

-  only time incontest ™ can be xcelled is if ™ becomes generic (yo-yo) or abandoned (park ‘n fly)

3.
Generic ™: disputes arise in two contexts:

a. generis ab initio - When ™ is 1st adopted: new prod or new prod category?

Canfield  2-Part Test:

1.if manuf intros prod that differs from an estab prod class in X characteristic & uses a common descriptive term of X characteristic as ™, then the new prod becomes its own genus & term denoting the genus becomes generic if there’s no commonly used alternative that effectively communicates the same functional info. 

2. Whether the term that ids the prod is generic turns on competitors’ need to use it

-   “choc fudge soda”( choc soda = prod class; X characteristic = rich, fudgy; do compet nn X?

-   if prod is only slightly diff from estab prod class, then not generic

genus = what are you?  Athletic shoes

species = who are you? Nike

b. Loss of Distinctiveness – When public associates ™ w/ prod instead of producer. Zipper, yoyo

-   Ways to avoid( see outline p. 11

-   Primary Significance Test §14(3) Kellogg v. Nabisco- to prove a mark is a ™, you must show public thinks of producer (Nabisco) not prod (pillows) when exposed to™ shrdded wheat.

-   ™ is designation of source & dies when stops designating unless due to compet wrongdoing

4.
Geographical ™:

· ™ is geog if the primary signif to public is geographic.(nancy = woman’s name, not French city)

· not all geog ™s are problems: Saturn, World - no comm. activity assoc w/ these geog locales

a. §2(e)(2)* no reg if mark is prim’ly geog descriptive of goods* can overcome w/ 2nd meaning

-
™ provides info & goods com from that place = merely descriptive(nn 2nd meaning

1.
Do the goods come from named place?

· NO( then not descriptive, BUT

· If prod bears no connex to term( STOP - arbitrary & protectable w/o 2nd meaning (Nantucket shirts)

· If named place is plausible place of origin, but isn’t from there( go to 2(e)(3)

· YES( go to Q 2

2.
Primary Significance Test: Does named place have geog signif to public? 

· NO  If obscure or dual meaning(Pontiac) ( STOP - not descriptive

· YES  If public recognizes it( descriptive - you must prove 2nd meaning 

b. §2(e)(3)* no reg if mark is PGDM prim’ly geog decep’ly misdesc *can overcome w/ 2nd mean

1. Goods cannot be from named place; if goods DO come from the place go to 2(e)(2)

2. Public must assoc goods as emanating from this place

· If you have (1) but not (2) then public is NOT deceived & you’re ok(Nantucket

Watham Watch- 
if potential for confusion in mktplc > importance of indicating the place of manuf ( party may be enjoined from using a valid geog designation
5.
SURNAMES AS ™  §2(e)(4)* no reg when mark is primarily merely a surname * can overcome 2nd
Rationale = competitor need

Analysis = is the name primarily perceived as a surname?

· YES – will need 2nd meaning

-- NOTE:  2(c) is absolute bar to using living person’s last name w/o their consent
· NO:

- name is not primarily a surname if it’s an ORDINARY WORD: King, Lake, Rose


- less likelihood of being primarily surname if TWO NAMES: Hogan & Hartson


- Not a surname if person is DEAD FAMOUS PERSON: Lincoln 

· Surname + merely descriptive term = primarily merely a surname. Hutchinson Techno

· Once 2nd meaning is acquired, a later competitor w/ same name must use precaution to prevent confusion( qual injunction usu issued in these disputes, unless bad faith (Taylor)

-------------------------------------------------------------------------------------------------------------------------------

6.
SHAPES AS ™  (Note similarity of req. to TD)

2 REQUIREMENTS before shapes can be protected:

1.
Shape must be distinctive (Coke Bottle, Mrs. Butterworths)

a. It must either be inherently distinctive[wacky design- ice cream cone shaped panty hose box] or       

b. P must prove 2nd meaning  [common design + 2nd meaning( spray bottle]

2.
and Non-Functional b/c §2(e)(5)= absolute bar to reg of any matter that as a whole is functional

a. Utilitarian Functionality – design improves performance. No ™ protection. 

b. Aesthetic Funtionality – design provides prod w/ an aesth advantage in mktplc & 

(1) is one of only a few possible designs available so that others can’t compete effectively &/or (2) Usu in a prod category where prod is chosen for its aesthetics. No ™ protection.

Rest §17:  A design is functional if it 

· affords benefits in the manuf, mktg or use of prod ( Inwood Test

· that are important to effective competition by others( Qualitex  AND

· are practically available through the use of alternative designs. 

Rationale: Competitor need—In re Morton Norwich – reg of Fantastik refused b/c was one of the few designs avail & was one of the best designs available.  (MORE)

Is shape functional? – if it has an expired utility patent, then will be considered functional (Traffix)

7.
COLOR  AS  ™

Color combo is protectable as ™ so long as [same analysis for color combo as shapes]


1.
Distinctive

a. inherently 

b. 2nd meaning (see Kodak: black, yellow, orange; West Books: brown gold)
2.
Non-Functional – functional Red White & Blue 4th of July plates

***even if combo is distinctive & nonfunct, you cannot prevent a competitor use unless LOC!
ISSUE: Issue is whether ONE color can be a ™

LAW: Qualitex( no legal obstacle to prot of single color as long as (1) 2nd meaning (single color never inherently distinctive b/c doesn’t designate source) and (2) non-functional: Blaze orange hunting vests(functional! color to indicate flavor(functional
color simplicitor( cts reluctant to prot b/c 

a. too hard to prove 2nd meaning & not administrable b/c too diff to tell colors apart Shade Confusi
b. Color Depletn Theory: competitor need/barrier - don’t want to run out of colors for others to use

Circ split Y( OCF: can be distinctive, but must be via 2nd meaning; N( nutrasweet

To prot single color, argue lots of ads = 2nd meaning & no one else uses this color (no compet need issue

8.
TRADE DRESS AS ™

TD = overall visual appearance of prod incl shape, label, colors, printing style. Pkgd goods AND comm. enterprises have TD [color scheme, décor, architecture]. Lanham 43(a) gives COA for trade dress infring

Trade Dress is protectable if:

1.
Non-Functional (if functional then no trade prot available ever, not even if 2nd meaning) BOP on P. 

Test for functionality:  

a. if feature is util if: (Inwood)

i.
is it essential to the use/purpose of the article OR does it affect the cost/qual of the article


ii.
Effect of exp patent on funtionality(  (Traffix)

a.
P is screwed: util patent = strong evid of funct

b.
P must argue feature is ornamental, incidental, arbitrary aspect of design

b. if feature is aesth: (Qualitex-gold/green press pads) 

i.
TEST consider both a & b( if either is yes then article is functional

a.
is it essential to the use/purpose of the item OR does it affect the cost/qual of the item?   
b.
is it a feature the exclusive use of which would put competrs at signif non-reput disad? 

ii.
Aesthetic Functionality ( Don’t assess whether ea element of TD is functional on its own!! (Hartford) So long as others can compete by using a diff combo of elements in the pkging of their prod, the TD is non-functional. if viable alt designl( non functional



iii.
Aesthetic Functionality Considerations:

· is the prod in a prod category that people choose b/c of aesthetics? Y (don’t protect
· Are other alt’ves avail in light of practicality and consumer acceptance? N=don’t prot
· The simpler the design, the more likely it’s functional; if very realistic design( fxnl
· If a look becomes an industry standard, it’s functional
Wallace: baroque silverware design is functional b/c commercially nec to compete in baroq silvrwr mkt.

2.
distinctive (Two Pesos(TD can be distinctive via inherent OR 2nd meaning)

a. Inherently note: prod configuration [dress design] only distinctive via 2nd meaning-Wallmart
Test for Inherent Distinctiveness of Product Packaging (Seabrook)  Need all three

1.
Is it a common basic shape or design? Y = not distinctive( cereal box

2.
Is it unique or unusual for this particular field? Y = distinctive

3. 
Is it a mere refinement of a commonly adapted/well known form/ornamentation for a certain class of goods viewed by the public as a dress/ornamentation for the goods?

b. 2nd meaning [meaning consumers associate the look of the design w/ manuf] 
3.
There should not be LOC  (Warner Lamber; Hartford v Hallmark) 

NB: some imitation is tolerated to convey info message of prod equivalence(no LOC due to price diff 

MISDESCRIPTIVE, DECEPTIVE AND SCANDALOUS MARKS AS ™

1. Misdescriptive: Gold Seal: Glass Wax – contains no wax held not deceptive, but is PMDM:

§2(a) Deceptive: an essential & material element must be misrep/false & this must be the very element on which customer made his purchasing decision.[when told the truth, public would be po’d]

§2(e) primarily merely deceptively misdescriptive: 

marks seemingly describes features of the product, but the product does not actually possess those traits.  

Deceptive( protects consumers – must meet heavier burden to find liability here

Deceptively Misdescriptive( protects competitors—lower burden to meet to find liability

-  NOTE: some lies are misdescriptive, but not deceptive: Lasts Forever Soap- no one would believe this

2. Scandalous Marks:

TEST: Whether mark is scandalous must be ascertained from standpoint of not nec a majority but a substantial composite of the general public. 
Big Pecker ( scandalous; dog shitting on shirt = scandalous; Frog giving middle finger = not scandalous

3. Disparaging Marks:

TEST: Whether a substantial composite of a target group so perceive the S-M in question as disparaging at the time of registration. 

TRADEMARK  INFRINGEMENT

PRO Broad prot:

a. incentive for investment and creativity: if no other firm can use your (, then a bus will invest in goodwill.

b. Fairness to consumers: consumers will use ( as shortcut to assured qual prod.

CON Broad prot:

a. creates barrier to entry when a firm has strong brand recognition

b. encourages investment in wasteful expenditures like ads instead of R&D

c. will make it diff for firms to communicate w/ public b/c can’t use certain words

Rationale of TM infringement:

1.
harm to consumers- may get a crappy prod; may not get what he wanted

2.
harm to competitors-loss of sales; harm to reputation

Lanham Act Coverage:

a. §2(d) no reg for mark that is similar to registered mark [priority disputes]

b. §32 COA for infring of registered mark( must have LOC

c. §43(a) COA for infring of unreg mark, TD, Trade Name ( must have LOC

LIKELIHOOD OF CONFUSTION ANALYISIS

easy case: Jr user uses identical mark on identical goods in identical geog mkt.

-  LOC can still occur, even if not exact same mark or exact same goods or exact same mkt

Polaroid Factors:  Factors to determine whether LOC exists

1.
Strength of P’s ™

2.
Relatedness of goods/services

3.
Similarity of marks

a.
sight, sound & meaning test- meaning: cyclone fence & tornado fence

b.
Foreign equivalency( if mark is same but in diff language & lg # of Amer speak it( infringes

4.
evid of Actual Confusion (witnesses)

5.
Mktng channels used 

6.
likely degree of purchaser care & sophistication

 
a.
Amt of time spent on purchasing decision( w/ disposable goods (razors) not much time spent

  
b.
consumer sophistication ( if consumer is child, then unsophisticated & more likely to confuse 
c.
cost of product( less risk of consumer making mistake if product costs $80K 

  
d.
frequency of purchase( if impulse buy-type of prod, then higher LOC

7.
intent of D in selecting the mark  (more below)

Bad intent/bad faith on part of D IS NOT nec to prove ™ infringement, but can be taken into

acct as a factor against D.
 8.
likelihood of expansion of the product lines using the marks
CASES:

1.
Brylcreem v. Valcream: same goods, same geog, diff ™; held, confusion ( infringement:

Later user has duty to name/dress his prod so as to avd likelihood of consumers confusing it w/ 1st prod. Actual confusion not nec. 

2.
Wood v Reese Jewlry:artcarved rings v Art Crest rings: same goods, same mkt, diff ™; no confusion

3.
Holiday Inns v H0liday Inns( D gets off b/c never uses P’s ™-- only uses complementary tel no(use of a protected mark is prereq under Lanham Act. D didn’t cause the confusion—only capitalized on it.

4.
Levy v. Kosher Overseers – in a TTAB action to oppose registration different LOC factors are used ( can’t use a TTAB decision as collateral estoppel in an infringement action. BUT if TTAB did use Polaroid factors, then you can use as collateral estoppel. 

“PERMISSIBLE INFRINGEMENT”—PERMISSIBLE USE OF ANOTHER’S MARK

1.
Genuine Goods:


Not infringnt for D to sell P’s actual goods( no LOC b/c consumer actually gets what they think

4 Genuine Goods Scenarios when P is likely to sue:

a.
Physically Altered/Repackaged/Rebottled Goods- 

-  Prestonettes v. Coty: D bought P’s goods & repackaged them. Held, can use P’s ™ as long as you make it clear that it’s transformed: D’s labels should make D’s identity & lack of affiliation clear.

b.
Failure to Provide Value Added Services-
-  Matrix v. Emporium Drugs – Matrix’s wholesaler diverts goods to cheap drug stores & salons are being undersold. D is selling P’s prod in P’s name, but P argued infringement b/c not “genuine” Matrix prod( Matrix = product + consultation. If bought at drug store, no get consultation. Rule: Is vendor engaged in a resale such that the customer is aware of the absence of the value added service?

c.
Unauthorized Re-seller

- 1st Sale Doctrine: in patents you can buy a TV & then resell it w/o infring b/c after the 1st sale, patentee has exhausted his rights 

d.
Grey Mkt Goods( goods w/ same ™ are sold in US & abroad; 3rd party buys genuine goods abroad & tries to sell in US in compet w/ US ™ owner. 

Rule: 

1.
if NO affiliation betw/ US & foreign ™ owner, sale of goods in US = infringement & goods can be excluded at border. This is b/c the ™ goods may have diff attributes outside US & will undermine what US consumers expect to get.  

2.
Common ownership (law is unsettled!!) betw/ US & foreign ™ owner: usu, Customs will allow importation of gray mkt goods by 3rd party if US & foreign ™ owners are same. But US ™ owners have been successful in excluding under §42 LA, esp if there are differences betw/ US & foreign goods (Lever Bros) 
2.
Refurbished Goods

If D buys P’s ™ goods & reconditions them to sell them 2nd hand, D may also use P’s ™ provided that:

i. D makes full disclosure of D’s identity, 

ii. D discloses D’s lack of affiliation w/ P, and

iii. D discloses the fact that the goods are used.  See Champion Spark Plugs v. Sanders

Note:  D must be selling P’s genuine goods!

3.
The right to use another’s mark to refer to your own goods

a.
Replacement Products/Services usu allowed
D may use P’s ™ to indicate (1) that D sells P’s goods, (2) that D makes replacement parts for P’s goods or (3) that D repairs P’s goods WITHOUT obtaining P’s consent, so long as it doesn’t falsely represent that it is an authorized dealer or service outlet.
b.
Comparative Advertising is usu allowed

Smith v. Chanel- Is it okay to print on a perfume box: “if you like Chanel No. 5, you will love XYZ? Rule: Such ads will not be enjoined under LA§43(a) or CL, if ad does not contain misreps or create a reas likelihood that consumer will be confused as to the source, id or sponsorship of D’s prod. 
Note: D would likely be liable of false ads if they didn’t actually replicate the perfume!

Charles of the Ritz v Qual King- Comparative advertising is more likely to create LOC if placed in ads than if placed directly on the product. 

c.
Nominative Fair Use Defense – * defense to incontestable ™ (§33(b)(4)New Kids on the Block:

NFU is use of s/o else’s mark to talk about them b/c you need to name them. 

3 Requirements: 

(1) Necessity - no alt way of referring to P w/o use of ™ b/c P is not identifiable w/o use of his ™  

(2) Minimalism – Only use what is necessary

(3) Good Faith – DO NOTHING TO SUGGEST SPONSORSHIP!!!

d.
Descriptive Fair Use – * defense to an incontestable ™ ( §33(b)(4) Sunmark v. Ocean Spray:

Swee TARTS v. Sweet-tart-- not NFU b/c D is not using P’s ™. 

Rule: DFU only applies if P’s ™ is descriptive. If P’s ™ is arbitrary, then D couldn’t use P’s ™ to refer to D’s prod. 

See also: Rest §28: Fair Use: it’s is a defense to infringement that the term used by D is descriptive of D’s goods or is D’s surname and D has used the term fairly/if gf solely to describe his goods.

TRADEMARK USE ON NON-COMPETING GOODS

Summary of Likelihood of Confusion Analysis: 

A.

Competing Goods - Polaroid Factors

B.

Non-Competing Goods - Polaroid Factors + “how closely related the goods are”



*
Special Cases of Non-Competing Goods




(1)
Promotional Goods





-
™ in a high degree of prominence (apparel, hats, key rings)




(2)
Parody Sense





-
very frequently on promotional goods too 
Why does P care?

1. reputational cost

2. Forecloses future expansion.

Rule:  In the NC goods FP, P can only enjoin D’s use if the goods are related based on Polaroid factors + the degree to which the goods are related. 

If goods are completely unrelated (pizza/sugar) then an identical ™ can be used on both goods w/o LOC. 

1.
Related Goods: has become an issue w/ the rise of licensing . . .

· Look for confusion as to (1) Source OR (2) Sponsorship
U of Ga v. Laite: [bulldog beer case] To show LOC, the public does not have to believe that the owner of the mark actually produced the item & placed it on the mkt. The public’s belief that the mark’s owner sponsored or otherwise approved the use of the ™ satisfies the confusion req. 

· Factors to consider:

a. are the two kinds of goods sold in the same store?

b. Do they have a group of overlapping purchasers?

c. Are there plausible lines of expansion betw/ the two?

* Strong ™s usu given stronger protection against use in non-competing goods than weaker ™s

2.
Decorative Uses on Promotional Goods (hats, tshirts, patches):

Vendors of these goods are not using ™ to designate source, but rather for visual appeal (this is a non-infring use. Has gotten mixed response in cts:

- Dallas Cap – decorative use of another’s ™ held infringement (25y ago, very little licensing): LOC satisfied b/c D duplicated protected ™ & sold stuff to public knowing that public would id ™ as P’s.

- Job’s Daughters – rejects Dallas Cap as overbroad: no infring when jeweler sells prods w/ P’s ™ engraved on it. 

· Synthesis: today, w/ the pervasiveness of licensing, high LOC when s/o makes decorative use of another’s mark. Cite Dallas Cap as the law; raise & dismiss Job’s Daughters.

3. 
Parody - WHEN D USES P’S ™  ON NC GOODS TO BE FUNNY

Keep in mind: (1) a good parody never causes LOC b/c whole point is for the public to know that the parody is poking fun at the target ™ owner. (2) There may be 1st amend issues lurking.

Anheuser-Busch v. Wings – [Myrtle Beach T Shirt] In parody, intentional similarity is unavoidable—the similarity betw/ P & D’s marks are not likely to cause confusion! D’s intent to make a profit off the parody does not turn this into something other than parody. But see Vanna White case.   
Anheuser-Busch v. Balducci – [Michelob Oily] Parody Defense rejected. Many of P’s ™s were used & the disclaimer to warn the reader that he was reading a parody was undetectable. D included the ® sign! 

Lyons Pship v. Giannoulas – [Barney v. The Chicken] Ct says parody is not a defense, but a factor to be added to Polaroid Factors. Although intent is one of the Polaroid Factors, a good faith intent to parody is not the same as an intent to confuse.

4.
DILUTION -  Use This Cause of Action when you don’t have LOC
Dilution is when D’s Use of P’s ™ on NC Goods causes blurring or tarnishment or the whittling away of a ™’s selling power/the watering down of a ™’s distinctiveness.
· ½ the States have dilution doctrines, so always mention this in the analysis of a dilution problem ( esp. if you are denying relief on fed level. Discuss preemption at this point too.

· §43(c) = Federal Dilution Provision ********No requirement of LOC in dilution********
Rest §23: Liab w/o proof of LOC: Dilution & Tarnishment (and Parody/Editorial Comment)

You can be subject to liab under ™ law for use of a mark that resembles the mark of another w/o proof of LOC only under an applicable antidilution statute. 

(1) 
D will be liable w/o proof of LOC IF he uses the similar ™ in a manner that is likely to associate P’s ™ with w/ D’s goods/svcs  AND

(a)
P’s ™ is highly distinctive & the assoc of the ™ w/ D’sgoods is likely to cause a reduction in that distinctiveness (BLURRING)  

     OR

(b)
the assoc of P’s ™ w/ D’s goods or the nature of D’s use is likely to disparage P’s goods/svcs or tarnish the image assoc w/ P’s ™.  (TARNISHMENT)
(2)
If D uses a mark that resembles P’s ™, but not in a manner that is likely to assoc P’s ™ w/ D’s goods, but instead to comment on, criticize, parody P’s goods, D is subject to liab w/o proof of LOC only if D’s conduct meets the requirements of defamation, invasion of privacy or injurious falsehood.  (PARODY/EDITORIAL COMMENT)

a.
BLURRING

-  classic examples: DuPont Shoes, Kodak Pianos, Buick Aspirin, Bulova Gowns, Schlitz Varnish

concern = resonance( Kodak will not lose sales nor will their reputation be harmed if D makes Kodak pianos. The word Kodak alone evokes the product (film)( this “evocation” wouldn’t happen if there are 30 non-competing products w/ the Kodak mark. This is the whittling away of mark’s distinctiveness.

State Law Cases – NEED LIKELIHOOD OF DILUTION
-   PolarOid v. PolarAid – [blurring] this state statute  = COA if there is likelihood of injury to reputation or of dilution of distinctiveness of ™. No requirement of LOC or of competition betw/ the parties.

-   Mead Data v. Toyota – [blurring- Lexis v. Lexus] No LOC req, but marks must be “substantially similar” or else no claim for dilution. Here, P’s ™ LEXIS has a ltd mkt( to show likelihood of dilution, public must make a mental assoc betw/ P & D’s marks. They can’t do this if they’ve never heard of P’s mark. If a mark circulates only in a ltd mkt, it’s unlikely to be assoc generally w/ the mark for a dissimilar product circulating outside this ltd mkt.  Insert Sweet Factors?
Fed Law Cases  NEED **ACTUAL** DILUTION
Ringling Bros v. Utah Div. of Travel - [Greatest Show v. Greatest Snow] P had fed reg & argued that blurring happens anytime a jr mark is suff similar to the famous mark that public will make a mental assoc betw them.  Here, blurring =  

1.
suff similarity betw/ marks to evoke a mental assoc by a relevant universe of consumers


2. 
and the mental assoc is the cause of 


3.
an actual lessening of Sr mark’s selling power, [meaning “its capacity to id & disting goods]

Nabisco v. Pepperidge Farm- [CatDog Crackers v. Goldfish] **FTDA** 

Fed TM Dil Act’s 5 elements to win dilution claim:

1. Sr mark must be famous( see outline p. 31 for factors see next p. famous/distinctive
2. Sr mark must be distinctive( This is really important; the more distinctive the better b/c will cause the “evocation” that Ringling Bros’ ct was looking for
3. jr use must be a commercial use in commerce

4. jr use must begin after sr mark is famous AND

5. jr use must cause dilution of the distinctive qual of the mark

Famous v. Distinctive:  

Famous but not distinctive: United Airlines( can never claim dilution b/c their mark is already diluted.

Distinctive but not famous: Pogos Ketchup( can’t bring a dilution claim until they become famous

b.
TARNISHMENT


- usu when a ™/similarity is put in context of sex, obscenity or illegal activity.(see eg: the cookie jar)

-   John Deere- Comparative ads( can D use an alteration of P’s ™ to id D’s own prod & achieve humor? D can make ™ parodies and can use P’s ™ in comp ads so long as D is using an unaltered ™, if D uses an altered mark(dilution b/c it lessens P’s selling power & ™’s distinctiveness.

-    Hormel v. Jim Henson – No tarnishment b/c Spa’am is likeable( the sine qua non of tarnishment is a finding that P’s ™ will suffer neg assoc due to D’s use. For P’s ™ to be tarnished, it must be linked to prods of shoddy qual or portrayed in an unsavory context w/ the result that the public associates the yuckiness of D’s goods w/ P’s unrelated goods. 

-    Community S & L v. The Cookie Jar – brings to bear the stuff about sex & tarnishment.

c.
TRADE DRESS DILUTION

2 Types of TD Dilution:

1. Pkging

2. Prod Design (schecter no like b/c if P doesn’t have a patent, then anyone can copy, yet dilution would allow a suit.)

Mattel v. Barbie-World Song- Mattel loses( D isn’t tarnishing Barbie when D uses it the way you’re supposed to treat the product- - play acting! Ct also finds this is parody.  

§43(c)(4) – Defenses to Dilution 

The following is not actionable under FTDA:

(A) Fair use of P’s ™  by D in comparative ads or ads to promote D’s goods/services (pepsi challenge)

(B) Noncommercial use *** media ( comm. use( informational products (even though D can make a profit off media, cts don’t consider it comm. use. This may be why Barbie World wins)

(C) any news reporting/commentary

TRADEMARKS   AND  THE  INTERNET  § 43(d)

· Most disputes arise when URL owner is not the owner of the reg ™( cybersquatting.

· Cybersquatting is either 

(a) unscrupulous [panavision v. toeppen]   OR 

(b) in good faith – here we look for NC goods- if goods are nc then not likely to be infring [sporty’s]

Panavision – comm. use is proven b/c Toeppen is in the bus of reg domain names & then selling them. 

§43(d) ACPA: Anti-Cybersquatting Protection Act:  in plain English
(1)(A) D shall be liable if D 

(i) has a bad faith intent (see part (B)!!) to profit from P’s ™   AND
(ii) registers, traffics in or uses a domain name that 


(I) is identical/confusingly similar to P’s ™ & P’s ™ is if P’s ™ is distinctive


(II) is identical/confusingly similar to P’s ™ & P’s ™ is famous        OR


(III) the domain name D registers/uses/traffics in is a ™ protected by 18 USC § 706. [??]

(B) to determ whether D has a bad faith intent( consider factors:


(I) actual ™ appears in D’s domain name 


(II) domain name consists of P’s legal name


(III) D’s prior use of the domain name to offer bona fide goods/svcs


(IV) D’s bona fide noncomm use/fair use of domain name


(V) D’s bad faith intent to divert customers from P’s online location to a site that could cause

      harm to P’s goodwill, either b/c D wants commercial gain or b/c D wants to tarnish P by

      creating LOC as to source/sponsorship

(VI) D’s offer to sell domain name for fin gain w/o having used it in bona fide offering of goods

         (see Panavision)

(VII) D’s intentional failure to provide accurate contact info/provision of false info when

         registering for domain name

(VIII) D’s acquisition of multiple domain names which D knows are identical/confusingly

 
  similar to others’ marks that are famous when her registers domain names 

(IX) extent to which the mark in D’s domain name is/isn’t distinctive & famous as per 43(c)(1)

(B)(ii) impossible to have bad faith intent if ct determines that D believed/had reas grounds to

          believe that use of domain name was fair use or otherwise lawful

Alitalia – Under ACPA, you can either get in personam damages OR in rem damages, NOT both. 

a.
Spam Email
AOL v. IMS-  D sent 60M spams to AOL customers. Problem was that D’s emails looked like they were coming from AOL.com( 43(a)(1) False Designation of Origin: D must (1) use a false designation of origin (2) the designation must deceive as to origin/source/sponsorship (3) P must believe that he is likely to be damaged by such act. No scienter requirement here( i.e. D must not have the intent to damage, simple fact that D’s act does damge P is enough.
b.
Metatags

Brookfield v. West Coast Entertainment – P owns ® for MovieBuff. D owns MovieBuff.com. Ct determines that D cannot use the domain name. Does this mean D cannot use MovieBuff in its HTML code to make it’s new site come up on a yahoo search? 

· Initial interest confusion = use of another’s ™ in a manner calculated to capture initial consumer attention. 

· Held, even though no sale is completed as a result of confusion, this may still be infringement.

RULE:  D, a competitor, may NOT use in its metatags any term confusingly similar to P’s mark

c.
Banner Ads

Playboy v. Netscape- Netsc sells banner ad space keyed to certain search terms( you enter “adult entertainment” in yahoo & a banner ad for playboy would pop up. P argues that this dilutes their ™. Held, no cause of action b/c playboy = generic term. 

Linking/use of s/o’s ™ on a site usu = fair use. Limit: you can use words in the ™, but not the logos!

Suck sites: Ballysucks.com( not usu infringement

COLLATERAL TRADEMARK USE - Geographically Remote Users

Common Law Rules:

· CL: Ltd geog prot (not Fed)( extent of ™ rights = area where ™ is used + reas zone of expansion.
- This meant that if a firm wanted to expand to new geog mkt & another guy using same ™ was there, ct would rule in favor of sr user in that area—sr user could enjoin expander from entering

· CL protection only for innocent jr user: If jr user wants to adopt same mark for same goods in a geog remote mkt, CL will only protect jr user if he was an innocent jr user( if jr user adopted ™ in gf w/o knowledge of Sr user’s prior use of identical mark. (See Stork Club case where ct found that D who opened a Stork Club in SFO after seeing one in NYC was not innocent jr user) 

· To enjoin collateral use of ™, most cts require (1) knowledge of sr use AND (2) intent to exploit
· Geog remote mkt = amt of geog separation not quantified( enough for mark to mean one thing in one mkt & an entirely diff thing in another mkt for the mkts to be considered geog remote (for a ™ that has achieved nat’l prominence, there’s no such thing as a geog remote mkt. 
Lanham Act Rules:

	1. Dawn Donut
	A Uses
	A Registers
	B Uses
	Constructive bad faith on B’s part.  B subject to an injunction if LOC!!

	2.Burger King
	A Uses
	B Uses
	A Registers
	Junior user protected within his enclave in perpetuity.

	3. Weiner King
	A Uses
	B Uses
	B Registers
	Junior user -- registrant -- is granted protection in the bulk of US.  Senior user protected within his enclave.


-   Dawn Donut v. Hart’s Foods- 

T1: P uses; P registers. 

T2: D uses w/o actual knowledge of P in an area where P used to do business but no longer does. 

CL treatment: D = innocent jr user( no injunction. Can use mark in area + reas area of exp forever.

LA treatment: Reg = constructive notice of P. But still need LOC before P can enjoin!!

Held, ct doesn’t enjoin despite P’s ® b/c as long as P is not doing bus in Rochester there’s no LOC (D may continue to use mark there until P enters the mkt. 

Abandonment of ™ defense: [doesn’t work here] as per LA§45(definitions) 

abandonment requires (1) intent not to use (=nonuse for 3 consecutive yrs) OR (2) proof that ™ has become generic due to lack of police-ing. 
-   Burker King v. Hoots- 

T1: P uses; 

T2: D uses; D registers in Illinois

T3: P registers federally

Held, if D used at T2 in good faith, he gets to keep his enclave forever, but as for the rest of US, Fed reg trumps state reg.  ** Be sure to Discuss Preemption issues in this kind of FP!! **

§33(b)(5) defense to exclusive right of ™ :

if ™ was adopted (a) w/o knowledge of fed registrant’s prior use and (b) has been used continuously by D, then such use = a defense to infringement, but only for area where the continous use has taken place.

-  Weiner King v. Wiener King (for humor pts, mention that ct never resolved how to spell weiner!)

P uses  (Sr user)

D uses; D gets Fed Reg  (Jr user)

Jr. user who gets ® first will have exclusive rights to use ™ nationwide, excluding areas where sr user has expanded. P allowed to show bad faith [Palming-Off/Boxing In] but mere knowledge of P’s existence ( bad faith. This encourages fed registration.

APPROPRIATION  OF  ANOTHER’S   INTANGIBLE  VALUES

a.
Business Ideas (limited fact-patters)
1. Entertainment – plot submissions (if submitter has © then outside scope of ™ protection)

2. Corporate- submitter approaches corp w/ product idea (if patent then outside scope of ™)

a. Prod idea can be new prod, prod improvement, or great way to advertise prod

Analysis:

STEP 1:
Is P’s idea good enough to be protectable? Prot only if concrete, novel & useful

a. Concrete?   Continuum:  general idea <  concrete  > detailed proposal( not nec
Hamilton Natl Bank- for P’s radio idea to be concrete, P didn’t have to submit a script!

b. Novel? Q of fact for jury. 

i. Not novel if D can show that D indep generated the same idea p.t. P disclosing it. Downey v. Gen Foods [Mr. Wiggle- D’ evid( they used term in prior ads]

ii.

Not novel if D can show that P’s idea was just a variation/adaptation on a basic theme w/ known ingredients. Murray v. NBC [Cosby Show]

c.
Useful? Usu a non-issue b/c if D has used the idea, usefulness is assumed

STEP 2:
Does the nature of the relationship impose an oblig to pay? [look for disclosure of idea in confidence, Ks, EE-ER relat, etc.]

a. Express K:  if P & D entered into an express agreement prescribing disclosure/use of idea, then ct will impose an obligation to pay. 

b. Implied K: can ct imply a K from the facts? No implied K where P’s offer of idea is unsolicited by D & where D got no advance notice of offer. [P blurts it out to D/sends it on a whim.] argue other side- Quasi-K: D is being unjustly enriched—not equitable.
c. Confidential Relationship: if a confid relat is found betw/ P & D( instant oblig to pay
STEP 3:

Can P defend via process( If/when D uses an idea that is similar to the one P submitted, has D really used the idea or did he come w/ it on his own? 

a.
Idea Segregation/Written Documentation: D can prove that idea was kept under lock & key, show written documentation of  by inventor, that there is no connex betw/ idea submissions dept and R&D, etc. ** this is CYA, but can miss out on good ideas. . .

THE  MISAPPROPRIATIONS DOCTRINE – fills in the gap where ™ & © can’t offer protection

Here, the intangible does not fall into category of ™ or © protection & the intangible IS the prod
Typical FP:  

T1: P creates an intangib & goes public w/ it (presumption is that buyer will only make private use of it. 

T2:  D steals/replicates it & then markets it.

3 Elements of Misapprop: 

1. P created an idea via expenditure of effort w/ expectation of profit

2. D took the idea w/ little effort & made commercial use of it

a. 
Don’t point to fact that D spent no $$( instead focus on whether D exerted any creative effort to further develop the intangible or did D take intangible as is?
3. D’s appropriation economically harmed P (usu via deprivation of profit)

Analyze the FP by weighing the public interest in free access v. public interest in creating incentive

- Circuit split on whether P & D have to be competitors( just say that stronger case if they are

- Raise INS majority’s incentive-killing rationale as policy argument( makes for stronger case

a.
Protection of Intangible Stock in Trade

Mostly deals w/ information/entertainment corps where ideas/intangibles are the stock in trade.

-   INS v. AP – [first enunciation of MAD] 

P creates intangib [news story] & goes public w/ it on East coast; D steals it, replicates it, then markets it on West Coast. Held, unfair comp. Strong Dissent.
Maj( unfair comp b/c kills incentive. AT argument: if allow D to do this it’ll drive P out of business. 

Dissent( [Holmes/Brandeis] Imitation = lifeblood of compet. Default rule should be that once idea is disclosed to public it’s freely copyable unless legislature steps in( See, eg, Copyright & Patent laws. 

-   USGA v. St Andrews- [golf handicap calculator]

P creates an intangib [golf handicap formula] and goes public w/ it. D uses it [but so does everyone else] and D markets it [but P & D are not direct competitors]. P’s intangib turned into an indus standard, so don’t want to give P a monopoly( want to make freely accessible. 

· Indirect competitors: D used intangib in compet w/ P outside of P’s primary mkt (falls outside MAD’s scope of protection b/c interest in free access > interest in providing incentive

Rest §38: Approp of Trade Values:

One who causes harm by approp of other’s intangib is subject to liab only if 

(a) steals other’s trade secret; (b) steals other’s right of publicity; (c) steals something protectable under fed, state, int’l law or under breach of K or under © law
  THE RIGHT OF PUBLICITY  -- an outgrowth of MAD b/c treats aspects of P’s persona as intangible.

ROP protects against unauth commercial use of NLI in a way that causes comm. damage to P. See Hirsch

Rest (not Lanham Act!) §46 Approp of Comm Value of a Person’s Id(  Right of Publicity

If D approps the comm. value of P’s id by use w/o consent of P’s NAME, LIKENESS OR OTHER INDICIA OF IDENTITY (NLI) for purposes of trade [see §47] is subj to liab for relief as per §§ 48,49

§47 Use for Purpose of Trade: 

NLI is used for purposes of trade if 

(a) used in advertising D’s goods or services OR 

(b) are placed on merchandise mktd by D OR 

(c) are used in connex w/ svcs rendered by D

BUT if news reporting/commentary entertainment/fiction & nonfiction (or advertising for for any of these) then NOT use for purpose of trade.

§48 Injunctive Relief 
(1) If approp as per (2), PI may be awd to prevent continuing/threatened approp of comm. value of another’s id by D subj to liab as per §46.

(2) Appropriateness of PI/scope of PI turns on all circs of the case and the following factors:

(a)
WHAT IS P TRYING TO PROTECT?  the nature of the interest to be protected;

(b)
HOW EGREGIOUS IS THE APPROPRIATION?  the nature and extent of the appropriation

(c)
INADEQUACY OF RELIEF AT LAW -- the relative inadequacy to P of an injunction & of other remedies;

(d)
BALANCE OF IRREP HARMS - the relative harm likely to result to D’s legit interests if PI issues & to P’s legit interests if PI is denied;

(e) PUBLIC INTEREST-  the interest of 3rd persons & public;

(f)
LACHES: any unreasonable delay by P in bringing suit/otherwise asserting his rights;

(g)
UNCLEAN HANDS- any related misconduct on the part P; and 

(h)
ADMINISTRABILITY - the practicality of framing and enforcing the injunction.

§49 $$ Relief 

NB: not damages( it’s restitution if P is recovering losses & unjust enrichment if D is disgorging profits!

(1)  If D is liable as per §46, he will be liable for $$ loss to P caused by the approp OR for $$ gain to D caused by the approp WHICHEVER IS GREATER unless such relief is precluded (i) by statute or (ii) is inappropriate as per part (2) of this §. 

(2)Whether $$ relief is approp turns on circs of the case and these factors:

(a)
HOW STRONG IS P’S EVID? the degree of certainty w/ which P has estab the fact & extent of $$ loss or D’s $$ gain from appropriation;


(b)
HOW EGREGIOUS IS THE APPROPRIATION?  the nature and extent of the appropriation;


(c)
INADEQUATE REMEDY AT LAW - the relative adequacy to P of other remedies;


(d)
D’s BAD FAITH - D’s intent & whether D knew/should have known that the conduct was unlawful;


(e)
LACHES  any unreasonable delay by P in bringing suit or otherwise asserting his rights; and 


(f)
UNCLEAN HANDS any related misconduct on the part of P.

Also be familiar w/ Cal Stat §3344( gives State ROP claim.

Right of Publicity is a PROPERTY right( misappropriation = THEFT

WHO is protected by ROP?  Famous people (athl, actors) unfamous are protected by right of privacy

WHAT is protected by ROP? Name, Likeness  . . . AND . . .

Nickname – See Hirsch, unauth vocal imitation (schecter no like)- See Midler, celeb look-alikes, unique performances styles (Groucho Marx), Depictions of phys objects that id a celeb.
ROP 1st Amendment issues
P’s ROP ( unlimited!! If D’s acts implicate 1st amend, P will not be allowed to interfere. BUT 1st amend will not shield anyone, not even news media, from liab if D takes the entirety of an entertainer’s act w/o consent thereby destroying its econ value.  See Zacchini  

ISSUE:  Descendability( Does ROP survive Death?  Mixed treatment in cts: 

Majority view: Heirs may bring suit under a deceased’s ROP. 

Minority view: supporters of ROP as part of Right of Privacy say ROP ends w/ death. See Lugosi. Statutes may override this to make ROP descendible. 

White v. Samsung-  CL ROP case:  Elements:

1. D’s use of P’s id

2. the approp of P’s NLI to D’s advantage, commercially or otherwise

a. ct looked at all aspects of ad as a whole & found that it evoked White’s likeness

3. lack of consent

4. resulting injury

PREEMPTION PROBLEMS IN MISAPPROPRIATION

ISSUE:  Misappropriation claims are usu grounded in STATE law. What if state gives a broader scope of prot than fed stat? Does this mean C intended to leave some intangibs unprot & freely copiable? If Y, then the state law is pre-empted. D usually raises preemption as a defense to P’s state right claims.

2 Kinds of Preemption:

1. occupy the field – C wants its legis to be the only leg on the matter( any state statute is invalid

2. conflict preemption – C allows states to regulate, but state law cannot conflict w/ fed law.

a.
Fed Patent Statute v. State ™ rights

I,8,8: C shall have the power to promote the progress of science & useful arts, by securing for ltd times to authors & inventors the exclusive right to their respective writings & discoveries. 

Policy- salutary effects: (1) encourage invention 

(2) Promote disclosure b/c disclosure of details of invention = 17 yr monopoly

(3) keep un-novel stuff in the public domain & freely copyable.

-    SearsRoebuck v. Stiffel/Compco v. Day-Brite- provocative case!

P argues prod shape & configuration is prot under state ™ law. D argues state law is preempted by fed patent law. Held, P’s patent is invalid (design is freely copiable. “Either/or” “All or nothing” approach( either it’s patented or it’s freely copiable. 

**But see Bonito Boats: notwithstanding fed patent law, States remain free to protect unpatentable shapes where the state purpose is to prevent consumer confusion. 

-  Bonito Boats- Fl state law protected unpatentable stuff. Held, Fl state law is preempted by Fed Patent law(  if you want protection, be more inventive. D argued “we’re only prohibiting ONE means of copying” [plug molding]. Ct says if unpatented then freely copiable( state can’t restrict most efficient means of copying. If C wants to step in w/ protective legislation, fine. (they did) 

b.
1st amendment v. State ™ rights

- usually invoked by (1)News Media and (2) commentators, whether serious editorials or parody

-   Zacchini- ROP implications. News station films his whole act & airs it. Held ROP > 1st amend. No 1st right on these facts. Policy: incentive preservation: 1st amend prot ends where incentive destruction begins. Media can inform public about celebrities, but cannot destroy their econ value.

-   LL Bean v. Drake Publishings- ad in porn mag spoofs LL Bean catalog. P sues for tarnishment & D argues 1st amend. Held 1st amend > tarnishment b/c non-comm use. Schecter: really just a circuit split. 

-   Cardtoons – (1) ct finds P have a legit ROP claim. (2) ct finds D has a legit 1st amend defense b/c this is pol speech. (3) ct balances( 

- look for alternative means for D to get his speech across that wouldn’t viol state ™ laws; 

- does the speech in Q really undermine P’s ROP in light of the policies behind ROP?

a.
Policies of ROP: incentive for achievement; protects consumers; secures fruits of celeb labor, prevents unjust enrichment and averts emotional harm.

- cts lenient if parody is sold just for expression rather than as means to sell s/t else. See e.g. Vanna.

FALSE ADVERTISING AND DISPARAGEMENT 

I.
Dual system


A.
Fed

1. private remedy for competitors

2. public enforcement scheme via FTC

3. NO CONSUMER COA IN FED!! NO STANDING. NO IMPLIED PRIV ROA. NADA.

a.
Private Competitor Remedy for False Advertising §43(a)

-   Pre-Lanham/CL:  Sole Source Doctrine

competitors had to sue for CL unfair comp( problem: P could never show actual injury:

-  If s/o uses your ™( instant injury b/c they profit from your ™; but when false ad, how do you prove

those who bought Ford instead of GM did so b/c of false ads? 

impossible to prove sales diversion unless P was the ONLY other competitor—sole source doctrine. 

-  CL Today( if an ad is clearly targeted at 1 specific competitor, cts ave permitted that firm to sue even though it’s not the sole source.

-   Lanham Act (1947):   Abandons sole source doctrine to make recovery avail to many more people. 

Some circuits continued to use sole source arguing LA didn’t explicitly override it.

-   1988 §43(a)(1)(B) amendment( explicit language abandons sole source. Accord: Restatement.

ANALYSIS

1. Standing 

a. WHO can bring suit? How injured does P have to be?

b. Although LA says “anyone who believes they are injured can sue,” this is not true

c. standing for injunction- Johnson & Johnson v. CarterWallace [Nair] 

i. if likelihood of injury and likelihood of causation, then P has standing to sue. 

ii. P must demonstrate via evid that it is likely to be injured b/c of D’s false ads. Specifically, P must show that it is likely to lose sales as a result of D’s acts.
iii. P satisfied its burden by showing 

1. P&D were competitors, 

2. P had actual loss in sales and 

3. surveys showing users of Nair believed they could dispense w/ P’s prod if they used D’s new prod.

iv. Merits: impossible for P to show injury b/c consumer would discover Nair’s lie 15 minutes after use & go back to P’s product. Suggests that injury is not possible when it’s so easy for consumer to discover untruth.
d. Standing for $$ damages OR profits - Alpo v. Ralston  
i. Damages( sum of $$ harm to P= P’s lost profits + cost of corrective ads
1. P must show actual loss via documented diminution in sales
ii. Profits ( how much D made off the ads that P wants disgorged
1. P must show Bad Faith/Wilfullness by D
2. Merits
a. What does a P w/ standing have to show to prove the case?

i. Coca Cola v. Tropicana - to be actionable, need

1. False claim AND

2. claim must be material in that it affects the purchasing decision
a. If claim is false on its face then materiality is assumed

b. If only implicit falsehood, P must prove materiality via evid of public reaction to ad

3.
P need not prove that D acted intentionally!

b.
Public Enforcement of False Advertising – FTCA § 5 

FTCA § 5 prohibits 

(1) unfair methods of compet – NO COVER( antitrust matter

(2) unfair acts or practices **

(3) deceptive acts / practices **

FTC has 4 options:

If FTC proceeds via Admin Proceeding( Agcy issues complaint

1.
D can concede immediately via consent order/settlement agreement

a. D must stop and may have to refund people

2.
D can challenge in front of ALJ in a formal adjudication

a. if D disagrees w/ ALJ decision can appeal to FTC Board of Commissioners

b. if D disagrees w/ Board can appeal in Circuit Court for that circuit

FTC can proceed via Fed Ct

FTC can proceed via RM( can promulgate rules to specify what is unfair or deceptive

Unfair v. Deceptive

-  Distinction was first made in 1960’s cigarette labeling rulemaking

UNFAIR PRACTICES-   International Harveter- [fuel geysering] **codified at FTCA§45(n)**

a practice is unfair if it results in consumer injury that is:


1.
Substantial 
a. $$ loss = substantial

b. Phys injury  = substantial

c. Small injury, but widespread/affecting thousands = substantial

2.
Unmitigated

a.
net effect (after CBA) = harmful ** in manuf’s favor: post-purchase notice is costly!!

b. “not outweighed by offsetting benefits”

3.
Unavoidable

a.
focuses on consumer info( how much info is consumer given about the risk?


b.
a warning buried in a user’s manual may not be as effective as one on gas cap, etc.

-  Orkin – exterminators give Ks out for service at set fee, but after inflation they want to up the price. FTC argues unfair practice:

Subst b/c small but widespread injury; 

unmitigated b/c harm not outweighed by offsetting benefits (there were no benefits!) 

unavoidable b/c gave their customer no option( you take the higher price or we drop you. 

Advertising as unfair practices( rare only 3 types:

1. Subliminal advertising- but much commentary says it doesn’t work

2. Children’s advertising- b/c kids aren’t initially skeptical when they see ads

3. Ads w/ unsafe behavior like boating & drinking. 

-- in the end, unfair practices is only invoked in the cases that don’t fit into the deception category.

DECEPTIVE PRACTICES--  FTC’s main tool

Old Rule: Charles of the Ritz( BAD LAW TODAY b/c test is boundless “wayfaring fools test:”

1. ANY claim is deceptive if 

2. it has the CAPACITY to deceive

3. a GULLIBLE consumer

1970’s FTC limits the extent of Charles of the Ritz via policy letters:

1. FTC will not impute to an ad an implied claim that is absurd( invisible rubber tube case

2. Mere Puffing is okay [puffing = vapid exaggeration that no one believes: “best meatloaf in NY”]

3. FTC will exercise their prosecutorial discretion( like judicial restraint

a. Meant that they would focus their efforts on claims involving expensive, one-time products instead of on things that market could self regulate via consumer disgust. 

See e.g. Poly-Grip [if it doesn’t work like it says then consumer will lose their dentures in front of their friends & be so mad that they’ll never buy it again]

1980’s Reagan De-regulation Era( Clean sweep of the FTC commissioners

NEW STANDARD: [Cliffdale]  TO BE DECEPTIVE AND ACT/PRACTICE MUST BE 

1.
Likely to deceive [changes from possibility of deception to probability of deception]

2.
Consumers acting reasonably [shifts from the naïve consumer to the middle ground]

3.
The representation/omission/practice must be MATERIAL

Policy behind change: Agcy felt that advertising serves a purpose( it provides information to consumers

PRO new standard:  Old standard caused ad censorship

CON: Too easy for con-artists to prey on the elderly, etc. FTC should serve a more protective role!

-   Algoma Lumber- [old case, Cardozo]

D sells lumber from Ponderosa Pine( not well known, so calls it ‘Calif white pine’ but in reality white pine is a diff, superior tree. Cardozo ruled that:

· even if the two lumbers were equivalent, the practice is still deceptive 

· Consumer is entitled to get what he wants( benefit of the bargain

· Don’t need harm/injury( suffcient for purchasing decision to be affected

Algoma is still good law after Cliffdale? Yes b/c today there are still certain things D cannot lie about b/c law wants to (1) reward those who tell the truth; (2) wants to ensure personal autonomy/that consumers are not manipulated and (3) wants to ensure that consumer confidence is not destroyed. 

Ad Substantiation Doctrine

-   Pfizer- [unburn] D claimed its prod would stop sunburn pain fast; FTC argued that whenever an advertiser makes an exlicit claim, there is an underlying implicit claim that they have the data to prove the explicit claim.

B/c Pfizer didn’t have data on hand to prove that unburn stopped pain fast, FTC claimed deceptive.

1.
It is a violation of FTCA to promulgate an ad whose data is not substantiated in advance.

a.
can still sell the prod, but can’t advertise it

2.
Standard for substantiation = D must have a reasonable basis for claim

Effect of ASD: 

1. Increases manuf’s ad costs( bad b/c cost will be passed on to consumers via higher price

2. Decreases info to consumers( will reduce informational ads; we’ll just have music & the brand name flashing millions of times

What Constitutes Reas Basis?

Thompson- [aspercreme] ad continually referred to aspirin, but contained no aspirin; FTC said cease & desist until you have 2 clinical trials to back up your claims.

3 Types of Ads for the Purposes of Ad Substantiation Requirements:

1.
Specific Establishment Claims- “govt-funded tests at major university show that . . .”


a.
D MUST have the tests they claim in the ad

2.
Non-Specific Establishment Claims- “tests show that Dove softens skin . . .”


a.
FTC has discretion to decide what constitutes substantiation( will usu ask for clinical trials

3.
Non-Establishment Claims/Efficacy Claim- “Dove softens your skin . . .” 


ISSUE:  Can FTC ask for clinical trials for these? YES( See Thompson.

· SYNTHESIS: no brightlines, no categorical rules on what constitutes reas basis for substantiation. This is bad b/c provides no certainty for the industry. BUT it’s flexible—FTC would rather customize its requirements to the relevant ad.

TV ADVERTISING

FTC v. Colgate-Palmolive [Rapid-Shave] 

D’s ad showed prod smothered on sandpaper & then a razor shaving the sand off. D’s prod could in fact do this, but it would have to soak for 80 minutes; also, wasn’t actual sandpaper b/c sandpaper doesn’t look like sandpaper on camera. 

Charge 1:  undisclosed use of mock-up is deceptive

a.
FTC argued this was material b/c invited consumer to “see for himself”( eliminated skepticism

b.
D can protect himself by printing “simulation” on bottom of screen

Infomercials( not deceptive so long as they clearly tell audience that it is an ad. 

REMEDIES FOR FALSE ADVERTISING CLAIMS

1.
Admin Remedy( usu injunction via cease & desist order

2.
FTC can only grant PROSPECTIVE relief [can tell D to stop/never do X again], but no relief as to past practices. 

The following are in w/in FTC’s cease & desist power:

· Affirmative Disclosures  Geritol
· Corrective Advertising  Listerine
Geritol Ads- capitalized on consumer ignorance of iron poor blood. FTC’s order told them to affirmatively disclose in future ads that fatigue was not nec caused by iron poor blood and that their product could not help the majority of public who does not have iron poor blood. 

ISSUE: Is affirmative injunction w/in FTC’s c&d power? [rather than you must stop, says you must do X]

Held, YES( read another way:  “cease & desist from making ad, unless you can add corrective info”

Listerine – ads said not just for bad breath, but also effective in reducing the severity of a cold. Trial is a battle of expert witnesses & an ultimate violation on D’s part. FTC’s order required D to start a corrective advertising campaign: “the next $xMillion you spend on ads be corrective ads that say “contrary to prior ads Listerine does not cure colds. . .” [contrary to prior ad language was later stricken]

Held, this IS w/in FTC’s c&d power: “c&d from making ad at all, unless you include the correction”This remedy is used when a deceptive ad has been running for so long that it will “linger” in public mind long after the ads are discontinued.

-  Is restitution w/in FTC’s c&d power? 

NO:  CA9 has held that this is NOT w/in FTC’s c&d power b/c FTC only has PROspective relief power.  
YES:  FTC can give consumers refunds under new FTCA § 19, but more likely to go w/ §13(b) TRO, which in “proper cases” can be turned into a permanent injunction w/ collateral $$ relief.

NOTE: Free Speech arguments are usu disfavored b/c if deceptive w/o correction its not protected speech
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